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PART I 


THE IMPACT OF THE ANTITRUST LAWS 
ON TRADE-MARKS IN FOREIGN COMMERCE* 


By Walter J]. Derenberg** 


During the last few years, the relationship between the antitrust laws and 
trade-marks has been the subject of much scholarly discussion’ and far-reaching 
Governmental action in the domestic and international fields. In both these areas, 
the impact of the antitrust laws has made itself felt not only in recent legislative 
enactments, such as, for instance, Section 33(b)(7) of the Lanham Act, but like- 
wise in a series of recent administrative rulings and court decrees which have 
sought to define and limit trade-mark protection so as to keep it in harmony with 
our basic antitrust policy of a free competitive economy.” Thus, it was held in 
the much discussed recent Timken case,* that an international agreement between 
formerly independent competitors, dividing up world markets and preventing com- 
petition between themselves and by outsiders, could not be saved from an attack 
of illegality on the ground that the agreements involved were, according to the 
defendant, merely “ancillary” to a valid trade-mark licensing agreement. While 
the principal legal aspects of that important case have been lucidly discussed in 
a recent article,* it has, as yet, not been fully realized that the truly basic problem 
raised by the Timken case is not whether the trade-mark involved was the primary 
or ancillary instrumentality of the antitrust violations, but the much broader prob- 
lem, whether different legal and economic standards should be applied in passing 
upon the scope and effect of international agreements from the viewpoint of the 
American doctrine of free enterprise. Only the two dissenting justices (Mr. Justice 
Jackson and Mr. Justice Frankfurter) clearly raised the question whether, in 


*Address delivered at round table conference on The Impact of the Antitrust Laws on 
Patents and Trade-Marks in Foreign Commerce, sponsored by Franklin Institute of Phila- 
delphia, American Patent Law Association and the Philadelphia Patent Law Association, 
on March 21, 1952. This paper will be published in July 1952 issue of New York University 
Law Quarterly, but is printed here in advance of such publication by special permission. 

**Member of the New York and District of Columbia Bars and Associate Professor of 
Law, New York University School of Law. 

1. Handler, “Trade-Marks and the Anti-Trust Laws” (1948), 38 T. M. R. 387; 
Borchardt, “Are Trade-Marks an Antitrust Problem?” (1943), 31 Geo. L. J. 245; Diggins, 
“Trade-Marks and Restraints of Trade” (1944), 32 Geo. L. J. 133; Taggart, ‘“Trade-Marks: 
Monopoly or Competition?” (1945), 43 Mich. L. Rev. 659; Hall, Jr., “Possible Monopoly 
Implications in the Trade-Mark Bill” (1944), 32 Geo. L. J. 171; Timberg, “Trade-Marks, 
Monopoly, and the Restraint of Competition” (1949), 14 Law & Contemp. Prob. 323. 

2. United States v. General Electric Co., 82 F. Supp. 753 (D. C. N. J. 1949); United 
States v. Imperial Chemical Industries, Ltd., 100 F. Supp. 504 (S. D. N. Y. 1951); United 
States v. Merck & Co., Inc., et al., Consent decree, Civil No. 3159 (D. C. N. Y. 1943); 
United States v. Sperry Corporation, Consent decree, Civil No. 19-175 (D. C. S. D. N. Y. 
1942), 1944-45 CCH Trade Cases, No. 57,416; United States v. The Bayer Company, Con- 
sent decree, Civil No. 15-364 (D. C. S. D. N. Y. 1941) ; for subsequent litigation, see General 
Aniline @ Film Corp. v. Bayer Co., 108 Misc. 939 (1946) note 85, infra; United States v. 
Electric Storage Battery Co., et al., Consent decree, Civil No. 31,225 (D. C. S. D. N. Y. 1947), 
1946-47 CCH Trade Cases, No. 57,645; United States v. S. K. F. Industries, et al., Consent 
decree, Civil No. 9862 (D. C. E. D. Pa. 1950), 1950-51 CCH Trade Cases, No. 62,708; 
United States v. The Permutit Company, et al., Consent decree, Civil No. 32-394 (D. C. S. D. 
N. Y. 1951), CCH Trade Reg. Rep. Par. 62,888. 

3. Timken Roller Bearing Co. v. United States, 341 U. S. 593, 71 S. Ct. 971. (1951). 

4. Oppenheim, “Foreign Commerce Under the Sherman Act—Points and Implications 
of the Timken Case” (1951), 42 T. M. R. 3. Cf. also Eaton, “Joint Ventures” (1952), Anti- 
trust Law Symposium 1952, p. 135 (C. C. H. Inc.) 
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the light of the complex and unstable conditions prevailing in international trade, 
including the import and export trade of the United States, it might not be 
damaging, rather than beneficial to our own economy, if the strict and inflexible 
antitrust principles of per se invalidity of allocation of territories and similar 
restraints were automatically held applicable to transactions in foreign trade. This 
“rule of reason” approach, as Professor Oppenheim calls it,5 was most clearly 
expressed in Mr. Justice Frankfurter’s dissenting opinion, where he said: 
“Even ‘cartel’ is not a talismanic word, so as to displace the rule of reason by 
which breaches of the Sherman Act are determined. Nor is ‘division of territory’ so 


self-operating a category of Sherman Law violations as to dispense with analysis of 
the practical consequences of what on paper is a geographic division of territory.’’6 


Justice Black, on the other hand, speaking for the majority, observed that accept- 
ance of this point of view might make the Sherman Act a “dead-letter” insofar as 
contracts and conspiracies in restraint of foreign trade are concerned.’ 

It is the purpose of this paper to demonstrate that, in actual practice, our 
international trade relations and the use of trade-marks in connection therewith 
have an antitrust code of their own and that the policy of our own Government, 
where it is itself engaged in foreign commerce, is not in accord with but quite 
contrary to the free enterprise policy to which the United States is otherwise 
committed. 


I. INTERNATIONAL TRADE AND THE HAVANA CHARTER 


This contrast between program and reality is not only reflected in the legal 
problems centering around the antitrust limitations of trade-mark protection in 
foreign commerce, but strikingly comes to the fore by a glance at certain domestic 
legislation which bluntly ignores the desired “Free Trade” program through the 
creation of new trade barriers to the detriment of our foreign commerce and of 
the American consumer. Thus, Article I of the 1.T.O. Charter, as agreed upon 
at Havana, sets forth as one of its purposes “the reduction of tariffs and other 
barriers to trade and the elimination of discriminatory treatment in international 
commerce.”® This and other charter provisions, which were ratified by a 
majority of Western Hemisphere countries, were sponsored under the leadership of 
the United States for the avowed purpose of extending our own free enterprise 
doctrine to international trade. 

More than that, according to a recent State Department press release,® there 


5. Ibid., p. 7. 

6. 341 U. S. 593, p. 605. 

7. Ibid., p. 599. 

8. I. T. O. Charter, Art. 1, Par. 4. (The Havana Charter, and a summary thereof, 
is printed in Dept. of State Pub. 3206, Mar. 24, 1948, Com. Pol. Ser. 114.) See Stedman, 
“Elimination of Trade Barriers Based Upon Trade-Marks” (1949), 10 Fed. B. J. 162; 
Bronz, “International Trade Organization Charter” (1949), 62 Harv. L. Rev. 1089; “Expand- 
ing World Trade—U. S. Policy and Program” (1951), 24 Dept. of State Bull. 213. 

9. Dept. of State Press Release No. 84 (February 1952), reported in CCH Trade Reg. 
Rep. No. 234, Feb. 14, 1952, p. 2. The release states: “The elimination of cartel and other 
business practices which divide markets, foster monopolistic control of industry, or otherwise 
eliminate competition in trade, is sought. The Committee also is charged with the responsi- 
bility for the preparation of a report on restrictive business practices and on measures which 
have been taken by individual member nations to eliminate them.” 
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has just been created in the United States an Ad Hoc Committee on Restrictive 
Business Practices, for the purpose of preparing an international agreement 
urging members of the United Nations to get together to “prevent restrictive 
business practices adversely affecting international trade.” However, recent de- 
velopments within our own country would seem to cause serious doubt as to our 
leadership in actually carrying out this idealistic program. Certainly, provisions 
such as Section 104 of the Defense Production Act of 1950, as amended July 30, 
1950, which by way of a rider drastically reduced the importation of foreign cheeses 
at a time when the expotring countries most urgently need our dollars to pay for 
their vast imports from the United States, neither benefit the American public nor 
serve to convince the Governments of the affected countries of our sincerity to 
eliminate trade barriers. The President and the State Department have urged 
the Congress to repeal this drastic provision.1° The doctrine of a free com- 
petitive economy is likely to become a meaningless catchword if our own Congress 
and Government are to continue to create trade barriers of this type, which, 
from the point of view of international comity, may have a more disruptive effect 
on international trade than many of the private international agreements which 
are so Closely scrutinized today from the viewpoint of our domestice antitrust laws. 


II. Tue Speciat “Import ANTITRUST CopDE” FoR TRADE-MARKS 


It will now be shown that, in actual practice, the impact of the antitrust 
laws on trade-marks used in export and import trade not only differs widely 
when separately tested in each of these two main branches of foreign trade, but 
will appear in a different light when tested by examining private business enter- 
prises on the one hand, and Governmental operations on the other. Moreover, 
we will find a marked tendency to favor American trade-mark owners over foreign 
manufacturers seeking to avail themselves of the trade-mark privileges enjoyed by 
their domestic distributors or competitors. 


a) The Import Trade and Resale Price Maintenance 


At the outset, let it be stated that the reecnt decision of the Supreme Court 
in the Schwegmann case,!! while not directly involving problems of trade-mark 


10. President’s Message to Congress on Extension of the Defense Production Act, N. Y. 
Times, Feb. 12, 1952, p. 20. The President said with regard to the “Cheese rider”: “This 
rider, the so-called ‘cheese’ amendment, needs to be repealed quickly. Otherwise, the friendly 
countries who are being hurt by this amendment may retaliate—as they have a right to do— 
against American exports of apples, tobacco and other products.” The executive secretary to 
the contracting parties to the Joint Agreement on Tariffs (G. A. T. T.) charged the United 
States with “nullifications and impairment” of its contractual obligations and strongly urged 
repeal of the Amendment. An even stronger editorial to the same effect appeared in the 
Washington Post, Feb. 18, 1952, under the heading “United States Trade Barriers.” S. 2104, 
82d Cong. Ist Sess., seeking repeal of the “rider,” had already been favorably reported in 
September 1951 (S. Rep. 790, Sept. 20, 1951) but no further action has been taken with 
regard thereto. 

11. Schwegmann Bros., et al. v. Calvert Distillers Corp., 341 U. S. 384, 71 S. Ct. 745 
(1951). The legal significance and effects of the Schwegmann decision have been lucidly 
analysed in an article by James A. Rahl, “Resale Price Maintenance, State Action, and the 
Antitrust Laws: Effect of the Schwegmann Bros. v. Calvert Distillers Corp.” (1941) 46 
Ill. L. Rev. 349. See also, Report of the House Committee on Small Business, “Fair Trade, 
the Problem and the Issues.” The Patman Committee reached the conclusion in this report 
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protection, may prove to be a source of greater concern for trade-mark owners 
than the recent Timken, SKF and similar antitrust cases. Until the Schwegmann 
decision, it had been assumed that under the now famous doctrine of the Old 
Dearborn case,!* the basic philosophy of the Fair Trade laws was the protection 
of the trade-mark and the good will symbolized by it. Moreover, it was generally 
believed until last year, that the Miller-Tydings Act not only exempted from the 
applicability of the Sherman Antitrust law that part of the 45 Fair Trade laws 
which legalized vertical price-fixing agreements on trade-marked articles in “free 
and open competition,” but also covered the so-called “nonsigner” clause, which 
makes these agreements binding even upon those who have not actually signed 
them, provided they have actual notice thereof. Under the Schwegmann case, 
the “nonsigner” clause will no longer be enforceable wherever the contract o1 
individual transaction involved affects interstate or foreign commerce. While all 
the far-reaching implications of the Schwegmann decision are not yet clearly 
understood!* and while strenuous legislative efforts are presently pending to restore 
the Fair Trade laws to their previous status,‘ the Schwegmann decision has 
already resulted in a collateral attack on the trade-mark philosophy expressed by 
the Supreme Court in its earlier decision in the Old Dearborn case,!° as well 
as in at least one unexpected judicial attempt to completely eliminate resale price 
maintenance on trade-marked products in the import trade. In the former respect, 
trade-mark owners are and should be disturbed by the recent observations of 
Judge Goodrich in one of a series of Sunbeam cases!® involving the right of the 


that “the State should retain jurisdiction over retail trade practices’ and that “the courts 
should make it possible to enforce fair trade contracts in interstate commerce.” The Senate 
Small Business Committee issued a similarly favorable report. (S. Rep. No. 1068, 82d Cong. 
2d Sess. (1952), p. 213 et seq. 

12. Old Dearborn Distributing Co. v. Seagram-Distillers Corp., 299 U. S. 183, 57 
S. Ct. 139 (1936). The New York Court of Appeals squarely adopted this philosophy in 
several decisions. Thus, it was said in Guerlain, Inc. v. Woolworth Co., 297 N. Y. 11, 74 
N. E. 2d 217 (1947): “The statute was manifestly aimed and designed to protect the good 
will of the owner or producer from injury when his trade-mark or name is employed in the 
resale of goods originally owned or produced by him.” To the same effect, Bristol-Myers v. 
Picker, 302 N. Y. 61, 96 N. E. 2d 177 (1950). Here again the court said: “It (the Fair 
Trade Act) proceeds upon the theory that the sale of identified goods at less than the price 
fixed by the owner of the mark or brand is an assault upon the good will and constitutes 
what the statute denominates ‘unfair competition.’ ” 

13. See Rahl, op. cit. supra, note 11. Cf. also, Harper, “Impact on Schwegmann 
Decision on State Fair Trade Acts” (1952), Antitrust Law Symposium 1952, p. 122 (CCH, 
Inc. ) 

14. At the time of this writing, two House bills have been reported and are now awaiting 
a rule from the House Rules Committee. H. R. 6925, the Keogh Bill, which is a substitute 
recommended by the Subcommittee of the House Committee on the Judiciary for the original 
Keogh Bill, H. R. 6367, seeks to amend the Sherman Act. It would make the exemption 
applicable only in cases in which “the party prescribing the minimum prices shall be the 
owner of the trade-mark or brand.” It also has a new provision to the effect that the 
minimum prices should not be enforceable unless the manufacturer himself “makes reasonable 
efforts to insure compliance.” This is referred to as the so-called “Macy amendment.” The 
bill would also close the so-called “Wentling loophole” brought about by the case of Sunbeam 
Corp. v. Wentling, 185 F. 2d 903 (3d Cir. 1950), reversed 341 U. S. 944, 71 S. Ct. 1012 
(1951), and further limited on remand, 192 F. 2d 7 (1951), holding the State fair trade 
laws inapplicable to interstate mail order businesses. In the meantime, S. 2522, seeking to 
amend the Sherman Act, has been introduced in the Senate. The other House bill, the 
McGuire Bill, H. R. 5767, seeks to amend the Federal Trade Commission Act and was favor- 
ably reported by the House Interstate Commerce Committee. 

15. Supra, note 12. 

16. Sunbeam Corp. v. Wentling, 192 F. 2d 7 (3d Cir. 1951). 
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manufacturer to enforce his intrastate retail prices against an interstate mail order 
business. As a result of the Schwegmann decision, the C. C. A. 3d, which had 
previously held the plaintiff entitled to an injunction, at least so far as intrastate 
sales were concerned, now held that no injunction at all should issue against a 
nonsignatory price-cutter even with regard to intrastate commerce. Judge Goodrich 
said: 

“It would, indeed, be a remarkable result to reach a competitive economy if 
we were to say that a manufacturer could make everyone submit to the price he 
imposes upon sales to the consumer. Even a contract to maintain prices was unlaw- 
ful prior to the Miller-Tydings amendment to the Sherman Act as the famous 
Dr. Miles and Hartman decisions show. To the extent that a manufacturer can get 
the same result without contract because of some theory of trade-mark protection, 
competition at the retail level in the sale of trade-marked goods is obviously going 
to be very much lessened. 

“A patentee is given a monopoly by legal grant. But even a patentee, who can 
exclude everyone else from making his patented article, cannot control the price at 
which others may sell his articles to consumers. The protection given to the owner 
of a trade-mark certainly should not be greater than that given to the holder of a 
legal monopoly, the patentee.”17 


Judge Goodrich further remarked that acceptance of plaintiff’s theory of trade- 
mark protection would “almost take one’s breath away” and this, although this 
breath-taking theory had been originated and sanctioned by a unanimous Supreme 
Court in 1936. 

While in the domestic field the Schwegmann decision has thus created a 
bellum omnium contra omnes resulting in an unprecedented state of confusion 
and badly in need of legislative correction, it is still safe to assume that at least 
as between the actual signatories to a vertical price maintenance agreement the 
contract remains valid and enforceable both in intrastate and interstate and foreign 
commerce, since the Miller-Tydings Act specifically so provides. However, with 
regard to the import trade, the enforceability of fair trade agreements, even as 
between the immediate parties thereto, has recently been questioned by Judge 
Jerome Frank in his dissenting opinon in Adams-Mitchell Co. v. Cambridge Dis- 
tributing Co.1® In that little-noticed case, plaintiff sought to rescind a contract for 
the purchase of 1100 cases of a certain trade-marked Scotch-type whiskey. The 
rescission action was based partly on the defendant’s alleged failure to maintain 
the resale price schedule previously agreed upon by the parties themselves. The 
majority held that the price maintenance agreement, since valid under the 
Massachusetts Fair Trade Act, was exempted by the Miller-Tydings Act. How- 
ever, Judge Frank, dissenting, came to the surprising conclusion that the provisions 
of the Wilson Tariff Act of 1894,19 rather than the Miller-Tydings Act, should 
apply because the latter was an amendment only to the Sherman Antitrust Act 
but not to the Wilson Act, which is directed against all illegal restraints in the 
import trade. According to Judge Frank, the “anti antitrust lawyers” would 
welcome the majority ruling since it made possible vertical price-fixing agreements 

17. Ibid. at p. 9. 

18. 189 F. 2d 913 (2d Cir. 1951). 


19. 15 U.S. C. A. Secs. 8-11; 28 Stat. 570. Cf. analysis of legisltative history by Judge 
Frank, ibid., p. 918. 
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in the import trade, which were in violation of the Wilson Act because not 
covered by the Miller-Tydings Act exemption. It is true, of course, as emphasized 
by Judge Frank, that the language of the Wilson Act in outlawing import re- 
straints goes beyond that of the Sherman Act itself, as it applies to any person or 
corporation which, either “as agent or principal,” is engaged in importing any 
foreign article from any foreign country into the United States. From this, Judge 
Frank deduces that, although the Sherman Act specifically includes foreign com- 
merce, an exception should be carved out with regard to the import trade. Judge 
Frank goes so far as to suggest that we actually have a “separate antitrust code” 
with regard to import trade and that under that separate code it was the intention 
of Congress to deal more rigidly with restraints in the import trade than with any 
other restraint in foreign commerce. If this view were ultimately adopted by the 
United States Supreme Court, it would completely wipe out any possibility of 
price protection for an imported product even though it may be in free and open 
competition and although it may involve the actual parties to an agreement which 
would be valid under the 45 State laws and under the Miller-Tydings Act. Thus, 
the antitrust laws, i.e., in this case the Wilson Act, would then result in a serious 
discrimination against imported, trade-marked articles since the foreign manu- 
facturer, as well as his domestic distributor, would be deprived of a benefit which 
is available in the domestic market and in all other branches of foreign trade. 
What is particularly disconcerting is Judge Frank’s observation that such discrimina- 
tion against importers seemed not only unobjectionable but actually intended by 
Congress. He said in this regard: 

“There is not a syllable to indicate that Congress intended to dispaly a similiar 

solicitude for foreign manufacturers. Indeed, it seems to the last degree unlikely that, 

if asked to do so, the Congress which enacted the Miller-Tydings Act to help Ameri- 


can businessmen to their feet after the depression, would have been disposed to 
accord similar assistance to their foreign competitors.’’20 


If there were any danger that Judge Frank’s views might become the majority 
view or be shared by the U. S. Supreme Court, it would seem advisable to add a 
provision to the pending bills seeking to restore Fair Trade domestically, which 
would make it clear that there should not be a “special antitrust code” for 
branded imported merchandise but that any new legislation seeking to revitalize 
Fair Trade would cover imported merchandise as well. Our broad international 
trade policy of a free competitive economy as expressed in the Havana Charter 
would not square well with a domestic policy setting up a special discriminatory 
antitrust code against importers of trade-marked products. 

An even worse impression would, of course, be created if it were discovered 
that, to some extent, the special antitrust import code and the Government’s hostility 
toward fair trade agreements may be inapplicable in situations where our Govern- 
ment itself functions as the importer. I am referring particularly to the present 
trade-mark policy of the Office of Alien Property, which is part and parcel of the 
Attorney General’s Office and is in actual control of many large formerly German- 
controlled business enterprises. As will be hereafter pointed out, it is strange indeed 


20. Ibid. at p. 922. 
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that one arm of the same Government agency seeks to eliminate fair trade and 
import restrictions while another arm of the same Department actually enforces 
such restrictions as rigidly as, or more so, than any private enterprise. Not only 
do we have the head of the Antitrust Division and the Federal Trade Commission 
plead against restoration of fair trade,*1 while another Cabinet Member, the 
Secretary of Commerce, is officially sponsoring such legislation,** but we actually 
see one Division of the Attorney General’s Office strictly enforce the very policy 
which the other publicly condemns. Thus, as will be mentioned later,?* the 
Alien Property Custodian, who is running the American business of such world- 
famous former German enterprises as Carl Zeiss and E. Leitz, Inc., has recorded 
the formerly German-owned trade-marks in such a manner as completely to 
eliminate all competition in these products and, in addition, will not give 
“franchises” to dealers in “Leica” or “Zeiss” cameras unless they sign agreements 
of strictest price adherence under the Fair Trade laws, which are being rigidly 
policed by penalty of suspension and revocation all over the United States. This 
is all the more remarkable in view of the fact that at one time the Federal Trade 
Commission successfully enjoined the Eastman Kodak Company from fixing resale 
prices for its “Kodachrome” film on the ground that, at that time at least, “Koda- 
chrome” film was not in free and open competition with other merchandise of 
the same general class.24 It might well be questioned whether such unique products 
as the “Leica” or “Contax” cameras are “in free and open competition” in the 
United States. Be that as it may, it would certainly not seem unreasonable to 
assume that we should not have to read into the alleged “antitrust import code” 
a special exemption for those import businesses which are under the control and 
operation of our own Government. 


b) Trade-Marks and Import Restrictions Under Section 42 of the Lanham Act 
and Section 526 of the Tariff Act 


The statutory provisions which deal most directly with the use of trade-marks 
in foreign commerce, particularly in the import trade, are Section 42 of the 
Lanham Act and the complementary Section 526 of the Tariff Act, which are 
quoted and relied upon in almost every antitrust litigation involving international 
cartel agreements in which an abuse of registered trade-marks is alleged by the 
Government. Thus it was charged in an early Government proceeding against 
the New Jersey Zinc Corporation®® that it had used the above-mentioned sections 


21. Assistant Attorney General H. G. Morison, testifying on the McGuire Bill, stated 
that the Department of Justice favored the complete repeal of the Miller-Tydings Amendment. 
(CCH Trade Reg. Rep. No. 235, Feb. 28, 1952, at p. 4.) The same position was taken by 
the Federal Trade Commission in its comprehensive “Report on Resale Price Maintenance” 
(1945). For an extract from this report, cf. Louis B. Schwartz, Free Enterprise and Economic 
Organization (1952), The Foundation Press, p. 580. 

22. N. Y. Times, Feb. 28, 1952, p. 37. 

23. Infra, notes 36, 37. 

24. Eastman Kodak Co. v. Federal Trade Commission, 158 F. 2d 592 (2d Cir. 1946) ; 
cert. denied, 330 U. S. 828 (1947). 

25. The New Jersey Zinc matter was discussed in Hearings Before the Senate Com- 
mittee on Patents on S. 2303 and S. 2491, 77th Cong. 2d Sess. (1942) No. 3, pp. 1519, 
1697. It is also analyzed by Borchardt, op. cit. supra, note 1, at p. 255, and Diggins, op. cit. 
supra, notes 1, p. 120, et seg. Cf. also, Statement of the Department of Justice on H. R. 82, 
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to fortify its license agreements with foreign affiliates in such a way as to provide 
for absolute exclusion of the licensed products from the American market since, 
under the agreements, these products had to bear the same mark which New 
Jersey Zinc had registered in its own name in the United States and de- 
posited with the Customs Offices. A similar charge was made in the Timken case,”° 
in which the Government made much of the fact that the foreign co-conspirators 
had to agree to use the trade-mark “Timken” exclusively on their products shipped 
to the various territories reserved to them and had, further, to agree to acknowl- 
edge a reversionary interest in the “Timken” trade-mark to American Timken 
upon termination of the various “business agreements” between them. It may 
be interesting to note in passing that the “Timken” trade-mark was registered under 
the Act of 1920, being ineligible under the Act of 1905 as a surname, and that 
under the present practice marks registered under either the Act of 1920 or on 
the Supplemental Register of the Act of 1946 can no longer be deposited with 
the Bureau of Customs under either Section 42 or Section 526 of the Tariff Act; 
Section 42 is one of the provisions of the Lanham Act which is especially men- 
tioned in Section 26 as not being applicable to registrations on the Supplemental 
Register and the Customs Regulations have since been amended so as to make 
certain that such trade-marks will no longer be accepted for recordation under 
Section 526 of the Tariff Act.27 On the other hand, a famous trade-mark, such 
as “Timken,” may, of course, be eligible for registration on the Principal Register 
under Section 2(f) of the Act of 1946, so that the mark may now have acquired 
the status of a valid, technical trade-mark entitled to registration on the Principal 
Register and to the special statutory benefits of Section 42 of the Trade-Mark Act 
and Section 526 of the Tariff Act. It would, perhaps, not be amiss to note that 
the relationship of these two sections to each other is frequently misunderstood 
and that certain official statements of the Antitrust Division of the Department 
of Justice in connection with the Congressional Hearings on H. R. 82, a predeces- 
sor bill of the Lanham Act, seem to indicate that the Department itself has, at 
least in the past, failed to draw the proper distinction between these sections. 
Thus, in its official statement referring to Section 526 of the Tariff Act as a frequent 
instrument of trade-mark abuse, the Department of Justice Memorandum said: 
“Section 526 provides that it shall be unlawful to import into the United States any 
merchandise of foreign manufacture if such merchandise, or the label, sign, print, 
package, or wrapper bears a trade-mark owned by a citizen or corporation or associa- 
tion created or organized within the United States. This section obviously was 
designed to prevent the importation into the United States of foreign merchandise 
bearing counterfeit trade-marks, etc. It was the ingenuity of the New Jersey Zinc Co.’s 
lawyers to pervert this provision of the Tariff Act to serve their own purposes, namely, 
to exclude absolutely from the United States zinc produced abroad under licenses 


granted by New Jersey Zinc Co. under its patents and bearing New Jersey’s trade- 
mark as required by New Jersey.’”’28 


viz., predecessor bill to the Lanham Act, 78th Cong. 2d Sess., Hearings of Nov. 15-16, 
1944, p. 68. 

D6. Supra, note 3. Brief for the United States, D. C. N. D. Ohio, p. 177. Brief for 
the United States, U. S. Supreme Court, p. 75, et seq. Brief for the United States in support 
of its proposed final judgment, p. 23, et seq. 

27. Federal Register, Oct. 29, 1947, p. 7005, Footnote 16 to Section 11.14. 

28. Statement by the Department of Justice on H. R. 82, supra, note 25, at p. 68. 
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It was, however, neither the “obvious” nor the only purpose of this section to 
prevent importation into the United States of foreign merchandise bearing a 
counterfeit trade-mark. That objective was fully carried out even in the old 
Section 27 of the Act of 1905, which was carried over verbatim into Section 42 
of the new Act. Under that section any owner of a registered United States trade- 
mark, be he an American citizen or a foreigner, may deposit his registered trade- 
mark with the Customs authorities and prevent importation of any and all 
infringing merchandise. A controversy, however, arose at an early date whether 
that privilege should be extended to an American registrant in cases in which an 
attempt was made to import into this country not spurious goods but genuine goods 
of foreign origin. It is generally conceded that, if the decision of the U. S. Supreme 
Court in Bourjois v. Katzel,?® which (contrary to the decision of the lower court) 
answered this question in the affirmative, had been awaited, the enactment of 
Section 526 of the Tariff Act might have been unnecessary.°° The Bourjois case, 
it may be recalled, was an infringement suit instituted by the American registrant 
against an importer of the genuine French product. In finding infringement, the 
Supreme Court in a famous opinion by Mr. Justice Holmes ruled in effect that, 
where a foreign manufacturer had made an outright sale and assignment of his 
American business, including the trade-mark, to a U. S. business concern, the latter 
was not only entitled to register the trade-mark but was entitled to exclude 
merchandise bearing that mark even if the product was manufactured by his own 
assignor. In other words, it was here held—and the same rule was subsequently 


applied by the Supreme Court in cases involving the detention of trade-marked 
products at the port of entry?!—that even the importation of genuine merchandise 
may constitute trade-mark infringement, or, as Section 42 puts it, may be in 


5] 


effect a “copy or simulation.” It is clear, therefore, that there are factual situations 
in which the Congress intended to confer special benefits upon American importers 
and distributors, provided—and this frequently is overlooked—that the registered 
trade-marks were acquired by the U. S. Citizen under such conditions as to make 
him the absolute owner thereof and entitled to the benefit of any good will which 
may be built up under the mark in the United States. Section 526, according 
to its wording, is limited to imported products of foreign manufacture; it does not 
apply by its terms to reimportation of a product of United States origin. But 
more than that: Contrary to Section 42, it can only be invoked if the registrant 
of the trade-mark is a United States citizen or resident, who is trying to prevent 


29. 260 U. S. 689, 43 S. Ct. 244 (1923). 

30. The lower court, in line with several earlier precedents, had held that importation 
of genuine merchandise did not involve a deception of the public and did not, therefore, 
constitute trade-mark infringement. 275 Fed. 539 (2d Cir. 1922). Thus, Judge Learned 
Hand, in commenting upon the history of Section 526 of the Tariff Act, said in Coty, Inc. v. 
Le Blume Import Co., 292 Fed. 264 (D. C. S. D. N. Y. 1923): “Section 526(a) of the 
Tariff Act of 1922 (42 Stat. 975) was intended only to supply the casus omissus, supposed 
to exist in section 27 of the Act of 1905 (Comp. St. sec. 9513), because of the decision of 
the Circuit Court of Appeals in Bourjois v. Katzel (275 Fed. 539). Had the Supreme Court 
reversed that decision last spring, it would not have been enacted at all.” 

31. <A. Bourjois & Company, Inc. v. George W. Aldridge, Collector of the Port of New 
York, et al., 263 U. S. 675 (1923). This entire development is discussed in a Memorandum 
on H. R. 82, 78th Cong. 2d Sess., submitted by the United States Tariff Commission, on 
Sept. 15, 1943, and printed in Hearings on H. R. 82, p. 83. 
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the importation of goods of foreign origin in order to protect his own good will 
in the United States. Where a foreign product is relatively unknown in this 
country until a United States distributor or assignee acquired ownership of the 
mark here and may have spent millions of dollars in advertising the product, it 
seems only fair to afford a measure of statutory protection to the independent 
United States businessman which will protect his sometimes vast investment and 
personal good will, even though as a result thereof the import trade in the 
particular product may not only be restrained but practically eliminated. 

Moreover, the underlying theory of Section 526 was an effort to prevent those 
relatively few well-to-do persons who can afford extensive foreign travel and 
foreign purchases from bringing back to the United States at cheaper prices 
large quantities of merchandise, be it cosmetics, perfume, liquor, silver, or any 
one of many other products, which could then be sold in this country at cheaper 
prices and in deprivation of the statutory rights of the American trade-mark 
owner. Thus this “drastic statute,” as Judge A. N. Hand called it,?* has been 
rigidly applied even to the importation of an automobile for the owner’s personal 
use. The vast majority of the American public, trained in concepts of free enter- 
prise and educated to abhor restraints of trade of any kind, will find it hard to 
believe that there are numerous famous foreign products which they are not per- 
mitted to import into this country under any circumstances, even for their personal 
use, unless the trade-mark itself were removed from the product. Willingness 
to pay the necessary duty, or an assertion that the total value of the products 
bought does not exceed the permissible maximum limit under the travel regula- 
tions, will not alter the result. The American registrant’s exclusionary powers 
under Section 526 are supreme and importation of products bearing his registered 
trade-marks may not only be restrained but completely blocked. It may well be 
argued that the same result might be accomplished by an appropriate amendment 
to our Tariff laws and Tax laws, which would permit the importation of such 
products under conditions of duty payments which would adequately protect the 
American owner of the trade-mark. Under the present law, the American public 
is completely at the mercy of the U. S. registrant and not in a position without his 
consent to acquire certain famous foreign products. 

It seems rather remarkable that it has not been the Antitrust Division of the 
Department of Justice, but the Bureau of Customs itself which has realized in 
recent years that the application of Section 526 may lead to gross abuses and 
absolute restraints of trade in situations not involving actual international cartels, 
as the Timken case, but involving individual transactions between a foreign manu- 
facturer and his American distributor. In other words, it has been realized that the 
benefits of Section 526 should be denied the American registrant where it can be 
shown that, contrary to the facts found in the Bourjois case, he is either in collusion 
with the foreign manufacturer or is nothing but the prolonged arm of the latter. 
Consequently, Section 526 is enforced only in situations where the registered trade- 
marks are completely “owned” by the U. S. registrant and are used by him in an 
independently built-up American business, but not in cases in which application of 


32. Sturgis v. Pease, 48 F. 2d 1035 (2d Cir. 1931). 
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Section 526 would amount to no more than enforcement of a private agency agree- 
ment between a foreign principal and a domestic agent, reserving to the former 
ultimate control and ownership over the trade-mark. This is the significance of 
Section 11.14(b) of the Customs Regulations of 1943, as amended, which pro- 
vides as follows: 
“However, merchandise manufactured or sold in a foreign country under a trade- 
mark or trade name, which trade-mark is registered and recorded, or which trade 
name is recorded under the above-mentioned trade-mark laws, shall not be deemed 
to copy or simulate such United States trade-mark or trade name if such foreign 


trade-mark or trade name and such United States trade-mark or trade name is 
owned by the same person, partnership, association or corporation.” 


Consequently, in its most recent decision interpreting Section 526 of the Tariff 
Act and Rule 11.14(b) of the Customs Rules,** which involved importation of the 
famous original “Jensen” silver from Denmark, the Commissioner of Customs refused 
to enforce Section 526 on the ground that the American registrant of the trade-mark 
was not the “ultimate owner” thereof but only the prolonged arm of the Danish 
manufacturer which had retained a reversionary interest in the mark. Regardless of 
the final outcome of this still-pending proceeding, the language of the Com- 
missioner of Customs in interpreting Section 526 is noteworthy. He said: 


“It has been the long established practice of the Bureau not to prevent the im- 
portation of any article because of a recorded trade-mark which may appear thereon 
if it can be shown that the foreign user of said mark owns or, in some manner, con- 
trols the American corporation which holds title to the registered trade-mark in the 
United States. Under such circumstances, the American corporation is said to stand 
in the shoes of the foreign user who, once he introduces his product into commerce 
while bearing his trade-mark, cannot thereafter unreasonably restrict the use of the 
product. Or, expressed another way, a foreign owner of a United States trade-mark 
cannot partially assign that trade-mark to an American corporation so that the 
latter can use it, by recording it in this Department, for the purpose of enforcing an 
exclusive United States sales agency agreement between the two parties with respect 
to said trade-marked articles.” 


Situations of this kind are often aggravated by a contractual understanding between 
the foreign manufacturer and the American agent to the effect that the trade-mark 
registered in the agent’s name should be so indelibly placed upon the former’s 
merchandise as to be incapable of removal, thereby making the import restriction 
of Section 526 absolutely watertight for the benefit of a collusionary agreement be- 
tween the foreign principal and the American agent and to the detriment of the 
American public. Moreover, this provision has frequently been abused by American 
distributors who persuaded their foreign principals that the U. S. registration should 
issue in the agent’s name in order to secure the benefits of Section 526, which are 
denied the foreign principal; many foreign manufacturers have had the sad ex- 


33. In the Matter of the Petition of Georg Jensen Inc. for Cancellation of the Recorded 
Trade Name “Georg Jensen & Wendel A/S,” T. D. 52711, 86 Treas. Dec. 17, p. 4 (1951). 
In a petition for reconsideration it was argued that the U. S. registrant, rather than the 
Danish manufacturer, should be considered the ultimate owner of the trade-marks involved. 
In a ruling of March 25, 1952, the Commissioner of Customs has now ruled that, contrary 
to his original opinion, ownership of the American trade-mark was completely vested in the 
U. S. registrant, so that Section 526 of the Tariff Act may be invoked by him. 
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perience of subsequently seeing a disloyal agent exclude their own merchandise 
from importation into the United States until and unless they ultimately succeed— 
if they do—in getting the U. S. registration cancelled or re-assigned. A superficial 
glance at the recent case of Omag Optik und Mechanik A.G. v. Weinstein** should 
suffice to dissuade trade-mark lawyers in the United States, representing foreign 
manufacturers, from ever suggesting to them the signing of any agreement under 
which their American distributor or import representative would be given the 
U. S. ownership of the trade-mark and the right to its registration. 

In the light of this existing situation, what is in actual practice the impact of 
the antitrust laws on the trade-mark provisions of Section 42 of the Lanham Act 
and Section 526 of the Tariff Act? Three important observations may be readily 
made in answer to this inquiry: 

1. The Antitrust Division, while frequently resorting to a reference to Section 
526 in cases involving international cartels, has, as far as could be ascertained, never 
instituted a proceeding in order to protect the American public against any un- 
scrupulous exclusionary agreements between an individual foreign manufacturer 
and his United States representative, although, as has been pointed out, such in- 
dividual agreements may often result in an unjustified and unmerited absolute 
monopoly on the part of the American representative in partial collusion with his 
own foreign principal. 

2. Although the Department of Justice is on record as being opposed to any 
restraint of trade which may result in the international sphere from an abuse of the 
statutory privileges of Section 42 of the Lanham Act and Section 526 of the Tariff 
Act,®> another arm of the same Government Department, i.e., the Office of Alien 
Property, has not hesitated to take the fullest advantage of these same provisions 
in situations in which the Government itself is operating a business of international 
importance. Thus, it is interesting to note that in May 1951, the trade name E. Leitz, 
Inc., importer of the famous German-made “Leica” camera, the product of E. Leitz 
in Western Germany, was recorded with the Treasury Department under Section 
42 of the Trade-Mark Act, thereby preventing all importation of products marked 
with that famous name unless expressly authorized by the U. S. registrant.*® 

But the Office of Alien Property went even further than that. Late last year, 
the Attorney General’s Office (acting through the Office of Alien Property) applied 
to the Bureau of Customs for recordation of the registered trade-mark “Zeiss,” which 
had originally been registered by the world-famous Carl Zeiss Works of Jena, 
Germany, whose American business was taken over by the Alien Property Custodian 
in accordance with the Trading With the Enemy Act.*7 As previously mentioned, 
Section 526 of the Tariff Act cannot be invoked unless the U. S. trade-mark is 
registered and owned by “a citizen or by a corporation or association created or 
organized within the United States” and is used by “any domestic manufacturer or 


34. Omag Optik und Mechanik A. G. v. Weinstein et al., 85 F. Supp. 631, 81 U. S. P. Q. 
92 (1949). 

35. Statement by the Department of Justice on H. R. 82, supra, note 25, p. 83. 

36. T. D. 52736, 86 Treas. Dec. 22, p. 3 (May 25, 1951). 

37. Dulles, “The Vesting Powers of the Alien Property Custodian” (1943) 28 Corn. 
L. Q. 245; Berman, “Cartels and Enemy Property” (1945) 11 Law & Contemp. Prob. 109; 
Sargeant and Creamer, “Enemy Patents,” ibid. 92. 
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trader.” Although the Antitrust Division is on record as being opposed to the new 
concept of a “related company” under Section 5 of the Trade-Mark Act, because 
if its possible abuses under the Antitrust laws,®* the Alien Property Custodian, 
within the same Department, went to the extent of arguing—and indeed succeeded 

that the original registrant, Carl Zeiss, Inc., the U. S. distributor of the original 
registrant, was ‘“‘a related company” to the Attorney General and that, consequently, 
iny use of the trade-mark by it would inure to the Attorney General’s benefit. 
Said the Commissioner of Customs: 

“He (the Attorney General) acquires, accordingly, for purposes of that Act and in 

respect of the Act, the status which would have resulted had he imported the goods 

and sold under the mark directly.’’39 
It is interesting to note that this was one of the very rare cases in which an opposition 
was filed against the recordation of a trade-mark at the Bureau of Customs. The 
opposition was partly based on the ground that under Treasury Decision No. 286, 
it had been previously held that “the provisions of Section 27 of the Trade-Mark Act 

now Section 42) were not applicable to merchandise imported by or for the use of 

the Government, or which is acquired by the Government after importation and 
before entry or withdrawal for consumption, if the Government agency makes the 
entry or withdrawal.” In the Zeiss case this ruling was “distinguished” and the 
incongruous result reached that the Government, while not subject to the pro- 
hibitions of Sections 42 of the Trade-Mark Act and 526 of the Tariff Act, when 
acting as purchaser, was in a position to enforce these very same provisions when 
acting as trade-mark owner and importer. 

This is, of course, not the place to discuss the important and difficult question 
of ultimate treatment of former German-owned trade-marks.4° While several 
prominent international organizations, such as the International Chamber of Com- 
merce, are already on record in favor of returning these trade-marks to their pre- 


war owners,*! many problems of foreign policy will have to be considered in this 


38. Statement by the Department of Justice on H. R. 82, supra, note 25, p. 63. The 
Government there stated that the concept of related companies “would apparently give color- 
able legality to contracts which in fact may be expected to be directed toward price control 
and against the production of competitive products. Contracts for the common use by 
several producers of the same trade-mark are inconsistent with the basis of trade-mark law.” 

39. In re Zeiss, Bureau of Customs, Sept. 14, 1951, reported in full, 42 T. M. R. 169. 
According to the most recent information from the Bureau of Customs, the import restrictions 
with regard to Leitz products and Zeiss products are at present enforced in the following 
manner: With regard to E. Leitz & Co., a returning U. S. resident, but no other person, 
may import one “Leica” camera for personal use. In case of Zeiss, any one article may be 
imported by any person entering the United States. A difficult problem will no doubt arise 
some time in the not too distant future when an effort will be made to import into this 
country Zeiss products made by the original Zeiss Works in Jena, Germany, now in the 
Russian zone. 

40. This problem has arisen in most foreign countries as well. The German Trade 
Marks Association (Marken Verband) issued a comprehensive study in December 1949 on 
“The Fate of the German External Trade Marks.” Cf. also “Powers and Policies of the Alien 
Property Custodian Relating to Patents” Geo. Wash. L. Rev. 330; Lafferty, “Should America 
Return Private Germany Property?” (1920), 15 Ill. L. Rev. 79. 

41. The International Chamber of Commerce voted at the Quebec Congress in June 
1949 that German trade-marks should be generally restored to their former owners, but that 
this recommendation should not apply to German trade-marks which have already been dis- 
posed of and now belong in good faith to third parties. According to the Monthly Report 
of the British Trade Marks, Patents and Designs Federation for February 1952, the British 
Board of Trade will recommend early return of former German-owned trade-marks which 
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connection before a final determination can be made. In the meantime, however, 
it is a disturbing anomaly to see the Attorney General, on the one hand, condemn 
abuses of Section 526 in international trade as part of illegal cartel agreements, 
and, on the other hand, condone the most drastic use of the identical provisions 
on the part of another Division of his own Department. 

3. Viewed in this light, the antitrust violations uncovered by the Government 
in connection with abuses of these provisions by international cartels lose some of 
their alleged primary importance. They may not even be as flagrant and direct 
abuses as those which may not infrequently be found in contracts between foreign 
principal and domestic agent. Once a majority of the Supreme Court held in the 
Timken case that trade-mark restrictions were used as part of an international 
conspiracy between independent competitors, these abuses were almost automatically 
relegated to secondary importance and actually incidental to a much broader con- 
spiratorial plan. It should not be overlooked that it was not the Government but 
American Timken who alleged that the alleged unlawful practices were only 
“ancillary to a valid trade-mark license,” thereby trying to make the trade-mark 
agreements one of the basic pillars of defense, while it was the Government which, 
in turn, took the position—and proved it to the satisfaction of a majority of the 
Supreme Court—that the licensing of the trade-mark, including all restrictions 
thereon, was but an incident to a previously conceived international conspiracy 
for world domination through allocation, price-fixing, and other illegal devices. 
As long as the conspiracy and the various business agreements between American, 
British, and French Timken were in existence and adhered to, there was in fact 
little commercial need for ever resorting to the provisions of Sections 42 and 526. 
Nor could there have been an objection to American Timken’s reliance on these 
provisions for the purpose of preventing the importation of spurious goods or goods 


have not become British-owned through sale to a British purchaser. However, it is proposed 
to insist upon the filing of new applications on the part of the former German owners rather 
than to permit direct restoration of the marks to them. Interestingly enough, it is reported 
that German representatives have objected to this latter proposal on the ground that the 
requirement for new registration might lead to a conflict in cases such as that of the Zeiss 
Company, where application for re-registration might be made both on behalf of the original 
firm in the Eastern Zone, even though nationalized there, and on behalf of the Company as 
now set up in the Western Zone, and that possibly the Eastern Zone application might be 
submitted first. The Federation also reports that similar negotiations are presently conducted 
between the West German Government and the Netherlands, and that under a recently con- 
cluded trade agreement between Germany and Argentina, the Argentine Government has 
conceded that German goods imported into Argentina under German trade-marks, which have 
been confiscated and sold by the Argentine Government, should not be subject to any restric- 
tions. In that event, an Argentine purchaser of a formerly German-owned trade-mark, 
which is again used by its former German owner, may be faced with competition from the 
German owner similar to that which the American purchaser of the “4711° trade-mark 
encountered after the first world war. See infra, notes 44, 45. In England, the Court held 
in the recent case of The Gardinol Chemical Company, 67 R. P. C. 95 (1950), that the 
formerly German-owned trade-mark should not be cancelled upon application of the British 
representative of the former owner on the ground of abandonment, because the nonuse on 
the part of the latter was caused by war conditions and the former should not be permitted 
to take advantage of his own infringement of the German mark by alleging that he had 
built up substantial good will in the mark, thereby depriving the mark of its original signifi- 
cance. A decision by the Court in the Manus case (Aktiebolaget Manus v. R. I. Fullwood @& 
Bland, Ld., 65 R. P. C. 329 (1948)), while not involving a German but a Swedish trade- 
mark, reached a similar result in favor of the foreign licensor. This decision was affirmed 
by the Court of Appeal, 66 R. P. C. 71 (1949). Cf. also, Kerly, Law of Trade Mark and 
Trade Names, 7th ed. (1951), p. 725, “Enemy Trade Marks.” 
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made by its foreign affiliates without the supervision and control of American 
Timken. It must be remembered that use of a trade-mark by an uncontrolled 
licensee is not a violation of the antitrust laws but of basic principles of trade-mark 
law,*? since the mark ceases under such circumstances to indicate uniform origin 
and ownership from a quality guaranty point of view and the Antitrust Division 
has never indicated that it would not protect the trade-mark owner in the exercise 
of this legitimate right as now recognized in Section 5 of the Lanham Act. The 
real aim of the Government in the Timken case and other similar cases was to 
compel fortherly independent foreign competitors indirectly—since there may be 
no direct jurisdiction over them—to resume competition with the U. S. manufacturer 
through the use, inter alia, of an additional trade-mark by either the American or 
the foreign parties to the combination. As the above-quoted ruling of the Com- 
missioner of Customs in the Jensen case shows,** it does not require the existence 
of an international conspiracy to limit the applicability of Sections 42 and 526 to 
factual situations which, from the point of view of trade-mark law reflect the pro- 
tection of a legitimate and commercially desirable interest. Even individual agree- 
ments between principal and agent or foreign exporter and U. S. importer may run 
afoul of the Antitrust laws where the recordation of trade-marks is not used as an 
ancillary measure to support an otherwise valid agreement, but is used as an in- 
strument to further an illegal objective resulting in complete elimination of all 
competition in the importation of the trade-marked product. 

While not immediately pertinent to the subject matter of this paper, it may, 
perhaps, be mentioned that in the disposition of former German-owned trade- 
marks, the Office of the Alien Property Custodian apparently leaves it to other 
Government agencies or to the purchaser of such trade-marks to be concerned about 
the possibility of deception that may arise from continued use of the marks in the 
absence of knowledge of the secret formula under which the product was made 
in Germany and may again be sold all over the world. Trade-mark owners and 
lawyers still remember the fate of the famous trade-mark “4711,” which had been 
“sold” with the American business to the former representative of the German 
manufacturer after the first world war.44 The purchaser, however, acquired no 
knowledge of the secret formula underlying the most famous “4711” product. 
Subsequently, the German manufacturer resumed trade with this country so that 


42. Shniderman, “Trade-Mark Licensing—A Saga of Fantasy and Fact” (Spring 1949), 
14 Law & Contemp. Prob. 248. Typical is the case of Broeg v. Duchaine, 319 Mass. 711, 
67 N. E. 2d 466 (1946), where the Supreme Judicial Court of Massachusetts said: “One 
who has developed a trade-mark as a guaranty of the quality of his merchandise should not 
be permitted to license its use apart from his business to those who may sell an inferior 
product. The granting of the licenses here was not incidental to the sale of the plaintiff’s 
business or of any merchandise that she manufactured or sold. So far as appears, the defend- 
ant was merely given licenses to use the trade-mark on bread and doughnuts that he sold 
regardless of their source. It was not transferred in conjunction with any patented process 
or secret formula . . . There was nothing in the licensing agreements that required that 
the bread or doughnuts sold by the defendant conform to any fixed standards. The defend- 
ant apparently was at liberty to affix the trade-mark to any bread or doughnuts that he 
chose.” Id. pp. 713, 714. Cf. also, Taggart, ““Trade-Marks and Related Companies: A New 
Concept in Statutory Trade-Mark Law,” 14 Law & Contemp. Prob. 234. 

43. Supra, note 33. 

44. Muhlens & Kropff, Inc. v. Ferd. Muehlens, Inc., 43 F. 2d 937 (2d Cir. 1930), cert. 
denied 282 U. S. 881 (1930). 
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suddenly two “4711” products were on the American market, the authentic German 
product and the product offered by the buyer of the American business. In a famous 
decision, the C. C. A. 2d held that 


“assignment of the recipe is essential to give the assignee the exclusive right to a 
mark which denotes a product manufactured thereunder. Otherwise the public will 
be unable to procure the genuine product under the name by which it has always 
been known. The law affords trade-mark protection to a merchant in order that 
prospective customers may not be lured away by one who counterfeits his goods. 
Those who insist upon the genuine 4711 eau de cologne are not prospective customers 
of the plaintiff, for he cannot supply it. On the whole we think the plaintiff should 
not be protected in the use of a mark which he can himself use only deceptively.”45 


Despite this precedent, the Alien Property Custodian only a few weeks ago again sold 
the American business, although the secret formula is still unknown in this 
country and competition by the original German owner has either been resumed 
or may soon be expected. It is true that the Alien Property Custodian, in the 
prospectus offering the shares to the public, made some passing reference to the 
previous litigation. The prospectus states: 

“No opinion is expressed herein as to whether the court opinions rendered in said 

litigation would be followed by the courts at the present time or as to the bearing 

of subsequent events thereon. Nor is any opinion expressed herein as to whether 

the use of ‘4711’ trade-mark and related trade-marks for the past 10 years in con- 

nection with goods produced under the Company’s American formulae, under the 

circumstances referred to under ‘History and Nature of Business,’ has served to 

eliminate the original secret formulae, which supposedly may still be held by the 

House of Muehlens, as an element of trade-mark significance in the United States 

with respect to the ‘4711’ trade-mark. Prospective bidders are advised that no 

authoritative statement concerning this aspect of the status of the trade-mark ‘4711’ 

can be offered at the present time, and nothing in this Prospectus should be con- 

sidered as a representation, warranty or guarantee as to the right of the Company 

to prevent sale under the trade-mark ‘4711’ or related trade-marks of products which 

are made under the original secret formula and which were identified with such 

trade-mark and secret formula prior to World War II.”46 


It may be conceded that this time the buyer of these shares is at least put on 
notice that the right to the exclusive use of the most valuable trade-mark included 
in the sale is beclouded and may very likely be the source of renewed litigation 
if and when the German manufacturer of the original product will reassert his right 
to import the genuine product into the United States. 


III. TrapeE-MarKsS AND THE Export ANTITRUST CODE 


a) The Webb-Pomerene Act*’ 


While the concept of a special “antitrust code” for import was rarely men- 


45. 43 F. 2d 937, at p. 939. 

46. Office of Alien Property, Department of Justice, Prospectus re Sale of 1,000 Shares 
of Common Stock of Ferd. Muehlens, Inc., a New York corporation, “History and Nature of 
Business,” p. 11. 

47. 40 Stat. 516 (1918), 15 U. S. C. 61 (1948). With regard to recent antitrust 
developments under the Webb-Pomerene Act, cf. Diamond, “The Webb-Pomerene Act and 
Export Trade Associations” (1944), 44 Col. L. Rev. 805. 
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tioned as such until Judge Jerome Frank referred to it in his dissenting opinion 
in the Adams-Mitchell case,** it has, of course, never been doubted since the enact- 
ment of the Webb-Pomerene Act in 1918 that special statutory rules govern the 
conduct of those United States groups who are engaged in the export trade. It 
was thought at the time of the enactment of the Webb-Pomerene Act that exporters, 
particularly of the small business type, would be unable to compete in foreign markets 
unless they were permitted to pool their interests or form export associations for 
the avowed purpose of enabling them, through cooperative efforts and through 
regulation of prices and allocations actively to compete with foreign competitors in 
the latter’s own territories. Interestingly enough, the Webb-Pomerene Act includes 
four significant exceptions: 

1. Price-fixing and other activities of Webb associations become illegal and 
subject to prosecution whenever it can be shown that they also restrain trade within 
the United States. 

2. The activities of the Webb association must not be such as to restrain 
trade of any particular American exporter who is not a member of the association. 

3. The export association must not resort to any practices which directly or in- 
directly raise or lower the prices in the domestic market. 

4. Webb associations are not permitted to enter into cartel agreements with 
similar groups or individuals in foreign countries. 


This is not the place to discuss the much-debated question whether the under- 
lying policy of the Webb-Pomerene Act, viewed in the light of present day condi- 


tions and particularly in the light of the overwhelming importance of the American 
export trade in the international field, should be considered outdated or, at least, 
in need of basic changes.*® There seems to be considereable merit, however, in the 
arguments of those who point out that today this special antitrust code for American 
exporters is in logical and practical conflict with our Government’s foreign policy 
as expressed in the Havana Charter and as reflected in our various agreements with 
foreign nations under the Economic Cooperation Act. The great majority of these 
E. C. A. agreements®® not only contain covenants outlawing restrictive business prac- 
tices of the type which the Webb-Pomerene Act sanctions for use by export associ- 
ations, but also include agreements on the part of the contracting nations not to 
extend patent, trade-mark and copyright rights to matters not within their scope. 

It is somewhat discomforting to learn that in countries presently occupied by 
our forces and elsewhere, our Government’s sincerity in promulgating a program 
eliminating international trade barriers is occasionally questioned as the result of 
references to “cartel” agreements, which are sanctioned under our own Webb Act, 
in favor of American export associations, while in conflict with our general interna- 
tional trade policy.*! 


48. Supra, note 18. 
49. Cf. the excellent recent note, “Webb-Pomerene v. Foreign Economic Policy (1951), 


99 U. of Pa. L. Rev. 1195. 

50. For specific references to the various E. C. A. agreements containing provisions of 
this type, see ibid. 1208. 

51. Testimony of John S. Stedman, Hearings before the Special Committee on the 
Study of Monopoly Power on H. R. 5041, 81st Cong. 2d Sess., p. 176, quoted supra, note 49, 
vo. 1211. 
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b) Trade-Mark Problems of Individual Exporters 


The problems which American exporters face with regard to protection of their 
trade-marks in foreign countries are, of course, much more complex and difficult 
than those with which the U. S. distributor or importer is confronted, since, for the 


purpose of trade-mark protection abroad, little assistance can be found in our own 


registration statutes and reliance must be placed on the trade-mark laws of foreign 
countries in conjunction with the limited protection available to United States 
citizens under those international trade-mark conventions which have been ratified 
by the United States. Consequently, the Government should be hesitant to inter- 
fere, for antitrust reasons, with protective trade-mark practices which are necessary 
to insure established American trade-marks against piracy in other countries. Despite 
the international trade-mark conventions,°? U. S. trade-mark owners continue to 
be harrassed in those countries in which the first registrant, rather than the first 
user, is considered the owner, by attempts of local pirates surreptitiously to secure 
registrations of well-known U. S. marks before the trade-mark owner’s export business 
may have extended to that particular country. The difficulties with which an 
American exporter is faced were drastically illustrated in such cases as, for instance, 
Luft v. Zande, etc.,°* which, unfortunately, the Supreme Court refused to review. 
It was there held by the Court of Appeals that the owner of the registered trade-mark 
‘“Tangee” was not entitled to equitable relief against a competitor in our own country 
with regard to use of the infringing mark in those foreign countries in which the 
defendant had managed to get local registrations of the ‘“‘Zande” trade-mark first, 
although the court emphasized that it considered the defendant a deliberate infringer 
and unfair competitor in all other areas. The result was that the plaintiff manu- 
facturer was unable to protect his trade-mark rights in all those countries in which 
the defendant had acquired prior local rights under their respective registration 
statutes.°* It is a matter of primary importance for a United States manufacturer 


52. The United States has ratified the Convention of the Union of Paris of March 20, 
1883, for the Protection of Industrial Property, as last revised in London, June 2, 1934, and 
the General Inter-American Trade-Mark Convention, signed at Washington, February 20, 
1929. See also, Halliday, “Inter-American Conventions For Protection Of Trade-Marks,” 
28 Canadian Bar Review 609; 32 Journal of the Patent Office Society 661 (1950). 

53. Geo. W. Luft Co. v. Zande Cosmetic Co., 142 F. 2d 536 (2d Cir. 1943), cert. 
denied 323 U. S. 756 (1944). 

54. In the most recent case of Bulova Watch Co. v. Steele, 92 U. S. P. Q. 266 (5th 
Cir., decided February 1952), a majority of the court reached a result contrary to the Luft 
case and most encouraging to U. S. trade-mark owners. It was there held, over a strong 
dissent by Judge Russell, that the Bulova Watch Co., although unable to cancel a registration 
which the defendant had managed to secure in Mexico, could enjoin the defendant from 
selling “Bulova” watches in Mexico not originating with the plaintiff, despite the fact that, 
according to Mexican law, the defendant was apparently not considered an infringer. Since 
the defendant operated from Texas and was, therefore, subject to the jurisdiction of the 
court, it was held that, in the exercise of this jurisdiction over the person, defendant’s activities 
in Mexico, based on the Mexican registration of the word “Bulova,” could be enjoined. 
Speaking for the majority, Judge Rivers said: “For the United States to exercise its juris- 
diction over one of its own nationals involves no conflict with the sovereignty of the Republic 
of Mexico.” Ibid. at p. 270. Judge Russell, on the other hand, accused the majority of 
permitting their personal opinions of and distaste for unfair competition to lead them into 
“fundamental errors.”’ Judge Russell further said: “That which the sovereign has authorized 
and judicially confirmed cannot, when the acts are performed wholly within the territorial 
limits of such sovereign, be properly declared illegal and subject to injunction by our 
Courts merely because the perpetrator of such acts is an American citizen and in person 
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to so conceive his export trade-mark policy at the very outset as to protect himself 
to the greatest possible extent against potential loss of his trade-mark rights before 


the first shipment or even advertisement may have reached the foreign country. It 
would indeed be regrettable if, in addition to these difficulties, the trade-mark owner 
would run afoul of our antitrust law by resorting to those protective and organiza- 
tional devices which our own trade-mark statute and the international conventions 
as ratified by the U. S. permit and encourage.®> It is not believed that either the 
Timken case or any other adjudicated case casts doubt upon the right of an 
American manufacturer to promote his foreign trade and protect his trade-mark 


internationally by taking any one of the following steps: 

1. He may appoint an exclusive agent or distributor in a foreign country, 
authorizing him to register the trade-mark in the latter’s name, where that is per- 
mitted under local law. This policy should be discouraged for two practical reasons: 
The local agent may build up what the British call a “vending” good will®® to such 
an extent as to be able to assert at a subsequent time that in his particular country 
the trade-mark has come to indicate his own business good will exclusively. Further- 
more, experience has shown here and abroad that if, for any reason, the agency 
relationship terminates or the agent proves to be disloyal, it becomes a matter of 
great difficulty for the principal to reassert his right in the registered trade-mark.*7 

2. He may separately assign all rights in the good will and trade-mark for 
one or more foreign countries. Such territorial assignments are not only recognized 
as a matter of domestic law under Section 10 of the Lanham Act, but they have 
also found international recognition in the last revision of the Paris Convention at 
London, which has been ratified by the United States. Article 6 quater sanctions 
such territorial assignments, unless a deception of the public may result therefrom.** 


subject to the jurisdiction of American Courts.” In view of the conflict between this decision 
and the majority decision in the Luft case, it may well be that the U. S. Supreme Court 
will finally review this question. 

55. Difficulties are frequently incurred where attempts are made in foreign countries 
to misappropriate names which are considered generic terms in the United States. Thus, 
efforts have been made recently to register generic terms such as Cortisone, or closely similar 
terms, in certain foreign countries. Indeed, it happens occasionally that American exporters 
try to resort to such a scheme in order to take undue advantage over their domestic com- 
petitors. Thus, some year ago, an exporter of apples succeeded, in Argentina, in registering 
numerous generic names for apples and, as a result of such surreptitious registration, warned 
his U. S. competitors not to export apples under those names to Argentina. It was only 
after a complaint was filed against him by the Federal Trade Commission that he aban- 
doned any rights in the registrations, without actually contesting the case even before the 
Commission. In the Matter of Edmond Waterman, et al., F. T. C. Docket 1481 (1927). 

56. With regard to the old distinction between vending good will and manufacturing 
good will, see the House of Lords’ decision in Lacteosote, Ltd. v. Alberman, 44 R. P. C. 211. 
The entire problem from the British point of view and considering developments since the 
new British Trade-Marks Act of 1938, is discussed in an interesting paper by S. E. Chisholm, 
“The Legal Aspect of Trade-Mark Assignments, Licenses and Registered-User Agreements,” 
published in Transactions of the Chartered Institute of Patent Agents, Vol. 68 (Session 1949- 
50), p. 78. 

57. Supra, note 34. Cf. also the recent decision by the Court of Appeal in the Manus 
case, supra, note 41. 

58. The need for international recognition of territorial assignments was stressed by 
the American Group of the International Association for the Protection of Industrial Prop- 
erty as early as 1932, and emphasized even more strongly in the Report of the British Board 
of Trade, of 1934, which served as the foundation for the liberal provision of Section 22 
of the Act of 1938. Cf. also the even earlier report by the late E. S. Roger to the Inter- 
national Law Association in 1930, reported in the U. S. Trade-Mark Bulletin, 1930, p. 231, 
which included similar recommendations. 
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3. He may register the mark in his own name and at the same time give an 
exclusive or nonexclusive license to a local manufacturer, provided he retains suffi- 
cient supervision and control over the quality of the product so as to preserve the 
integrity and identity of the trade-marked product. 

While the Government, in its brief in the Timken case,°9 included a broad attack 
on the institution of trade-mark licenses in general, this was, in effect, only an effort 
to refute one of Timken’s primary defenses, viz., the allegation that the trade 
restraints involved were but ancillary to a valid trade-mark license. There is nothing 
in Mr. Justice Black’s majority opinion which would cast doubt upon the principle 
that under present foreign trade conditions and subject to reservation of adequate 
control, trade-mark licensing is a legitimate device (unless it were used as a cloak 
to cover up an international cartel agreement dividing up the entire world, as found 
by the majority in the Timken case). The validity of trade-mark licensing has found 
complete statutory recognition in Section 5 of the Lanham Act, which provides that 
use of the mark by a licensee shall inure to the benefit of the licensor. Upon the 
suggestion of the Department of Justice, Section 5 was amended so as to cover only 
“legitimate” use by related companies, thereby making it possible for the Government 
to attack international combines in which the licensing of a trade-mark may play an 
incidental role.©° In Great Britain and other countries which have passed similar 
legislation (India, Australia, and South Africa) ,*! licensees may now be registered 
as “registered users” and enjoy protection even beyond that available to licensees 
under the Lanham Act of 1945. The Paris Convention, in its London review, 
includes a specific provision for simultaneous use of the same trade-mark by joint 
owners.®2 ‘Trade-mark licenses have found even more direct recognition in Article 
11.2 of the Inter-American Convention of 1929, which provides that “the use and 
exploitation of trade-marks” may be transferred separately for each country. Section 
5 of the Lanham Act was in part an effort to bring our own trade-mark law into 
accord with our obligations under these international treaties. According to Section 
45 of the Act, it was one of the purposes of the new act “to provide rights and reme- 
dies stipulated by treaties and conventions concerning trade-marks, trade names 
and unfair competition, entered into between the United States and foreign nations.” 

It cannot well be doubted, therefore, that the granting of a trade-mark license 
to a foreign subsidiary or to an independent distributor in a foreign country cannot 
—without more—constitute a violation of the antitrust laws. 


59. Brief for the United States, D. C. N. D. Ohio, supra, note 26, p. 216, et seq. 

60. Congressional Record, June 14, 1946, p. 7026. 

61. Trade-Marks Act of 1938, Section 28; Trade-Marks Act of India of 1940, Section 
39; Australian Trade-Marks Act of 1905-1922, as Amended by Act No. 76, 1948; Union 
of South Africa, Patents, Design and Trade-Mark Amendment Act, 1947. Only Canada has 
not yet provided for “registered users.” An excellent discussion of the “registered user” pro- 
vision and its background may be found in Stanley D. Rose, “Registered-User and Trade- 
Mark Licensing in Great Britain” (1950), 11 Fed. B. J. 1. 

62. Article 5(c)(3). The American Group of the A. I. P. P. I., the International 
Law Association, the International Chamber of Commerce, and other groups have submitted 
proposals to broaden this provision so as to make it applicable not only to joint owners but 
to related companies in general. See 1950 Committee Reports of the American Branch 
of the International Law Association, p. 42. Article 11 of the General Inter-American Con- 
vention at Washington in 1929 presently provides for separate use and exploitation of trade- 
marks in each Convention country. 
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4. He may, of course, decide not even to appoint a foreign licensee or form 
a foreign subsidiary, but set up his own department or division as suggested by Mr. 
Justice Jackson in his dissenting opinion in the Timken case.®? In that event, the 
now accepted doctrine of the Supreme Court, that there may be an illegal con- 
spiracy under the antitrust laws even between parent and subsidiary®* would find 
no application and this particular problem, which figured so prominently in the 
Timken case, would not arise. 

5. Where the product involved is protected by a United States patent, the 
American licensor may, at least for the time of the duration of the patent, provide 
that the licensee shall be excluded from manufacturing or selling in the United 
States.°° Only where the patent license agreement would cover territory outside the 
orbit of the United States patent, could the question of illegality under the antitrust 
laws be raised.®® 

6. The question may be asked whether, in the absence of a world-wide inter- 
national combine such as found in the National Lead case,®" in the Timken case and 
in several cases which were terminated by consent decree, an individual exclusive 
and reciprocal license agreement for the exploitation of an unpatented article under 
a U. S. trade-mark in a foreign country may be held in violation of the antitrust 
laws, if it were indefinite in duration? While there is no decision of the Supreme 
Court on this point, it would seem safe to assume that such individual agreements 
should be upheld as ancillary to a valid trade-mark license, since, contrary to the 
Timken case, the license agreement would, in such a situation, be the central point 
to which a reasonable territorial restriction would be ancillary in the sense that it 
would be legitimate and necessary for the trade-mark owner not to invite competi- 
tion with himself in his own territory. If an American manufacturer would exercise 
his right under Section 5 of the Lanham Act and under the International Conven- 
tions to exploit the good will in a newly created trade-marked product with the 
assistance of a foreign licensee, it would certainly seem anomalous if the exercise of 
these rights would, at the same time, automatically constitute an infraction of the 
antitrust laws. Any such interpretation would seriously impair the already exceed- 
ingly difficult task of an American manufacturer efficiently to exploit his know-how 
and trade-mark rights in foreign countries. 


c¢) Trade-Marks and International Cartels. 


1. The Device of an “Additional” Trade-Mark. 


The principal features of the Timken case and similar cases go far beyond the 


63. 341 U. S. 593, at p. 607. 

64. United States v. Yellow Cab Co., 332 U. S. 218 (1947); Schine Chain Theatres, 
Inc. v. United States, 334 U. S. 110 (1948); Kiefer-Stewart Co. v. Seagram & Sons, 340 
U. S. 211 (1951); The Lorain Journal Company et al. v. United States, 342 U.S. 143 (1951) ; 
cf. also Kramer, “Does Concerted Action Solely Between a Corporation and Its Officers 
Acting on Its Behalf In Any Reasonable Restraint of Interstate Commerce Violate Section | 
of the Sherman Act?” (1951), 11 Fed. B. J. 130. 

65. Wood and Johnson, “Patents and the Antitrust Laws” (1950), U. of Ill. Law 
Forum 544 (Winter 1950). 

66. Ibid., p. 561, et seq. 

67. United States v. National Lead Co., 63 F. Supp. 513 (1945), mod. and affd. 
332 U. S. 319 (1947). 
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just-mentioned legitimate practices. Oppenheim, in his previously-mentioned 
study,°* rightly emphasizes that “within this range of their legitimate functions,” 
trade-marks are not inherently an antitrust problem. According to Professor Op- 
penheim: 
“Marks breed antitrust only when they are misused through contractual arrangements, 
combinations, conspiracies, or other arrangements which create restrictions upon 
competition of unreasonable scope and not ancillary to the protection of the property 
in the good will of the mark. Absent a finding that a mark is being misused to 
undermine the antitrust laws, the courts should avoid use of the word ‘monopoly’ or 
‘collusion’ as mere catch words. Such a danger can be averted by judicial insistence 
upon proof of genuine antitrust misuse of marks.’’69 
In international cartel cases, trade-mark rights are not merely used as a basis of 
furthering and building up the trade-mark owner’s own foreign trade, but may be 
one of several incidents of an international conspiratorial agreement between most 
of the major manufacturers of a particular product or line of products to dominate 
the entire world trade by pooling their interests, allocating territories, and eliminat- 
ing outside competitors. It may well be said that the actual final decision of the 
Timken case and its primary significance trade-markwise was not so much an affirm- 
ative challenge of trade-marks as it was a negative holding to the effect that an 
international combine cannot be considered legal because one of its incidents and 
instrumentalities may be a patent or trade-mark. It is significant that the trial judge 
in the Timken case, who had held the antitrust violation sufficiently severe to justify 
divestiture relief with regard to the stockholdings of American Timken in British 
and French Timken, did not grant the Government the specific “trade-mark relief” 
which the latter had sought.7° Pending the issuance of a final decree in the General 
Electric case,"4 involving the trade-mark “Mazda,” no contested adjudicated anti- 
trust proceeding has yet resulted in a court decree after trial in which the respond- 
ent was held to have lost the trade-mark as a result of antitrust violations or that 
the mark had fallen into the public domain. The most far-reaching trade-mark 
relief thus far decreed is found in the consent decrees in the “SKF’7? and Per- 
mutit’’?® type of cases, in which the respondents agreed to adopt an “additional” 
trade-mark for export purposes into those foreign areas in which our export trade 
had been held restrained or eliminated. In the Timken case, no such mandate 
issued. In its prayer for special trade-mark relief, the Government went no further 
than to ask the Court to decree adequate measures for breaking up of the “Chinese 
wall” which American Timken had erected against imports of “Timken” products 
produced by the co-conspirators abroad. The aim sought to be achieved was to 
render trade in “Timken” antifriction bearings “free of any threat of Customs or 


68. Supra, note 4. 

69. Ibid., p. 17. 

70. Plaintiff’s proposed final judgment, Civil No. 24214, Point VII(c) and Points 
X, XI, and XII. Since the Government obtained most of the relief asked for from the 
trial judge, including the decree of divestiture, it took no appeal from the denial of the 
trade-mark relief sought in the proposed judgment, and no problem of trade-mark relief is 
discussed in the opinion of the U. S. Supreme Court. 

71. United States v. General Electric Co., 82 F. Supp. 753 (D. C. N. J. 1949). 

72. Supra, note 2. 

73. Ibid. 
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unfair competition proceedings by foreign producers and distributors of bearings.”74 
Since, obviously, the Court had no direct jurisdiction over British Timken and 
French Timken so as to compel them to use an additional trade-mark for products 
destined for ultimate importation into the United States, the Government limited its 
prayer for relief in this regard by suggesting that the defendant American Timken 
propose a plan whereby the confusion of the American public would be avoided 
once the products of British Timken or French Timken could be freely imported 
into the United States under the “Timken” trade-mark. “The defendant is in the 
best position to determine the necessary steps to be taken to undo a situation of its 
In th SKF case, on the other hand, and other similar instances of 


9975 


own making. 
consent judgments, the final judgment went somewhat further. The American 
respondent was directed to adopt an “additional” trade-mark which was to be sepa- 
rate and distinctive from the existing mark, was not to contain the letters “SKF” 
and was to be used for export purposes except in connection with purchases made 
by the affiliates and established distributors of its own Swedish parent company. 
It is obvious, of course, that our courts would hesitate a long time before holding, 
as they have been asked to do in numerous antitrust proceedings involving misuse 
of patents by the American participants in international cartels,7® that an American 
trade-mark owner should dedicate his well-known trade-mark to the public; nor 
has the Government ever asked for such drastic relief, which would only result 
in confusion on the part of the American public and in the loss of invaluable good 
will built up within the United States. Indeed, our country’s leading Government 


experts on antitrust law enforcements have expressed considerable hesitation even 
with regard to recommending the compulsory adoption of “additional” trade- 
marks. John C. Stedman, while still associated with the Department of Justice, said 


in this respect: 


“A requirement that one or the other, or both, substitute a new mark for the one 
he has previously been using has the advantage of eliminating the possibility of 
confusion between the goods of the competitors—an important consideration. It 
creates problems, however, if one is required to substitute a new mark only in the 
areas of competition, but is permitted to continue to use the old one in areas where 
competition does not arise. Such a solution would require the different marking 
of goods depending upon their ultimate destination, whereas the ultimate destina- 
tion may not be known at the time the marking takes place. Furthermore, undesirable 
limitations are imposed upon intermediate buyers who may be precluded from resell- 
ing in certain areas depending upon the mark affixed to the article. Problems also 
arise with respect to advertising. Advertising frequently transcends national borders 
as does the good will connoted by a company’s mark. Again, the expense involved in 
a substitution program may be serious, although it may be suggested that the very 
nature of such a program is such that much of the expense incurred in the process 
of notifying the public of the substitution may properly be chargeable as an adver- 
tising cost. Finally, the lively question arises as to which of two conflicting users 
should be required to make a substitution.”77 


74. Plaintiff’s Brief in Support of its proposed final judgment, supra, note 70, p. 24. 

75. Ibid., p. 26. 

76. Supra, note 67. Cf. also, Oppenheim, Cases on Federal Antitrust Laws (1948), p. 
799, et seq. 

77. Stedman, op. cit. supra, note 8, pp. 169, 170. 
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Stedman suggests that the alternative solution permitting each party to continue 
use of the same mark with a clear identifying statement of source might be a less 
drastic but, at the same time, adequate remedy. Even Timberg, who, as Chief of 
Judgments and Judgment Enforcement Section of the Antitrust Division, had a 
vital part in formulating the final decrees in the Timken, SKF and other cases, 
in a scholarly article on this subject expressed the same reluctance to resort to the 
device of an additional trade-mark for export purposes. He said: 
“One may ask: Why cannot the American firm use another trade-mark for its export 
business? The answer lies both in the distribution procedures and in the technology 
of the industry involved. In some cases, such as ball bearings and storage batteries, 
the trade-mark is actually stamped into the metal of the product, so that expensive 
re-tooling operations might be involved. In practically all cases the entire promo- 
tional and distributional system of a firm is geared to one or two trade-marks. 
Advertising is international in scope, and one of the great advantages of having a 
single trade-mark is the intrinsically multilingual and universal character of the mark. 
To duplicate, for an entirely new mark, the advertising, packaging, and handling 
expenses and the lengthy development period that went into establishing the good 
will behind an old and established mark would place the company at a great com- 
petitive disadvantage. Furthermore, in many cases, debarment from the use of the 
trade-mark that has world-wide acceptance over a long period of years (so that it 
has almost become generic) may be a well-nigh insuperable economic hazard.”78 
It is not surprising then that thus far at least the use of additional trade-marks for 
export purposes has been decreed only in those few cases in which the American 
cartel partner voluntarily submitted to such procedure by consent decree. 


2. The Question of “Per Se” Violations in Foreign Trade 


Apart from the intricate problem, in what form trade-mark relief should be 
granted in situations involving illegal international cartel agreements, the pre- 
dominant significance of the Timken decision does not lie in the trade-mark field 
but in its bearing upon the applicability of certain fundamental antitrust concepts 
to combinations involving the foreign commerce of the United States. Thus, one 
of the crucial issues of that case, clearly brought out by a comparison of the 
majority opinion with the two dissenting opinions, was the problem whether the 
concept of per se illegality of territorial division, of price restrictions and other 
devices, should be automatically applicable in case of combinations concerning 
foreign trade, or whether the complexities of international trade may not suggest 
the application of a modified rule of reason even with regard to these practices. 
As pointedly stated by Mr. Justice Frankfurter in his dissenting opinion: 

“When as a matter of cold fact the legal, financial, and governmental policies 
deny opportunities for exportation from this country and importation into it, arrange- 
ments that afford such opportunities to American enterprises may not fall under the 


ban of a fair construction of the Sherman Law because comparable arrangements 
regarding domestic commerce come within its condemnation.”79 


Perhaps even more important, the question may be asked whether the doctrine, 
now well established by the Supreme Court in cases involving domestic antitrust 


78. Timberg, op. cit. supra, note 1, p. 333. 
79. 341 U. S. 593, at pp. 605, 606. 
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violations, which holds parent companies and their own subsidiaries capable of 
conspiring with each other,®° should be held automatically applicable to agree- 
ments between the United States parent companies and their foreign subsidiaries 
or vice versa. The economic realities of foreign trade may justify the application 
of a rule of reason in this respect, even though the majority opinion in the Timken 
case appears absolutely to bar such attempted economic justification. It may be, 
to use Mr. Justice Jackson’s words,*! that more foreign trade would be restrained 
than freed, if such inflexible standards were generally applied in passing upon the 
most difficult problems of our modern international economy. 


3. Consent Decrees, Trade-Mark Relief and Foreign Cartel Participants 


The most perplexing problem both for the Government and for American 
corporations accused of participation in international cartels arises in those cases 
in which the United States defendant submits to a consent judgment which may 
have no binding effect on those foreign participants who many have financial 
and other claims against the American concern. This may present a difficult 
enough problem for the Government even in cases involving consent decrees con- 
cerning domestic multipartite agreements in which it appears impractical, if not 
indeed impossible, to make all parties involved or affected subject to the consent 
judgment. The difficulties multiply, however, if the consent judgment is signed 
only by an American defendant without being recognized by his foreign affiliates 
or contract partners. An American defendant may well hesitate in such a case to 
submit to a consent judgment declaring certain international contracts illegal, un- 
less he can at least feel assured that the declared illegality of the contract would 
protect him against claims based on the terms of that very same agreement by 
one or more foreign parties to the contract. Unfortunately, the only adjudicated 
case on this particular point would seem to invite a feeling of considerable dis- 
comfort and anxiety rather than an attitude of assurance with respect to the all- 
embracing effect of a consent judgment. In the “Bayer” case,®* the Antitrust 
Division sought to invalidate the type of international cartel agreement involving, 
inter alia, a territorially divided use of the famous trade-mark “Bayer.” The 
agreement had been entered into between Sterling Drug Company on the one 
hand and the German I. G. Farben concern on the other, and was in all important 
elements (including the trade-mark aspects) closely similar to the type of agree- 
ment involved in the Merck case** and the recent Timken case. It provided, 
among other things, that Cuba was to be territorially reserved to the U. S. party, 
which in turn promised to pay the German concern royalties in exchange for the 
privilege of having exclusive rights in the “Bayer” product in Cuba. At the time 
when the Government instituted the proceeding, the German concern had assigned 
all its rights to the profits under this agreement to General Aniline Works, an 
American subsidiary of I. G. Farben, which subsequently, by merger, became General 


80. Cf. cases, supra, note 64. 

81. 341 U. S. 593, at p. 608. 

82. United States v. The Bayer Company, supra, note 2. 
83. United States v. Merck & Co., Inc., et al., supra, note 2. 
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Aniline & Film Corporation, Inc. Before the signing of the consent decree in 1941, 
Sterling Drug Company, which had acquired all the assets of the original Bayer 
Company in the United States, had paid over half a million dollars to General 
Aniline Works as royalties for the use of the name “Bayer” in Cuba. In the 
consent decree secured by the Government against Bayer and Sterling,** the agree- 
ment was adjudged to be illegal and Sterling was prohibited from paying to 
I. G. Farben or its successors any royalties for profits made in Cuba pursuant to 
the agreement. However, neither I. G. Farben nor General Aniline Works was a 
party to the proceeding. In 1946, General Aniline & Film Corporation instituted 
an action in the New York State court, which is still pending at the time of this 
writing, seeking damages in the amount of one million dollars, which amount, 
according to the complaint, had been collected in royalties in the Cuban territory 
since 1941. When the defendants in the State court action set up the consent 
decree signed by them in 1941 as a complete defense to the action, the New York 
State court held that this defense should be stricken as insufficient in law on the 
ground that the plaintiff, General Aniline, had not been a party to the antitrust 
proceeding. The theory of Judge Hecht’s decision in holding this defense in- 
sufficient was that the foreign cartel partner, who had not been a party to the 
proceeding which was terminated by the consent decree, would be deprived of 
his opportunity to meet the defense of illegality if that defense were sustained by 
the State court and that such a result would be “repugnant to the Court’s elemental 
sense of justice.”°° The defendant Sterling then took an appeal to the Appellate 
Division, which, after more than six years, is still pending. This case does not only 
point out the hazards which the signatory to a consent decree involving an inter- 
national cartel agreement may unexpectedly encounter, but it becomes an utterly 
amazing and unique precedent—although it is hoped that it will never be used 
as such—when it is further considered that the plaintiff in this still pending 
State court action is no one else than our Government itself, which, through the 
Alien Property Custodian, i.e., the Attorney General of the United States, owns 
and controls the entire stock of General Aniline. As a matter of fact, General Aniline 
is probably the most prosperous business venture in which the Government is 
engaged at the present time. We thus have the paradox that one Division of the 
Department of Justice, after having secured a consent decree against Sterling 
Drug invalidating an illegal international cartel agreement, now finds itself con- 
fronted with the necessity of taking legal action against the other party to the same 
cartel agreement which, although owned and controlled by another Division of 
the same Government Department, takes the position until the present day that 
it is not bound by the consent decree and still entitled to the fruits which would 
have accrued to it under the illegal agreement, if Sterling Drug had continued to 
live up to the terms thereof. In order to find a solution to this embarrassing con- 
troversy between two Divisions of the same Government Department, the Anti- 


trust Division has recently been compelled to apply in the federal district court, 


84. United States v. The Bayer Company, supra, note 2. 
85. General Aniline & Film Corp. v. Bayer Co., 188 Misc. 929, at 932 (N. Y. S. Ct. 
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which had issued the consent judgment, for leave to summon General Aniline as 
an additional party defendant and to serve—ten years after the decree was issued 

a supplemental complaint on General Aniline, which had never moved in the 
Appellate Division to dismiss the State court action. Only a few weeks ago, the 
District court granted the Government’s motion as a necessary measure “to pro- 
tect its own former decree.”’°® The Government alleged in this new ancillary pro- 
ceeding that General Aniline (i.e., for all practical purposes, the Office of the 
Alien Property Custodian) interfered with the former consent decree and that a 
decree should issue compelling General Aniline to discontinue the State court action. 
Thus, we have here not only an inter-Governmental but an open inter-Departmental 
controversy, which apparently the Attorney General, although in charge of both 
divisions of the Department of Justice, has been either unable or unwilling to pre- 


vent or to terminate. 


[V. THe Antitrust DEFENSE UNDER THE LANHAM AcT Section 33(b) (7) 
IN REGARD TO FoREIGN COMMERCE 


The Trade-Mark Act of 1905 had no provision regarding “incontestability” of 
trade-marks and no reason appeared why any special mention of antitrust viola- 
tions as a defense in trade-mark infringement suits would have been necessary 
in view of Section 21 of the Act, which broadly provided that no action could be 
maintained in any case in which the trade-mark was used “in unlawful business.” 
The Lanham Act in Section 46(a) provides generally that nothing in the Act 
should be construed “as restricting or increasing the authority of any Federal 


department or regulatory agency except as may be specifically provided in this 
Act.” This reservation alone would undoubtedly have been sufficient to preserve 


the prerogative of the Antitrust Division to prosecute antitrust violations involving 
trade-mark abuses. However, upon the insistence of the Department of Justice,*7 
the list of defects and defenses which may be set up even against an incontestable 
trade-mark was augmented by the defense “that the mark has been or is being 
used to violate the antitrust laws of the United States.” If it be assumed that 
this defense may be equally available in trade-mark infringement suits not in- 
volving “incontestable” trade-marks,** it is equally clear that it was intended to 
be applicable only in situations in which the trade-mark itself is the actual instru- 
mentality of the antitrust violation, so that any relief granted the plaintiff would, 


86. Civil No. 15364 (S. D. N. Y. 1952); leave granted to summon General Aniline 
as additional party defendant and to serve supplemental complaint. CCH Trade Reg. Rep. 
No. 235 (Mar. 13, 1952), para. 66,020. 

87. Cf. Statement by Senator O’Mahoney, Congressional Record, June 28, 1946, p. 
7872, and Congressman Lanham’s statement, Congressional Record, June 25, 1946, p. 7650, 
reprinted in full in Annex IV of Robert, The New Trade-Mark Manual, p. 294. 

88. This view was adopted by Judge Medina in Forstmann Woolen Co. v. Murray Sices 
Corporation, 10 F. R. D. 367 (S. D. N. Y. 1950); “Plaintiff’s marks are registered under 
the Act of 1905, and no incontestability attaches thereto. Nevertheless, if a trade-mark 
owner’s use of his incontestable mark is subject to the defense specified in Sec. 1115, a 
fortiori, the plaintiff’s mark, which lacks the status of incontestability, must be subject to 
the same defense.” Judge Medina emphasized that the defense would only be available 
if there were a direct causal connection between the antitrust violation and the trade-mark 
which is the basis of the infringement suit. 
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in effect, condone or encourage an unlawful use of the mark.®? There will be 
very few instances in actual practice where such a showing can be successfully 
made and it has already become apparent that this provision will rarely serve a 
constructive purpose but is more likely to be invoked as a matter of last resort by 
unscrupulous and dishonest competitors who, in the absence of any legitimate 
excuse for their own conduct, will call the court’s attention to certain collateral 
business practices on the plaintiff’s part which may constitute antitrust violations 
not so much with regard to the trade-mark but with reference to price-fixing, 
allocation of territory, tie-in clauses, and similar practices. It was widely feared, 
therefore, that those federal judges, who believe in vigorous antitrust enforcement, 
might permit infringers and unfair competitors to resort to this defense for the 
purpose of confusing the issues. For that reason, one of the more important amend- 
ments included in the recent Wiley Bill®° seeks elimination of this provision. In 
introducing the amendment, Senator Wiley said: 
“The bill will eliminate the inequitable defense in an infringement proceeding 
of past or present violations of the antitrust laws, since both public and private 


remedies for antitrust violations lie under other acts and do not properly form a 
part of a trade-mark act.’’91 


Two considerations must be borne in mind with regard to this amendment: 


a) As far as the Antitrust Division is concerned, it prosecuted antitrust viola- 
tions based in part on misuse of trade-marks long before the Lanham Act was 
enacted without having to rely on any specific provision in the trade-mark registra- 
tion statute in order to obtain the type of “trade-mark relief” sought in recent 
years in the General Electric case,9* the Timken case, and similar international 
controversies. The Government became accustomed to rely in such cases on 
principles of general equity jurisprudence, rather than on principles of trade-mark 
law. Even in the Supreme Court’s decision in the Timken case, there is no more 
than a passing reference to Section 33(b)(7) of the Lanham Act,®? and it is 
clear beyond doubt that the decision would have been the same if that proviso had 
not been included in the Act. 

b) Nor does there appear any reason why infringers should be given moral 
and psychological encouragement by this special defense when general equitable 
principles of unclean hands, properly applied, would accomplish the same result. 
It is interesting to note in this regard that it has been repeatedly questioned in 
recent years whether the applicability of an unclean hands defense in unfair com- 
petition and trade-mark infringement cases should not be so restricted as to avoid 
continued deception of the public.9* Thus, some courts have adopted the much 
sounder approach of granting the plaintiff “conditional relief” where the plaintiff's 
own misconduct or misrepresentation can be cured by an appropriate change of 
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90. S. 1957, 82d Cong. Ist Sess., 1951. 
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93. 341 U. S. 593, at p. 599. 
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advertising methods and business practices.9° Even the Supreme Court, although 
permitting antitrust defenses in cases involving patents which are used by the 
plaintiff in restraint of trade,°® frowns upon the use of such a defense as a 
collateral attack on plaintiff’s general business practices.°’ Thus, where, in a very 
recent case,°® a plaintiff instituted a treble damage action under the Robinson- 
Patman Act against a competitor who undersold plaintiff in his own territory at 
discriminatory rates, it was held to be no “justification” for the defendant to show 
that the plaintiff himself was guilty of illegal boycott activities which had brought 
about the defendant’s alleged discriminatory practices. The court’s decision in the 
Mead case on remand from the Supreme Court was based on the latter’s decision 
in the Kiefer-Stewart case,29 which involved a treble damage action under the 
Sherman Act and in which the defense was raised, inter alia, that petitioners them- 
selves had been guilty of infractions of the antitrust laws. The Court said with 
regard to this defense: 

“If petitioner and others were guilty of infractions of the antitrust laws, they could 

be held responsible in appropriate proceedings brought against them by the Govern- 

ment or by injured private persons. The alleged illegal conduct of petitioner, 

however, could not legalize the unlawful combination by respondents nor immunize 

against liability to those they injured.’’100 


Decisions such as these make it clear that Section 33(b)(7) is not only entirely 
unnecessary, but a misfit in a trade-mark registration statute and actually detri- 
mental, not only to the trade-mark owner but to the general public. It should not 
be permissible, for instance, for a reckless defendant to assert, as in the recent case 
of General Electric Company v. Schwartz,'°! that the General Electric Company 
should be barred from relief because of some past or pending antitrust prosecutions 
partially involving the trade-mark rights. 

The principal reason for emphasizing this point here is that any attempt to 
permit an antitrust defense in private trade-mark litigation in this country based on 
monopoly or restraint of trade in the international field would be nothing short of 
disastrous. It would mean that concerns such as International Business Machines 
or United Shoe Machinery Company or duPont or any one of innumerable others 
against whom antitrust prosecutions may be pending,!°” could not with any degree 
of confidence sue deliberate infringers or unfair competitors who infringe upon 
their trade-mark rights. Even if it could be said that to some extent a trade-mark 
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might be one of the instrumentalities of an antitrust violation in foreign commerce, 
such as for instance, in the Timken case, this should not excuse a deliberate attempt 
by a domestic businessman fraudulently to apply the famous “Timken” trade-mark 
in furtherance of passing-off and deception of the public. It is, therefore, most 
encouraging that Judge Jerome Frank, who certainly cannot be counted among the 
“anti-trust lawyers” to whom he recently referred in the Adams-Mitchell case,!* 
in speaking for an unanimous court, squarely adopted this view when in a recent 


copyright infringement case!®* the defendant sought to avoid liability for plagiarism 


by an allegation that plaintiff was a member of a British organization which had 
been guilty of illegal price-fixing in connection with the sale of its prints in Great 
Britain and guilty of illegal output restrictions affecting commerce with the United 
States. Judge Frank said: 

“We have here a conflict of policies: (a) that of preventing piracy of copy- 
righted matter and (b) that of enforcing the anti-trust laws. We must balance the 
two, taking into account the comparative innocence or guilt of the parties, the moral 
character of their respective acts, the extent of the harm to the public interest, the 
penalty inflicted on the plaintiff if we deny it relief. As the defendants’ piracy is 
unmistakably clear, while the plaintiff’s infraction of the anti-trust laws is doubtful and 
at most marginal, we think the enforcement of the first policy should outweigh 
enforcement of the second.”105 


There is every reason to believe that this sound approach will be similarly adopted 
in trade-mark infringement cases so that manufacturers and industrialists, both 
here and abroad, may confidently invoke the equity jurisdiction of our courts for 
relief against infringement and unfair competition without having to fear that, as 
a result of the unfortunate inclusion of Section 33(b)(7) in the Lanham Act, the 
court might seize upon the opportunty to examine the international business struc- 
ture and foreign trade policy of the plaintiff and thereby transform the nature of 
the action into an antitrust prosecution, which may indefinitely postpone or alto- 
gether prevent the granting of immediate and effective domestic relief to which the 
owner of the trade-mark and the American public may be entitled. 


103. Supra, note 18, at p. 917. 
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CONSTRUCTIVE NOTICE AND LACHES: 
A Study on the Nature of Legal Concepts 


By Rudolf Callmann 


I. 


The Court of Customs and Patent Appeals recently handed down a decision! 
which was hailed by Derenberg as “undoubtedly the most important decision thus 
far rendered by that Court under the new Act.”” It is my view that it is also a 
most catastrophic decision, because it so utterly confuses different legal principles. 

The facts were as follows: The owner of the registered trade-mark “Graphol” 
filed a petition for cancellation of the registered marks “Grafs” and “Grafolube” 
under Section 13 of the Trade-Mark Act of 1905. Both the Examiner of Inter- 
ferences and the Commissioner sustained the petition on the basis of likelihood of 
confusion, without reference to the defense of laches.* The case reached the Court 
of Customs and Patent Appeals after the Lanham Act had become effective, and 
it was accordingly remanded to the Patent Office for the purpose of passing on the 
defense of laches.4 The Examiner and the Commissioner found that the petitioner 
had had no actual knowledge of respondent’s trade-marks and their registrations. 
Accordingly, the laches defense was unavailing in the absence of such actual 
knowledge, even though the respondent’s marks had been registered under the Act 
of 1905 for over ten years before the petition for cancellation was filed. The Court 
of Customs and Patent Appeals reversed the Commissioner and postulated the 
doctrine that a federal registration, under the Act of 1905 or the new Act, consti- 
tutes a public record, notice of which is to be imputed to the petitioner. Said the 
Court: 

“It is our opinion that appellants’ registration constituted constructive notice 

to appellee, and that appellee, having stood idly by for some ten years during which 

time appellants innocently conducted and built up their business until it was larger 

than that of appellee, is now precluded by laches from obtaining cancellation of 


appellants’ trade-marks.” 

Derenberg,® in analyzing the decision, posed the question whether a petitioner 
may even be chargeable with laches during the five year period prescribed by sec- 
tion 14 of the Lanham Act for the filing of a petition for cancellation and, rather 
reluctantly, arrives at the following conclusion: 


“If the registration is actually considered to be constructive notice in the restric- 
ted sense in which it is applied by the court in connection with Section 19, then a 
period of even five years may frequently appear to be too long to serve as an inflex- 
ible statute of limitations for the instituting of cancellation proceedings. If, on the 
other hand, the five-year period provided in Section 14 is not to be considered a 
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statute of limitations in this regard, then it will be left to the Commissioner and 
to the court in each case to determine what might constitute a reasonable time within 
which a petition for cancellation must be filed after the effective date of the respond- 
ent’s registration. Thus registered trade-marks may acquire a quasi-incontestable 
status, shielding them against attempts of cancellation, long before they qualify for 
this privilege under Section 15 of the Act. As a matter of administration of the 
statute and as a guide to the profession, it would probably be preferable to be able 
to rely on a fixed statutory term such as the five-year period provided in Section 14, 
without having to fear that the right to cancel a conflicting mark will be lost unless 
exercised immediately after? the effective date of the respondent’s registration” 


Derenberg’s conclusion is correct, oddly enough for the very same reason that 
the Court’s rationale is wrong. It is the author’s view that the key to the problem is 
the nature of the legal concepts involved. 


II. 


Colleagues with whom I discussed the Willson case were unanimously critical, 
but there did not appear to be any uniformity with respect to their disapproval. 
There was a tendency to concede (1) that there is a basic distinction in principle 
between the postulate of a trade-mark owner’s knowledge of an infringer’s regis- 
tered mark and that of an infringer’s knowledge of a prior registration; and (2 
that the two concepts of “constructive notice” and “laches” are like fire and water. 

Constructive notice is, of course, a fiction, and it is highly detrimental 
to the one charged with it. It is really a doctrine dictated by public policy. It 
expresses a desired end in that it imposes upon some one a duty of inquiry, putting 
him on notice of all facts which such an inquiry would reveal. In trade-mark cases, 
only the one who is selecting a mark is in a position to make the inquiry. He is 


supposed to make a search for similar prior registrations in the Patent Office. If 


he fails to do so, he runs the risk of becoming an infringer. His failure to inquire 
will bar his defense of good faith and the statutory provision of constructive notice 
is, in large measure, the expression of the denial of good faith. The situation is 
entirely different with respect to subsequent trade-mark registrations. After one 
has already undergone investigation by the Patent Office authorities and has ob- 
tained his registration, he may rest. Ostensibly, the Patent Office will advise him of 
any subsequent application that may be confusingly similar to his application. 
Although all applications, after ex parte approval of the Office, are published in 
the Official Gazette, the ordinary business man cannot be charged with a duty of 
follow up in order to file an opposition. This is a costly and time-consuming job, 
undertaken only by large corporations with the help of trade-mark specialists. 
Subject only to the five-year limitation of the incontestability provision of Section 
14 of the Lanham Act or the defense of estoppel by laches, no one should be de- 
barred from instituting a cancellation proceeding. It would be highly inequitable 
to charge some one with constructive notice of a newcomer’s mark, especially 
when the Patent Office failed to cite his mark to the latter’s application. 


7. Ibid. 
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Let us now compare the concepts of constructive notice and estoppel by 
laches. According to the Corpus Juris Secundum sub “Notice” Par. 6, 

“Constructive notice is a legal inference or a legal presumption of notice which 
may not be disputed or controverted; it is notice which is imputed by law. In point 
of literal fact, constructive notice is neither notice nor knowledge, but is a fiction 
by which, for the promotion of sound policy or purpose, the legal rights and interests 
of the parties are treated as though they had actual notice or knowledge. The term 
is sometimes applied indiscriminately both to notice, that is not susceptible of being 
explained or rebutted and to that which may be, but seems more appropriately appli- 
cable to the former kind of notice, as distinguishable from “implied notice” which is 
based on a presumption of fact. . . 


Constructive notice of two kinds has been recognized. One kind of constructive 
notice is notice which results from a record or which is imputed by the recording 
statutes, and the other is notice which is presumed because of the fact that a person 
has knowledge of certain facts which should impart to him, or lead him to, know- 
ledge of the ultimate fact. Each case of constructive notice must be governed by its 
own peculiar circumstances. 


Constructive notice is a creature of “positive law” or a “creature of the 
statute” ineffectual unless provided by statute, and . . . in order to be of any force, 
there must be strict compliance with the statute.” 


The statutory fiction of “constructive notice” is a presumption that does not 
allow of modification or adaptation for the peculiar equities of a given case. “‘Con- 
structive notice” is inflexible. It must apply to all on the same basis, and if it is 
applicable, it is a strict and rigid concept. 

“Laches,” however, is something else again, it is a concept which we label an 
“equitable defense.” ‘“Laches” is a defense on the basis of which courts of equity 
will deny relief to those who have delayed the assertion of their claims for an un- 
reasonable time; they are therefore chargeable with want of due diligence in hav- 
ing failed to institute proceedings more promptly.® It is a rule deeply rooted in 
the Roman law which turned against negligence in saying “vigilantibus iura sunt 
‘cripta” and against unfairness in condemning a “venire contra factum proprium.” 
Its modern counterpart is founded “upon the principle that equity will not aid a 


9 


litigant who has been guilty of unreasonable delay in asserting his rights.”® “Equity 
aids the vigilant, not those who slumber on their rights.”4° Thus one becomes the 
unhappy victim of his own dereliction and omission. 

“All the adjudged cases in regard to laches proceed upon the inequitable 
conduct of the complainant, and the inequity which would result if the stale claim 
was permitted to be enforced, and the judgments adverse to the claimant are 
founded upon the fact that the party to whom laches is imputed has all the time 
‘knowledge of his rights, and an ample opportunity to establish them in the proper 
forum; that, by reason of his delay, the adverse party has good reason to believe 


that the alleged rights are worthless or have been abandoned; and that, because of 


8. Cf. Alsop v. Riker, 155 U. S. 448, 39 L. Ed. 218, 15 Sup. Ct. 162 (1894), rev’g 
27 Fed. 251 (1886); Townsend v. Vanderwerker, 160 U. S. 171, 40 L. Ed. 383, 16 Sup. Ct. 
258 (1895). 

9. Fruit Industries v. Bisceglia Bros. Corp., 101 F. 2d 752, 754 (C. C. A. 3rd, 1939). 

10. Standard Oil Co. of New Mexico v. Standard Oil Co. of California, 56 F. 2d 973, 
975 (C. C. A. 10th, 1932). 
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the change in condition or relations during this period of delay, it would be an 
injustice to the latter to permit him to now assert them.’ ”’!! 

The courts have declared that the defense of laches, or as it is also called, of 
acquiescence, is available only in actions of an equitable nature or in cases in which 
the legal right expired or the party otherwise lost his right by prescription or 
adverse possession. ‘Thus it has been held that if a legal right is involved, and, upon 
proof of equity jurisdiction, a court of equity is called upon to protect that right 


mere laches unaccompanied by facts amounting to an estoppel, cannot be offered 


’ 


as a defense.'* “Mere laches,” as here used, imports mere negligence and the lapse 


of time. In other cases laches is the all-inclusive term denoting the existence of 


facts leading to estoppel.'® ‘Thus the rule is that mere delay on the part of the 


trade-mark owner in asserting his rights, after knowledge of the infringement, will 
be insufficient to estop him, and will not destroy his right to injunctive relief.'4 
It is a well-established principle that application of the doctrine of laches to a trade 
mark case, is conditioned upon a showing of factors other than the mere lapse of 
time; elements of equitable estoppel must also be evident.’® If, however, the delay 
in instituting action against an infringer produces an inequitable situation, it may 
bar an injunction. 

To establish an equitable estoppel (estoppel in pais) the plaintiff must be 
chargeable with inexcusable delay which prejudiced the innocent defendant.'® 
“Tnexcusable delay” presupposes, of course, that the plaintiff had actual knowledge 


of the defendant’s infringement. Estoppel by laches will not bar the plaintiff who 


11. Richardson v. D. H. Osborne & Co., 82 Fed. 95, aff'd 93 Fed. 828 (C. GC. A. 2nd 
1899) (italics supplied). 

12. Norton v. Childa, 317 Mass. 446, 58 N. E. 2d 828 (1945); Galway v. Metro 
politan Elevated Ry. Co., 128 N. Y. 132, 155, 28 N. E. 479, 13 L. R. A. 788 (1891), aff’g 
58 Hun 610, 13 N. Y. S. 47, 35 N. Y. St. Rep. 628 (1890). See also Fullwood v. Fullwood, 
9 Ch. D. 176, 178, (1878). 

13. For instance, in Whittemore Bros. Corp. v. Ramsey, 300 Fed. 576 (D. C. D. Mass 
1924), the court said: “The situation presents an element of laches of estoppel” (p. 579). 

14 Menendez v. Holt, 128 U. S. 514, 523, 32 L. Ed. 526, 9 Sup. Ct. 143 (1888), aff’g 
23 Fed. 869 (1885). For a large number of cases following the Supreme Court see Callmann, 
The Law of Unfair Competition and Trade-Marks (Callaghan & Co., 2nd ed. 1950, 
» 1707, B EE). 

15. Menendez v. Holt, 128 U. S. 514, 32 L. Ed. 526, 9 Sup. Ct. 143 (1888), aff’g 
2% Fed. 869 (1885); Standard Oil Go. v Michie, 34 F, 2d (802 ) (D. C. E. D. Mo. 1929) 
West Disinfecting Co. v. Owen, 165 F. 2d 450 (C. C. P. A. 1948) (mere delay of four years 
in filing cancellation petition under section 13 of the 1905 Act); DuPont Cellophane Co. v 
Waxed Products Co., 6 F. Supp. 859, 881 (D. C. E. D. N. Y. 1934), modified 85 F. 2d 
75 (1936) certiorari denied 299 U. S. 601, 81 L. Ed. 443, 57 Sup. Ct. 194 (1936); Omag 
Optic and Mechanic A. G. v. Weinstein, 85 Supp. 631 (D. C. S. D. N. Y. 1949); Tiffany 
& Co. v. Tiffany Productions, 147 Misc. 679, 264 N. Y. S. 459 (1932), aff'd 262 N. Y. 
182, 188 N. E. 30 (1933); Metz Laboratories v. Blackman, 153 Misc. 171, 275 N. Y. S. 407 
(1934); Amusement Securities Corp. v. Academy Pictures Distributing Corp., 162 Mise 
608, 294 N. Y. S. 279 (1936), referring to Hogg v. Scott, L. R. 18 Eq. 444 (1874). 

16. Standard Oil Co. of Colorado v. Standard Oil Co., 72 F. 2d 524, 527, (C. C. A. 10th, 
1934), certiorari denied 293 U. S. 620, 79 L. Ed. 708, 55 Sup. Ct. 216 (1934), with cases 
quoted; Fruit Industries v. Bisceglia Bros. Corp., 101 F. 2d 752 (C. C. A. 3rd, 1939) ; 
Bisceglia Bros. Corp. v. Fruit Industries, 20 F. Supp. 564 (D. C. E. D. Pa. 1937); J. A. 
Dougherty’s Sons v. Kasko Distillers Products Corp., 35 F. Supp. 561 (D. C. E. D. Pa. 1940). 
Sec, also, an extensive discussion in Ackerman v. True, 175 N. Y. 353, 363, 67 N. E. 629 
(1903), quoting from Brown v. Bowen, 30 N. Y. 519, 541, 86 Am. Dec. 406 (1864) and in 
City Dairy Co. v. Uservo, 101 Ind. App. 375, 199 N. E. 457 (1936). 
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was justifiably ignorant of the facts creating his cause of action.'7 Ignorance of 
the defendant’s use defeats the assumption that the plaintiff approved of the use 
of the mark in question. It has been properly decided that knowledge of some of 
plaintiff's employees is not necessarily knowledge of the plaintiff'* and that the 
plaintiff is not estopped, as if he had had actual knowledge, where he was “repre 
sented by agents located . . . nearly 800 miles distant from the defendant's place of 
business.”!® Repeatedly it has been held that plaintiff’s delay must be inexcusable 
and must be satisfactorily explained.*° Thus a plaintiff is not compelled to rush 
into court with an imperfect case if reasonable delay would make his case more 
complete.*! Circumstances may sometimes require “prompt action” by the plain- 
tiff** and, conversely, extraordinary circumstances, such as war®® or national crisis, 
may justify extraordinary delay. But, in most instances, the plaintiff can give 
‘prompt warning,” even though he delays the institution of his suit.24 A certain 
degree of reluctance to initiate an expensive lawsuit, unless absolutely forced to 
do so is both understandable and excusable;*° poor financial circumstances will 
justify such delay.*® It would be entirely inconsistent with these decisions to 
charge a plaintiff who, in fact, has no knowledge of an infringing mark, with 
constructive notice.27 

Furthermore, estoppel by laches is not available as a defense if the defendant 


intended the unfair competition,”® or if the defendant, himself, is responsible for 





17. Old Lexington Club Distillery Co. v. Kentucky Distilleries @ Warehouse Co., 234 
Fed. 464 (D. C. D. N. J. 1916), aff'd 247 Fed. 1005 (1918); Standard Oil Co. of Colorado 
v. Standard Oil Co., 72 F. 2d 524 (C. C. A. 10th, 1934), certiorari denied 293 U. S. 620, 
79 L. Ed. 708, 55 Sup. Ct. 216 (1934); Greyhound Corp. v. Rothman, 84 F. Supp. 233 
(D. C. D. Md. 1949); City Dairy Co. v. Uservo, 101 Ind. App. 375, 199 N. E. 457 (1936) ; 
Huth v. Rosenzweig, 27 So. 2d 742 (La. App. 1946); Norton v. Chioda, 317 Mass. 446, 
58 N. E. 2d 828 (1945). 

18. Greyhound Corp. v. Rothman, 84 F. Supp. 233 (D. C. D. Md. 1949) 

19. Gilka v. Mihalovitch, 50 Fed. 427, 428 (C. C. S. D. Ohio, 1892), distinguished 
from Beard v. Tutner, 13 Law T. R. (N. S.) 747 in which the plaintiff had knowledge 

20. Procter @ Gamble Co. v. J. L. Prescott Co., 102 F. 2d 773 (C. C. A. 3rd, 1939) 
“The delay of the (plaintiff) in pressing for relief is unexplained. This fact must weigh 
heavily in the balance against it and for this reason and for the reasons stated heretofore 
injunctive relief must be denied.” (p. 781), referring to C. B. Fleet Co. v. Mobile Drug Co., 
284 Fed. 813 (C. C. A. 5th, 1922) and France Milling Co. v. Washburn-Crosby Co., 7 F. 2d 
304 (C. C. A. 2nd 1925), aff’'g 3 F. 2d 321 (1925). See also G. F. Heublein & Bro. v. 
Bushmill Wine & Products Co., 55 F. Supp. 964, (D. C. M. D. Pa. 1944). 

21. Isaacson v. Thompson, 41 L. J. (Ch.) N. S. 101 (1871). 

22. Fruit Industries v. Bisceglia Bros Corp., 101 F. 2d 752, 754 (C. C. A. 3rd, 1939), 
referring to the “rapid growth of the wine and liquor industry after the repeal of the Pro- 
hibition.” 

23. Greyhound Corp. v. Rothman, 84 F. Supp. 233 (D. C. D. Md. 1949) ; Saperstein v 
Grund, 85 F. Supp. 647 (D. C. S. D. Iowa, 1949). 

24. Worcester Brewing Corp. v. Rueter @ Co., 157 Fed. 217 (C. C. A. Ist, 1907). 

25. United Drug Co. v. Prodney, 24 F. 2d 577 (D. C. E. D. N. Y. 1928); Ansehl v 
Williams, 265 Fed. 9 (C. C. A. 8th, 1920): “Litigation, especially patent and trade-mark 
litigation, is expensive, and we do not think that the delay in this case should bar appellant 
from asserting his rights in this action”. (P. 14). 

26. Holt v. Metropolitan Refining Co., 9 F. Supp. 662 (D. C. E. D. N. Y. 1935) 

27. In the 1950 edition of his treatise this author already expressed this view and his 
disagreement with the holding of the C. C. P. A. in Willson v. Graphol Products Co., Inc., 
165 F. 2d 446 (C. C. P. A. 1948). 

28. McLean v. Fleming, 96 U. S. 2 
128 U. S. 514, 32 L. Ed. 526, 9 Sup. Ct. 14 
Eisner & Mendelson Co., 179 U. S. 19, 45 I 


15, 24 L. Ed. 828 (1877); Menendez v. Holt, 
3 (1888), aff’g 23 Fed. 869 (1885); Saxlehner v 
» 91 Fed. 536 (1899). For many recent cases sec 
Callmann, op. cit. supra, note 14, p. 1794, note 50, 
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the plaintiff’s delay.2® Though the defendant may not rely upon apparent acqui- 
escence, “in a case of intentional and continuing invasion of the plaintiffs rights 
the delay, in order to constitute a defense, must be such as to amount to assent o1 
acquiescence,”®° i.e., actual assent or acquiescence. The same holds true if the 
defendant’s act, violating the rights of the plaintiff, would be legal only if the 
plaintiff had given his written consent thereto, e.g., in a case involving section 5] 
of the New York Civil Rights Law. There oral consent or acquiescence by silence 
cannot be offered as a defense to the injunction as “there is no basis for invoking an 
estoppel.”’?! 

The defendant may invoke the defense of estoppel if he can establish his own 
good faith. This he can do by proving that he had no knowledge of the plaintiff's 
right, or by showing that, though he was aware of them he had valid reason to 
assume either that his act did not constitute an invasion of the plaintiffs rights, or 
that the plaintiff consented to it.5? 

When the defendant claims that he was unaware of the plaintiff’s rights, which 
may be the case if the plaintiffs business is small, or if the defendant’s business 
is located in a territory the plaintiff had not yet entered, or is concerned with a 
product the plaintiff had not yet included in his line,®* the situation is somewhat 
analogous to that presented by the Hanover®* and Rectanus®® cases. But there 
is one important distinction; the plaintiffs in the Hanover and Rectanus cases 
had no knowledge of the defendant’s existence, while the plaintiff in the estoppel 
case must be chargeable with an inexcusable delay in the prosecution of violations 
known to him. In fact, in both instances, the plaintiff is subject to the defense 
of estoppel, and it would be just as reasonable to treat the Hanover and Rectanus 
cases as exceptions to the estoppel rule that the plaintiff must be aware of the 
defendant’s act as it would be to treat then as exceptions to the priority rule. 

The ordinary case, however, is that in which the defendant, in good faith 
and without notice of the plaintiff’s right, devotes his money and effort to the 
development of a substantial business, and the plaintiff, with notice of the infringe- 
ment, delays the pursuit of his rights for an unreasonable time.*® In such a case, 
the plaintiff should be estopped. 

When the defendant has knowledge of the plaintiff’s rights—and with respect 
to the presumption that businessmen keep posted on developments in the trade 


29. O. &@ W. Thum Co. v. Dickinson, 245 Fed. 609 (C. C. A. 6th, 1917), certiorari 
denied 246 U. S. 664, 62 L. Ed. 928, 38 Sup. Ct. 334. 

30. Matzger v. Vinikow, 17 F. 2d 581, 583 (C. C. A. 9th, 1927). 

31. Lane v. Woolworth, 171 Misc. 66, 11 N. Y. S. 2d 199 (1939), aff'd 257 App. Div. 
1065, 12 N. Y. S. 2d 352 (1939). 

32. Lehon Co. v. H. Wenzel Tent & Duck Co., 33 T. M. Rep. 528 (D. C. E. D. Mo. 
1943). Though many years elapsed prior to suit, the court held the plaintiff not chargeable 
with laches, because the defendant had every reason to know that the plaintiff disapproved his 
trade-mark infringement. 

33. Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Corp., 105 F. 2d 908 
(C. C. A. 2nd, 1939). 

34. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 60 L. Ed. 713, 36 Sup. Ct. 
357 (1916), rev’g 204 Fed. 211 (1913), aff’g 208 Fed. 513, L. R. A. 1916 D 136 (1913). 

35. United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 63 L. Ed. 141, 39 Sup. 
Ct. 48 (1918). 

36. Fruit Industries v. Bisceglia Bros. Corp., 101 F. 2d 752 (C. C. A. 3rd, 1939). 
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the defendant stands in the same position as the plaintiff—the defendant may 
have two explanations for his alleged infringement: He may claim that he had 
valid reason to believe that his act did not constitute an infringement, or that 
he had valid reason to rely on the acquiescence of the plaintiff. The defendant 
may well believe that his act is lawful, especially if there is any dispute as to the 
material facts or the applicable law. Here, the same considerations govern as 
those evident in a case in which the plaintiff seeks to recover damages and profits, 
and the defendant’s intent or state of mind is at issue. The defendant may believe 
in the plaintiff’s acquiescence when there is an apparent acquiescence attributable 
to the fact that the plaintiff, by his “continued attitude of noninterference,’’*? 
lulled the defendant into assuming that the plaintiff consented to his act.** This 
may be directly traceable to the plaintiff’s silence, when he had a duty to speak,®® 
and thus afford the defendant a chance to defend his position while witnesses and 
records are still available.*° 


“The consent of a manufacturer to the use or imitation of his trade-mark by 
another, may, perhaps, be justly inferred from his knowledge and silence.’’4! 


The plaintiff may be silent with respect to the defendant, even though he may 
be vigilant against others not in privity with the defendant, or he may limit his 
activity to general caveats directed to the public.42 When the plaintiff takes action, 
he must do so firmly and unequivocally; his warning should be so worded that 
the defendant should have reason to take it seriously. If the defendant continues 
his act, after proper warning, he does so at his peril.** It would be entirely incon- 
sistent with the law of laches to charge the defendant who has in fact no knowl- 
edge of the plaintiff's mark with constructive notice. What is true for the plaintiff 
is equally true for the defendant. 


Ill. 


To show that there is no unfair competition without competition and that 


in trade-mark infringement cases a distinction must be made between cases where 
trade-mark owner and infringer are competitors, the author has previously drawn 
a distinction between the right that arises out of a jural relationship and the 
absolute or exclusive right.44 The following conclusions were reached: 


37. Sherwood Co. v. Sherwood Distilling Co., 177 Md. 455, 9. 

38. Tiffany & Co. v. Tiffany Productions, 147 Misc. 679, 264 N. Y. S. 549 (1932); 
the court found no evidence to support the asumption of an apparent acquiescence. 

39. California Packing Corp. v. Sun-Maid Raisin Growers of California, 81 F. 2d 
674 (C. C. A. 9th, 1936) ; Gold Dust Corp. v. Hoffenberg, 87 F. 2d 451 (C. C. A. 2nd, 1937). 

40. Whittemore Bros. Corp. v. Ramsey, 300 Fed. 576 (D. C. D. Mass. 1924); Reid, 
Murdoch @ Co. v. H. P. Coffee Co., 48 F. 24-815 (D. C. E. D. Mo. 1929), rev'd 48 F. 2d 
817 (1931), certiorari denied 284 U. S. 621, 76 L. Ed. 529, 52 Sup. Ct. 9 (1931). 

41. Amoskeag Mfg. Co. v. Spear & Ripley, 2 Sandf. (4 N. Y. Super Ct. 599 1849). 

42. Anheuser-Busch, Inc. v. DuBois Brewing Co., 175 F. 2d 370 (C. A. 3rd, 1949); 
Gillott vy. Esterbrook, 47 Barb. 455 (1867), aff'd 48 N. Y. 374, 8 Am. Rep. 553 (1872). 

43. Winifred Warren, Inc. v. Turner's Gowns, Ltd., 16 N. Y. S. 2d 994 (1940). 

44. Callmann, The Law of Unfair Competition and Trade-Marks (Callaghan & Co. Ist 
ed. 1945, 2nd ed. 1950, vol. 1 sections 3.1; 3.2; 5.1; 67.1; 67.2; 67.3. Also “Unfair Com- 
petition Without Competition? The importance of the Property Concept in the Law of 
Trade-Marks”’, 95 U. of Pa. L. Rev. No. 4, 37 T. M. Rep. 175 (1947). With respect to 
copyright infringement, see Treatise Section 17.2 and “Copyright and Unfair Competition”, 


2 La. L. Rev. 648; 22 J. Pat. Off. Soc. 885 (1940). 
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1. We must distinguish between those cases in which the participants are 
in a certain jural relationship and those cases in which there is no such relation- 
ship. In the first class are cases in which the participants are parties to a contract; 
illustrative of the second class is a trespass upon another’s property, where the 
parties have no relation whatsoever. 


2. Contractual relationships are not the only relationships. A _ relationship 
may, for example, be based upon the will to create a status (marriage). The 
relationship may be determined by a regulation without an agreement between the 
parties; thus labor relations are regulated by collective bargaining. Apart from 
torts, relationships may even be created without the agreement of the parties by 
the will of a third person (trust). Finally, the relationship may be created exclu- 
sively by a unilateral determination to assume a status. This may be exemplified 
by the entry of an individual into the field of competition knowing full well that 
his future business conduct will be governed by particular rules of behavior. In 
the contractual relationship the intent of the parties, as expressed in the contract, 
dominates and molds the relationship. There are extraordinary agreements where 
the intent of those interested is not a necessary element. In the trustee-beneficiary 
relationship the intent of the settlor is alone important. The competitive relationship, 
however, results from the decision to engage in business and competition. The 
relationship thus created alone determines the duties of the competitors. 


3. Anything that can exist or function other than in a relationship is anti- 
thetically opposed to it. The absolute right, the exclusive right, the individual’s 
rights of protection against the whole world, these all exist independent of any 
relationship, although they may formulate the basis of a relationship. In this case 
the absolute right is subordinate to the relationship. When a contract is the 
fundamental of a relationship, the terms of the contract are co-ordinate with the 
rule of the relationship. In a relationship, the absolute right is, so to speak, only 
incidental to it; it is embedded in the relationship. In the event of conflict between 
relationship and absolute right the latter must yield. For example, a trespass upon 
property, if affected by a relationship like that of landlord-tenant, trustee-beneficiary, 
or marriage, may be neutralized; the relationship is preponderent and counteracts 
the “trespass.” Many relationships will create not only relational rights and 
duties, but also absolute rights in respect of individuals, who are not parties to the 
relationship. For example, a contract will create mutual rights and obligations 
between the parties in privity. It is, however, also classified as “‘property”’*> and 
the relationship will be protected against the world from such conduct, as, for 
instance, interference by third persons with contractual or business relations. All 
this simply expresses the ethical postulate that human relations and the conflicts 
which arise out of them are the primary and foremost subject matter of all legal 
considerations. We can never allow the absolute naked right to overpower the 
human relations. The absolute right is absolute only in the sense that the law 
recognizes it independent of any relationship. The duty to respect it is upon every- 
one even if absent any relationship between the parties. The term absolute right 


45. Second Nat. Bank v. M. Samuel & Sons, 12 F. 2d 963, 53 A. L. R. 49 (C. C. A. 
2nd 1926). 
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expresses a technical concept helpful in the enforcement of law to protect special 
public and social interests. 


4. Where there is no absolute right and no expression of the intention of the 
individuals, the rights and duties of the parties to a relationship follow as a legal 
consequence of the relationship. Where there is no relationship but an absolute 
right, the rights and duties are determined by the absolute right itself, according 
to the scope of protection afforded it by the law. 


We now take a further step and distinguish between legal concepts which 
pertain to the relationship mechanism and legal concepts which have an absolute 
character. The absolute concepts will always bow to the relational concepts. This 
is dictated by human considerations. 


IV. 


Before exploring the conceptual distinction between the term “constructive 
notice” and “laches” some introductory remarks are necessary. 


Modern jurisprudence distinguishes between two fundamentally different kinds 
of rights. The line has been drawn between rights in rem and rights in personam. 
The dichotomy is not revealing. Rights in rem are “rights residing in persons and 
availing against other persons generally”’4® or against all persons or against “the 
whole world.” ‘The typical right in rem is the property right; the owner of Black- 
acre has a right against the whole world and can enjoin any one from trespassing 
upon his property. The rights in rem, therefore, are “rights of indeterminate inci- 
dence”? or “against unidentifiable persons”.4® There are as many rights in rem 
as there are persons who owe correlative duties.49 A right in rem is not a right 
“against a thing;” all rights are really against persons. It has been said that 
“whether they are rights in rem depends upon the number of persons affected.”5° 
This is not quite accurate. The number of persons affected is not the basis of the 
distinction. If the term right in rem has any meaning at all, it is that such a right 
against persons originates from the essential fact that there is no relation between 
A, the owner of the right, and the many who owe a duty to respect it. The “right- 
duty” analysis is posited merely upon the fact of A’s ownership of a certain thing. 
As it was very appropriately phrased: “A right in rem is one of which the essential 
investitive facts do not serve directly to identify the person who owes the incident 
duty. This right is unpolarized. A definition of right in personam will be formu- 
lated in the affirmative—there the essential investitive facts serve directly to identify 
the person who owes the incident duty. This right is polarized.”*! Unpolarized 
and polarized rights are better terms than “in rem” and “in personam” but even 
these labels are not all-revealing. 

“Right in rem” is a poor term for other reasons. Right in rem means that A, 


46. Austin, “Jurisprudence” (4th ed.) I, 381. 

47. Holland, “Jurisprudence” (11th ed.), 144. 

48. Salmond, “Jurisprudence” (3rd ed.) 208. 

49. Hohfeld, “Fundamental Legal Conceptions as Applied in Judicial Reasoning” 
(1923), 65. 

50. Ibid., 75. 

51. Kocourek, “Jural Relations” (1927), 201. 
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the owner of the “res”, has a right against all others with respect to the res or 
thing. But this is not the only right a person has against “the whole world.” One 
has the same right with respect to his personality as, for instance freedom from 
assault or libel and slander. What we today call a “right in rem” the Romans 
called an absolute right,®? and this is preferable; it indicates that, irrespective of 
any additional facts, this right exists against all, a naked right, a right uncondi- 
tionally and absolutely protected “against the whole world.” 

Rights in personam originate from “investitive” facts which “serve directly to 
identify the person who owes the incidental duty”.°? Here a relation exists between 
the one who owns the right and the one who owes the duty which may be a con- 
tract, e.g., if A, the owner of a piece of land grants B an easement. However, as 
has been pointed out above (p. 12 sub. III), there are other sources of a relation- 
ship than a contract. 

In classifying legal concepts with respect to their being absolute or relational 
concepts we obtain the following distinction: 

Absolute legal concepts like property and personality: These are absolute 
because they may exist independent of any relational situation. (A’s ownership 
of Blackacre and his personality must be respected by the “whole world”). The 
absolute legal position may be affected, modified, or eliminated, if a relational 
position arises. The absolute concepts may be independent or primary concepts 
like property and personality. They may also be dependent and auxiliary, giving 
aid and support to the primary concepts. The concept of property is buttressed by 
many auxiliary concepts designed to increase its protection. The absolute character 
of these auxiliary concepts is recognizable and becomes obvious because they begin 
and end exclusively from the will of their creator. The act of another person 
is entirely meaningless. Considering the special field with which we are concerned, 
the trade-mark law, the absolute property concept of the trade-mark right is forti- 
fied by two main concepts of an auxiliary nature; the one is adoption of the mark 
in connection with its use, two intentional acts of the prospective trade-mark owner, 
which are necessary for the birth of the property right, and the other is the inten- 
tional act of abandonment by which the owner of the property intentionally gives 


up his position as the owner of an absolute right. 


Constructive notice is another auxiliary concept of an absolute nature. It is a 
connecting link between the existence and the protection of a property right, a 
primary absolute right. Where a proprietary interest is not openly and readily 
recognizable by the public, as for instance in the field of real property where pos- 
session does not reveal whether the possessor is the owner or a tenant, statutes 
give the opportunity, and sometimes impose the duty, of recording certain deeds, 
mortgages and other instruments, declaring that such recordations constitute con- 
structive notice to all the world. The recordation of an instrument affecting the 
title to real estate will be constructive notice to all third parties. The same is now 
true in the law of trade-marks. The owner of a mark, acquired by adoption and 
use, has been given the opportunity of recording the mark in the registers of the 


52. Cf. Windscheid, Pandekten (9th ed.) sec. 41. 
53. See supra Kokourek’s definition. 
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Patent Office and such registration has been given the significance of constructive 
notice. Registration is now by common law prima facie evidence of use and by 
statute conclusive evidence of a prima facie right. This latter is what constructive 
notice conveys to the public.54 

Another auxiliary concept of absolute nature—let us repeat that such con- 
cepts are absolute because they may exist independent of any relationship between 
the owner and other persons—is the concept of incontestability. After a “mere 
lapse of time” a trade-mark can no longer be contested for certain reasons. This, 
however, has nothing to do with the concept of laches. A may be unable to 
stop B from using a confusingly similar registered mark because, having had actual 
knowledge of B’s use, A slumbered on his rights for two years and B’s mark 
has therefore become incontestable with respect to A; however, with respect to 
everybody else, “the whole world,” B’s mark will become incontestable only after 
5 years.55 

One of the most important primary relational concepts in our special discussion 
is the competitive relationship, and one is tempted to say that in cases of unfair 
competition all equitable concepts are necessarily auxiliary to the primary relational 
concept of competition. Such equitable concepts are particularly those which are 
numerated in Section 19 of the Lanham Act, namely the “equitable principles of 
laches, estoppel and acquiescence,” and it is of fundamental importance that “mere 
lapse of time” is not sufficient for the application of the doctrine of laches to a 
trade-mark case; that such application is conditioned upon a showing of factors 
which amount to an “equitable estoppel” which means that the plaintiff must 
be chargeable with inexcusable delay prejudicial to the innocent defendant.*® 

However, the mere reference to the term equitable is not satisfactory. First, 
the term “equity” is rather ambiguous. It has a technical significance, in that it 
refers to a certain body of the English law, a specific branch of remedial justice 
obtainable only in courts of equity and not in the common-law courts (e.g. injunc- 
tion and accounting as distinguished from damages). In this context we speak of 
equitable defenses as those not available to a defendant in an action in a court of 
law. In its broader and popular sense “equity,” however, is synonymous with 
natural rights and justice. Even in this broader sense of a weighing of “equities” from 
the standpoint of justice, morals or economics, the term equity is not confined to 
the adjudication of relational interests. Equity must be done also to a party to 
a case of infringement upon mere absolute rights. 

Therefore we must discover a better test. The absolute character of the 
absolute auxiliary concept is tested by the fact that it originates exclusively by the 
will of its creator, the acts of others being wholly ineffectual. If A wants to adopt 
and use a mark and then abandons it he may do so unless, of course, his act violates 
the rights of other people. Therefore, when selecting a mark, he will search the 


54. Northmont Hosiery Corp. v. True Mfg. Co., 100 F. Supp. 909 (D. C. E. D. 
Wis. 1951). 

55. Compare this result with Derenberg’s remark supra p. 395. 

56. Menendez v. Holt, 128 U. S. 514, 32 L. Ed. 526, 9 Sup. Ct. 143 (1888) ; Standard 
Oil Co. of Colorado v. Standard Oil Co. 72 F. 2d 524 (C. C. A. 10th, 1934); West Disin- 
fecting Co. v. Owen, 165 F. 2d 340 (C. C. P. A. 1948). Also Ackerman v. True, 175 N. Y. 
353, 67 N. E. 629 (1903), and many other cases. 
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registers of the Patent Office; otherwise he is free and independent. If he succeeds 
in obtaining registration, constructive notice to others will follow as a matter of 
law. The owner of Blackacre may fence his property and if he does so he does 
it with respect to an uncertain and unlimited number of unidentified possible 
trespassers in mind. When a relational concept is involved, the situation is markedly 
different. If the relationship is contractual, each party will guard it from breach 
by the other. In the competitive relationship each participant watches the acts 
of his competitors and tries to protect himself against their competition.57 In the 
field of relational concepts, the parties involved do not act independently but, so 
to speak, reciprocally.. The concept of estoppel by laches is quite typical in this 
respect, as outlined above. Its nature as a relational concept becomes manifest 
from the following: 

In the relationship between the two parties involved in a case of laches, let 
us call them P and D, there is no agreement between the parties; they are, how- 
ever, aware of each other. P knows that D infringes and D knows that P is aware 
of his infringement. This is the first stage. P does nothing for so long a period that 
D is in doubt as to whether P intends to stop his infringement. This is the second 
stage. In the third stage, P has delayed so long that D is now convinced P is not 
interested in stopping him; D has been using the originally infringing mark for so 
long a period that he cannot now be expected to give up his investment. This kind 
of analysis has little meaning under the “constructive notice” approach. 

3. There is hardly a jural relation that does not center around an absolute 
interest. However, the nomenclature of legal conceptualism which calls the absolute 
interest of general right and the relational interest a special right indicates that 
just as the general is always modified by the special, the absolute interest is always 
modified by the special. 

Let us assume that A is the owner of Blackacre and B is one of that undiffer- 
entiated multitude of persons who owe A the duty not to trespass on Blackacre. What 
happens to A’s claim against B not to trespass, where A grants B an easement? The 
answer has been given in the following terms:°° “If A sues B in trespass alleging 
ownership of Blackacre, A will recover unless B pleads his easement. B has a 
nexal privilege to pass over Blackacre. The simple claim of A is in logical conflict 
with the nexal privilege of B. The claim being of inferior jural rank gives way to 
the privilege which is of superior jural rank. But it must be noticed that while 
the claim is of inferior jural rank when and so long as the superior privilege is 
asserted or otherwise appears, the claim is a part of a complex called ownership, 
and will survive as long as there is any vestige of ownership remaining, while the 
privilege stands alone as accessory to the complex called ownership ... We may 
for a moment fall back to our figure of the partial eclipse. If the moon happens 
to be occluded through a temporary conjunction of celestial bodies, we do not 

57. If the uncertain and unlimited number of competitors seems to bear a similarity 
to the uncertain and unlimited number of possible trespassers on a piece of land, this stems 
from the fact that the competitive relationship is a group relationship between all those 


who, by entering the business field, undertook to obey the rules of the game of competition. 


Cf. Callmann, op. cit. Par. 6.2(c). 
58. Kocourek, op. ct. supra note 52, pp. 118 ff. 
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say that there is no moon simply because for a limited time it ceases to be visible. 
So also we need not say that the claim against trespasses is extinguished as against 
B because of B’s easement. The claim of A is a relatively permanent quality of 
ownership while the easement relation is in comparison a temporary obstruction 
of it.... The claim (e.g., against trespass) is not extinguished but is kept intact 
with a qualitative reduction of jural value, and if and when the accessory relation 
(e.g., easement) terminates, it regains its original jural value.” 

The theory that in law there exists what we may call a hierarchy of legal 
concepts, some superior to others, is not a new one. It is very familiar to us in 
connection with the law of equity and we need only refer to Maitland’s famous 
statement in his lectures on Equity.5® On the following quotation from the Judica- 
ture Act of 1873 he comments: 


“ ‘Generally in all matters not hereinbefore particularly mentioned, in which 
there is any conflict or variance between the rules of equity and the rules of the 
common law with reference to the same matter, the rules of equity shall prevail.’ 


Now it may well seem to you that those are very important words, for perhaps 
you may have fancied that at all manner of points there was a conflict between the 
rules of equity and the rules of the common law, or at all events a variance. But the 
clause that I have just read has been in force now for over thirty years, and if you 
will look at any good commentary upon it you will find that it has done very little— 
it has been practically without effect. You may indeed find many cases in which some 
advocate, at a loss for other arguments, has appealed to the words of this clause as 
a last hope; but you will find very few cases indeed in which that appeal has been 
successful. I shall speak of this more at large at another time, but it is important 
that even at the very outset of our career we should form some notion of the 
relation which existed between law and equity in the year 1875. And the first thing 
that we have to observe is that this relation was not one of conflict. Equity had 
come not to destroy the law, but to fulfill it. Every jot and every title of law was 
to be obeyed, but when all this had been done something might yet be needful, 
something that equity would require. Of course now and again there had been con- 
flicts: there was an open conflict, for example, when Coke was for indicting a man 
who sued for an injunction. Both such conflicts as this belong to old days, and for 
two centuries before the year 1875 the two systems had been working together 
harmoniously. 

Let me take an instance or two in which something that may for one moment 
look like a conflict becomes no conflict at all when it is examined. Take the case of 
a trust. An examiner will sometimes be told that whereas the common law said that 
the trustees was the owner of the land, equity said that the cestui que trust was the 
owner. Well here in all conscience there seems to be conflict enough. Think what 
this would mean were it really true. There are two courts of co-ordinate juris- 
diction—one says that A is the owner, the other says that B is the owner of Blackacre. 
That means civil war and utter anarchy. Of course the statement is an extremely 
crude one, it is a misleading and a dangerous statement—how misleading, how 
dangerous, we shall see when we come to examine the nature of equitable estates. 
Equity did not say that the cestui que trust was the owner of the land, it said that 
the trustee was the owner of the land, but added that he was bound to hold the land 
for the benefit of the cestui que trust. There was no conflict here. Had there been 
a conflict here the clause of the Judicature Act which I have lately read would have 
abolished the whole law of trusts. Common law says that A is the owner, equity says 


59. Maitland, Equity, A Course of Lectures, (2nd ed. 1936) p. 16. 
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that B is the owner, but equity is to prevail, therefore B is the owner and A has no 
right or duty of any sort or kind in or about the land. Of course the Judicature Act 
has not acted in this way; it has left the law of trusts just where it stood, because it 
found no conflict, no variance even between the rules of the common law and the 
rules of equity.” 


Reference may also be made to Kocourek’s distinction between “mesonomic” 
relations and “zygnomic” relations; the former may, cum grano salis, be compared 
with the relations emanating out of an absolute right, the latter with the relational 
position of persons. He says: “Compared with zygnomic relations, mesonomic 
relations are inferior in legal potency.”®° This is correct not only because it is borne 
out by experience but it pays due homage to the importance of human relations 
in law and sociology. 


3. It must be emphasized that the inferiority of the absolute legal concept 
to the relational legal concept pertains to the primary concept and also to the 
auxiliary concept, if the latter is exclusively absolute in nature. An interesting 
example is the concept of priority, which though absolute in nature, yields to the 
relational concept of the competitive position of the parties involved, their good 
faith towards each other as it has been established by the Supreme Court in the 
Hanover and Rectanus cases.°1 There are, however, concepts which are auxiliary 
to both the absolute and the relational legal concept as, for instance, the remedial 
concept of injunction. A plaintiff can seek an injunction when the defendant 
has infringed an absolute right of the plaintiff and also when the defendant has 
violated a contractual obligation due the plaintiff. Opposition and cancellation 
proceedings in the Patent Office can rest upon an absolute right of the petitioner 
and also on the equities of the parties involved. It is therefore necessary in each 
case to distinguish clearly between legal concepts which are auxiliary exclusively 
to absolute or relational primary concepts and those which may be auxiliary to 
both. It leads only to complete confusion to interchange those different auxiliary 
concepts to aid an absolute or relational concept where one reigns exclusively. 


60. Kokourek, op. cit. supra note 51, p. 69. 
61. Cf. Callmann, pp. 1198, 1199, 1212. 
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THE PROTECTION OF TRADE SLOGANS 
By Julius R. Lunsford, Jr.* 


I. INTRODUCTION 


Slogans play an important part in the life of the average American. They 
likewise are valuable assets to their owners in advertising their products. John Q. 
Public begins his day by donning BVD underwear because “Next to Myself I Like 
BVD Best.” He prefers Paris Garters for the simple reason “No Metal Can Touch 
You.” He dresses while listening to the newscast on his Philco radio, “Famous for 
Quality The World Over.” At breakfast he enjoys a cup of Maxwell House Coffee 
which he finds “Good To The Last Drop,” and the chances are he uses cream 
“From Contented Cows” (Carnation) in his coffee. In New York he will read “All 
the News that is Fit to Print” from the New York Times while he puffs a Lucky 
(“It’s Toasted”) or a Chesterfield because “They Satisfy.” He drives to work in 
his Buick, having been convinced that when “Better Cars Are Built Buick Will 
Build Them” but if he is attracted by the new Packard models he may wish to 
“Ask The Man Who Owns One.” In any event on the way to the office, if observant, 
he will “Watch The Fords Go By.” 

In this short space of a day he has come in contact with many slogans. Are 
the respective owners entitled to the exclusive use of these slogans? Can another 


bd 


justify the use of these slogans, or variations thereof, because they are made up of 


common words of the English language? 

Much has been written about the protection of trade-marks and trade names! 
but there is a scarcity of material on trade slogans.* A slogan may be registered on 
the Principal Register of the Lanham Act? if it serves as a means of identification 
of origin. The definition of marks registrable on the Supplemental Register also 
includes slogans.°® 

Prior to the effective date of the Lanham Act slogans were not registrable as 


* Member Georgia Bar; Contributing Editor, The Trade-Mark Reporter. 

1. Handler and Pickett, Trade-Marks and Trade Names—An Analysis and Synthesis, 30 
Col. L. Rev. 168 (1930); Schechter, The Rational Basis of Trade-Mark Protection, 40 Harv. 
L. Rev. 813 (1927); Chafee, Unfair Competition, 53 Harv. L. Rev. 1289 (1940); Callmann 
Unfair Competition Without Competition? The Importance of the Property Concept In the 
Law of Trade-Marks, 95 Univ. Pa. L. Rev. 443 (1947); Greenberg, The Meaning of Trade- 
Marks, 39 T. M. R. 7 (1949); Lunsford, Trade-Mark Infringement and Confusion of Source: 
Need For Supreme Court Action, 35 Va. L. Rev. 214 (1949); Symposium, Trade-Marks In 
Transition, 14 Law & Contemporary Problems, 171-384 (1949); Robert, Commentary on the 
Lanham Trade-Mark Act, 15 U. S. C. A. (Volume containing Sec. 81-1113) p. 265 (1946); 
Lunsford, Woe Unto You Trade-Mark Owners, 49 Mich. L. Rev. 1103 (1951). 

2. DERENBERG, TRADE-MARK PROTECTION AND UNFAIR TRADING, 328 
(1936). This author devotes two paragraphs to slogans and sums up the situation as follows: 
“. . . The person first adopting and using the slogan will be granted protection under the 
common law.” NIMS, UNFAIR COMPETITION AND TRADE-MARKS, Sec. 39, 163 
(1947). CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS 1097, 1268, 
2139 (1950). LAMBERT, THE PUBLIC ACCEPTS (1941). See note 5A infra. 

3. 60 Stat. L. 427, c. 540, 15 U. S. C. (1946) Sec. 1051-1127. 

4. 60 Stat. 443; 15 U. S. C. Sec. 1127 (1946); see also Sec. 1053 and note 44 infra. 

5. 60 Stat. 435; 15 U. S. C. Sec. 1091 (1946), third paragraph. 
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trade-marks,°** They could not be protected under the copyright law except as a 
part of matter registrable as a label. Therefore, the protection of slogans from 
infringement and imitation was based on unfair competition. Presumably in a dis- 
pute between rival claimants to a slogan the courts would hold that the one first 
to adopt and use it was the rightful owner.® It was, and is, essential that the 
slogan become known to the purchaser and the general public as identified with 
a particular product or manufacturer.” 


II. Questions To Be DETERMINED 


Cases involving trade slogans, like all unfair competition cases, involve ques- 
tions of fact. The questions usually are: Does the mark or symbol distinguish 
the plaintiff's goods? Does it identify one, although possibly an anonymous 
source?® Is the phrase, for which the parties are contending, one which the public 
uses to indicate that the goods are made by the plaintiff? Has the defendant 
used the phrase to prevail upon the purchasers to buy defendant’s goods believing 
that they are getting goods made by the plaintiff? 

It must be remembered that when the proof shows that the defendant is 
using a term which is in general use as a part of the language, to describe his 
goods, it is always a condition precedent to plaintiff’s success that the term 
involved is distinctive or has come to possess a secondary meaning.® 

The courts have established three basic indices of unfair competition in re- 
spect to secondary meaning trade-marks. First, no competitor is allowed to claim 
the right to use the word in its primary meaning if it is clear that he does so to 
promote unfair competition.1° Secondly, a competitor’s use of a word in its 





5a. See note 21 infra and CALLMANN op. cit. 2 supra at 2139. The references in 
notes 21, 32 and 70 apparently are deviations from administrative policy. SUNNERS, 
AMERICAN SLOGANS (1949) p. ii: 


“Early in 1947, Congress enacted a law generally known as the Lanham Act. Prior 
to its passage, advertised slogans remained unprotected against infringement or plagiarism 
unless they be incorporated into trade-marks and registered as such in the United States 
Patent Office. The Lanham Act offered the first legal mechanism whereby individuals 
or firms might legally secure to themselves their respective slogans by registering them 
with the Patent Office - - -. I believe, therefore, the book will serve, an as invaluable 
accessory, all persons and concerns desirous of avoiding duplication, as well as any result- 
ant difficulty or litigation, in the use of business slogans and the like.” 


6. Pemberton, What Is This Thing Called “Secondary Meaning?” 26 T. M. Bull. 257 
(1931); “The law will protect your recognized mark, sign or symbol ... If your sign or 
symbol has been used and advertised by you exclusively for a long enough period, it is 
altogether immaterial (1) whether it is a slogan (like “Next to Myself I Like B. V. D. Best) ; 
(2) A combination of numerals (57 Varieties), (3) The initials of your business (A & P 
Stores), etc.” Bayer Co. v. United Drug Co., 272 Fed. 505, 509, 513 (S. D. N. Y. 1921). 

7. The United States Trade-Mark Association publishes a list of slogans in active use. 
Trade Siogans, 26 T. M. Bull. 221 (1931). 

8. The Manhattan Shirt Co. v. Sarnoff-Irving Hat Stores, 19 Del. 151, 162; 164 Atl. 
246, 250 (Ch. 1933), aff'd 20 Del. 455; 180 Atl. 924 (1934); Elgin American Mfg. Co. v. 
Elizabeth Arden, Inc., 83 F. 2d 687, 688 (C. C. P. A. 1936). 

9. Wotherspoon v. Currie, L. R. 5 H. L. 508 (1872); Montgomery v. Thompson, 
A. C, 217, 8 R. P. C. 361 (1891), 41 Ch. Div. 47 (1889); Barton v. Rex-Oil Co., 2 F. 2d 
402, 405 (C. C. A. 3, 1924); 40 A. L. R. 424, modified as to extent of relief, 29 F. 2d 474 
(C. C. A. 3, 1928). Lunsford, Are Our Courts Protecting Secondary Meaning Trade-Marks? 
39 T. M. R. 767 (1949) and cases cited therein. 

10. Brooks Brothers v. Brooks, 60 F. Supp. 442 (D. C. S. D. Calif. 1945); Garrett v. 
T. H. Garrett & Co., 78 Fed. 472, 478 (C. C. A. 6, 1896). 
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primary meaning is unfair competition if it is likely to promote or cause unfair 
competition provided such a use is not dictated by commercial necessity.1! Lastly 
there is imposed upon all competitors the affirmative duty of taking all precautions 
reasonably necessary to avoid confusion.!2 

It is within the province of the court to determine whether the use refers 
to its primary or secondary meaning.!* It is the plaintiff's duty to prove that a 
secondary meaning has been established for its slogan. Where the defendant 
seeks to justify the use of a common word in order to tell the truth the courts 
have adopted a measuring stick to determine whether the use by the defendant is 
in fact necessary. If it is evident that there is no real need for the use of the 
slogan because other terms are of equal import and in common use,!* of if the 
defendant cannot offer a reasonable explanation for his use, a strong presumption 
arises that he intended to compete unfairly.’ 


IlI. Apjupicatep CasEs 


In an early American case involving a gall cure for animals, the slogan “Be 
sure to work the Horse” was protected.!® This slogan was used on the goods to such 
an extent that the product became known as the “Work The Horse Cure.” Some 
time later the defendants produced a remedy called the “Four Horse Gall Cure” 
and used the phrase “Always Work The Horse While Using This Cure.” In 
enjoining this phrase the court said: “Undoubtedly, where two persons are en- 
gaged in selling like goods, neither of them can acquire the exclusive privilege 
to aptly designate and describe them, or to attractively present them for sale, 
with appropriate directions for their use. But neither of them has the right to do 
any of these things in such manner as insidiously to mislead purchasers into the 
belief that his wares are those of his competitor; and we cannot agree that the 


resemblances in designation, description, presentment, and directions . . . may 
fairly be attributed to the fact that both parties sell remedies of the same kind, 
and intend to accomplish the same result. . . . The appellant spent a considerable 


sum in advertising, and had finally succeeded in establishing a profitable trade 
when the appellees attempted to appropriate the phraseology which it had long 
used, and so to reap the benefit of its efforts and expenditures.”!7 The slogan had 
acquired a secondary meaning and was entitled to protection. 


11. Scriven v. North, 134 Fed. 366, 375 (C. C. A. 4, 1904); Fuller v. Huff, 104 Fed. 
141 (C. C. A. 2, 1900); Delaware & H. Canal Co. v. Clark, 13 Wall. 311, 327 (U. S. 
1871); Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 118, 137 (1905). 

12. Lunsford, Ascertaining The Facts In Unfair Trade Cases, 40 T. M. R. 753, 757 
(1950); Moline Plow Co. v. Omaha Iron Stove Works, 235 Fed. 519, 524 (C. C. A. 8, 
1916) ; Shelby Oil Co. v. Powerine Co., 86 F. 2d 752, 754 (C. C. P. A. 1936). 

13. Landers, Frary & Clark v. Universal Cooler Corp., 85 F. 2d 46, 48 C. C. A. 2, 
1936). 

14. Scriven v. North, 134 Fed. 366, 375 (C. C. A. 4, 1904) ; See note 11. 

=. ever Bros. Co. v. Sitroux Company, 109 F. 2d 445, 448 (C. C. P. A. 1940); 
Paris Meaicine Co. v. W. H. Hill Co., 102 Fed. 148, 151 (C. C. A. 6, 1900); Grocers Baking 
Co. v. Sigler, 132 F. 2d 498 (C. C. A. 6, 1942); See Halliday, Making Excuses, 35 T. M 
Bull. 216 (1940) and Lunsford, Trade Morals and Famous Brand Names, 41 T. M. Rep. 923 
(1951). 

16. Bickmore Gall Cure Co. v. Karns, 134 Fed. 833 (C. C. A. 3, 1905). 
17. Id. at 834-835. 
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Similarly, an English court held that the phrase “incorporated accountant” 
had acquired a secondary meaning. The new company adopting this designation 
was enjoined from using it, nor could any if its members use it in such a way as 
to lead others to believe that they were members of the public society!® which 
had previously adopted the phrase. 


A Boston furniture dealer established a business by extensive advertising 
and adopted the slogan “The House of Dignified Credit.” The defendant became 
a tenant of an adjoining store, employed ex-salemen of plaintiff and adopted the 
motto, ‘““The House of Dependable Credit.” The Supreme Judicial Court of 
Massachusetts enjoined the use of the phrase by the defendant on the ground that 
the slogan was a symbol of goodwill.19 The court reasoned as follows: “The nearest 
approach to piracy of a trade-mark is the use of a mercantile motto similar 
in sound, form and meaning to that used by the plaintiff and likely to be mistaken 
for it. * * * The defendant has equal right with the plaintiff to solicit the patronage 
of the public. But it has no right intentionally to mislead the public to the harm 
of the plaintiff even in competition. Equity will use practicable precautions to 
prevent the defendant from deceitfully diverting the plaintiff’s customers while at 
the same time permitting the defendant to carry on its lawful business by any 
appropriate competitive methods. The principle finds frequent expression in cases 
of the wrongful use of trade-marks or other devices or designations which have 
become so connected with particular goods as to indicate the source of manu- 
facture or trade to the general public.”’?° 

In another case”! the plaintiff owned thirteen stores in New York City which 
sold nuts and candies. It adopted the slogan “Every good nut that grows” which it 
registered in the United States Patent Office in connection with its oval trade- 
mark. The defendant adopted the same color scheme used by the plaintiff and 
the slogan “Every fine nut that grows” which were used in connection with its 
ten retail stores established some thirteen years after plaintiff’s organization and 
adoption. In finding for the plaintiff the court stated: “Not only should the 
court protect the plaintiff in its business rights, but the defendant, who was illegally 
attempted to take away its competitor’s business by unfair means, should be re- 
strained, and the public protected from deception. We are of the opinion that the 
adoption by the defendant of the plaintiff's color scheme and the simulation of 
the plaintiff’s registered trade-mark and slogan clearly invaded the plaintiff's 
rights and is calculated to deceive the public. It is not necessary that the 
attempted simulation should be identical to constitute an infringement.”?? 


18. Society of Accountants and Auditors v. Goodway, 76 L. J. Ch. 384 (1907, Ch. Div.). 

19. Summerfield Co. of Boston v. Prime Furniture Company, 242 Mass. 149, 136 N. E. 
Rep. 396, 12 T. M. Rep. 387 (1922). See also Fishel & Sons, Inc. v. Distinctive Jewelry Co., 
196 App. Div. (N. Y.) 779, 188 N. Y. S. 633 (1921). 

20. 12 T. M. Rep. 387 at 392. 

21. Cash, Inc. v. Steinbook, 220 App. Div. (N. Y.) 569, 222 N. Y. S. 61, aff'd 247 
N. Y. 531, 161 N. E. 170, 17 T. M. Rep. 281 (1927). 

22. 17 T. M. Rep. 281 at 285. See also Maison Prunier v. Pruniers Restaurant & Cafe, 
Inc., 159 Misc. (N. Y.) 551, 288 N. Y. S. 529 (1936) where a New York restaurant was 
enjoined from using on its menus “Everything that the sea produces” upon the objection 
of a French concern which operated restaurants in Paris and used the slogan “tout ce qui 
vient de la mer.” (everything that comes from the sea). 
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Another New York court?® held that Stewart’s Sandwiches, Inc. which used 
the slogan “It costs no more to eat at Stewart’s” was entitled to an injunction against 
the defendant using the name “Seward’s” and the slogan, “It Costs Less To Eat At 
Seward’s.” The court concluded that intentional simulation having been established, 
any doubts as to probable and actual confusion will be resolved in favor of the 
plaintiff. The defendant had, in addition to appropriating the well known slogan, 
opened its first restaurant in competition with plaintiff’s chain of cafeterias, with 
the announcement “Coming soon! Another Seward’s Cafeteria.” 

There are other cases where slogans were protected?4 but which were reversed 
on other grounds. In each of these cases the test was as in the foregoing decisions: 
Are the slogans distinctive? Have they acquired a secondary significance? If they 
have, even though they are suggestive, laudatory, or even meaningless, they are 
entitled to protection on the theory that they are distinctive. If the slogan dis- 
tinguishes the goods of a particular manufacturer it should be protected if it is 
either unique or has acquired a secondary meaning. Some words cannot be 
appropriated, such as good, best, super-fine, deluxe, etc. A common laudatory 
epithet ought to be open to all the world and is not entitled to protection. In 
some cases slogans have not been protected because they lacked distinctiveness. 
Among these are “Good Candy—Nothing Else”;*5 “Not right-Write-Will Make 
Right” ;?© “A guaranteed mortgage is a certainteed income.’’27 

The most recent decision is Farrell v. Mennen Company.?® The plaintiff 
brought action against the Mennen Company to enjoin it from selling a skin lotion 
under the trade name “Skin Bracer.” The plaintiff is the owner of the state 
registered trade-mark, “A Real Bracer For The Hair.” The defense contended 
that plaintiff could not acquire the exclusive right to the word “Bracer.” The 
Supreme Court affirmed the trial court which had sustained defendant’s demurrer 
and dismissed the action with the comment, “A Real Bracer for the Hair” is 
used to describe something. It went on to say: 


“Yet, the very manner in which he has used it in connection with the name of 
the product which he manufactures, is, evidently to impress the public with its 


23. Stewart Sandwiches, Inc. v. Seward’s Cafeteria, 60 F. 2d 981, 148 A. L. R. 117, 
118 (D. C. S. D. N. Y. 1932). At page 982 the court wrote: “On principle and authority 
the plaintiffs motion to enjoin the defendant from using the name ‘Seward’s’ and the slogan 
‘It costs less to eat at Seward’s,’ or any other name or words calculated to lead the public 
to believe that its cafeteria is a cafeteria of the plaintiff, is granted. See Handler & Pickett, 
Trade-Marks and Trade Names, 30 Columbia Law Review 168, 759 at 196.” 

24. The use of the slogan “No this is not a Victrola” was held to be unfair competition 
and enjoined because of a competitor’s right in the slogan, “No, this is not a phonograph.” 
Estate Stove Company v. Gray @ Dudley, 41 F. 2d 462 (C. C. A. 6, 1930) vacated on 
rehearing 50 F. 2d 413 (1931) because the court erroneously assumed that the plaintiff had 
characterized its product by the advertising slogan, “No this is not a phonograph” 
and held that defendants’ “No, this is not a Victrola” tended to deceive. The fact was dis- 
covered that plaintiff’s slogan was “Looks like a phonograph but is a furnace.” Swanson 
Mfg. Co. v. Feinberg Henry Mfg. Co., 45 F. Supp. 805 (D. C. S. D. N. Y. 1943) protested 
“New Smart Way to Carry Money” but was reversed on the grounds of insufficient evidence 
of secondary meaning, 147 F. 2d 500 (C. C. A. 2, 1945). 

25. Ex Parte Chocolate Products Co., 142 M. S. 335. 

26. Ex Parte Sumner Iron Works, 147 O. G. 237 (1909). 

27. Certain-Teed Products Corp. v. Philadelphia @ Suburban Mortgage Guarantee Co., 
49 F. 2d 114 (C. C. A. 3, 1931). See also In re Dolly Varden Chocolate Co., 2 F. 2d 943 
(App. D. C. 1924). 

28. 235 Pacific Rep. 2d 128 (Utah 1951). 
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genuineness as a stimulant or tonic for the hair. In the alternative, the phrase alluded 
to, must have been used to convey an entirely different thought, for as shown by 
dictionary definitions cited by defendant, the word ‘bracer’ also means ‘that which 
braces, binds or makes firm, strengthens, steadies.’ . . . 

“Respondents did not below, and do not now contend that if appellant had 
used the word ‘bracer’ by itself, in a trade-mark sense to denote the source rather 
than some claim of functional merit of the product, it could have acquired a secondary 
meaning and thus become valid as a trade-mark or trade name. But appellant 
elected to use ‘bracer’ in a phrase and in such a manner that on the face of his 
alleged trade-mark ‘A Real Bracer For The Hair’ the word ‘bracer’ has only a 
descriptive meaning. Therein lies the basic distinction between the present case 
and those relied upon by appellant.’’29 


The rule supported by these authorities is that if the slogan is distinctive, 
non-descriptive, or possesses a secondary meaning, it will be protected against 
imitation and misappropriation. If it describes the goods, merely praises the goods, 
or is incapable of distinguishing the goods then it is open and free to all, though 
such use may constitute plagiarism. 

Why shouldn’t the same rationale apply to registration? 


IV. 


REGISTRATION OF SLOGANS 


“No trade-mark by which the goods of the applicant may be distinguished from 
the goods of others shall be refused registration on the principal register on account 
of its nature . . . Except as expressly excluded in paragraphs (a), (b), (c), and 
(d) of this section, nothing herein shall prevent the registration of a mark used 
by the applicant which has become distinctive of the applicant’s goods in commerce.®° 
















The term mark includes any trade-mark, service mark, collective mark, or certifica- 
tion mark entitled to registration under this Act whether registered or not,’’3! 


‘The Patent Office, nevertheless, has been reluctant to register slogans on the 
Principal Register, though it had registered advertising slogans under the Act of 
1905."" It is necessary to distinguish between the slogan that serves only an adver- 
tising function, and which is not registrable, and the slogan that functions as a 
trade-mark. It it is noan-distinctive and merely a laudatory phrase it cannot serve 
as a means ot identihcation at arigin, but Hott is non-deseriptive and serves to 
identity the saurce al the product it appears ta quality for registration an the 
Wiineipal Register wader the platy terms at the statute 
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Likewise, “Look for the Name in the Selvage” was found not to function as a 
trade-mark because the words “identify or distinguish nothing.”®° Assistant Commis- 
sioner Daniels reasoned that the registration of the slogan “must be refused unless 
the words constitute a trade-mark and function as such to identify the goods of the 
applicant and to distinguish them from those manufactured or sold by others 
Section 2 of the Act is, however, one for the registration of trade-marks and unless 
the material submitted is a trade-mark and functions as such it is not eligible for 
registration on the Principal Register.”°® The slogan was subsequently accepted for 
registration on the Supplemental Register.*7 

The Patent Office refused to register “Mention the Geographic—It Identifies 
You” which was described as a “mere laudatory advertising phrase.”** ‘Taste the 
Taste” was also rejected as “merely a laudatory descriptive expression.”*® ‘Sleeping 
is Serious Business” (for mattresses) was held to have no trade-mark significance on 
the ground it is incapable of identifying applicant’s goods and distinguishing them 
from those of others.*° Assistant Commissioner Klinge declined to hold that “Best 
in the Long Run” serves the purpose of a trade-mark capable of distinguishing appli- 
cant’s goods.*! 

The American Enka case** is of special interest. Here Mr. Daniels held that 
“The Fate of a Fabric Hangs by a Thread” is not registrable on the Principal Reg- 
ister since it is mere advertisement and does not indicate origin of goods. More- 
over, he stated that “slogans as such cannot be considered registrable on the Prin- 
cipal Register. Only in connection with the Supplemental Register and with service 
marks are slogans referred to in the Act as registrable,”’** 

Two years later in a R, S, 4915 proceeding the District Court of the District 
of Columbia held that “The Fate of a Fabric Hangs by a Thread” is registrable on 
the Principal Register under the 1946 Act,** and directed the Commissioner of Pat 
ents to register the slogan. The court filed no opinion, The significance of the 
decision lies in the holding that slogans may function as trade-marks and that this 


one is eligible for registration under the 1946 Act 


V. ANALYSIS 
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Mr. Walter J. Derenberg prophesied that the outcome of the American Enka 

litigation would determine the future policy of the Patent Office on this question.*® 
The publication of the Morton Salt Company’s slogan “When It Rains It Pours” 
in the Official Gazette apparently confirmed this impression.47 However, when the 
owner of “Best in the Long Run” petitioned for rehearing, the Assistant Commis- 
sioner adhered to his previous ruling on the ground that the reversal of the Com- 
missioner’s decision is not controlling since the marks are entirely different.*® 

Shortly thereafter registration was denied ““The Music You Want When You 
Want It” as a service mark in connection with a serial radio program on which the 
owner’s phonograph records are played.*® The Assistant Commissioner took the view 
that the slogan primarily advertises the records played on the program, even though 
it may function to identify a program which is a sales promotion program. He 
pointed out that applicant neither sells nor advertises a service which others use 
and which would bring it within the provisions of the statute. So here we have a 
slogan which does identify a program, distinguishes it from others but is not 
registrable.°° It is believed that a contrary holding would be consistent with 
Congressional intent. One commentator has pointed out that the history of this 
legislation indicates an intention on the part of Congress to give the right of 
registration and protection to marks, names, symbols, designations, slogans, char- 
acter names and distinctive features of radio advertising.°1 She cites testimony of 
witnesses who gave as examples a bar of music or song which identifies a radio 
program and the tobacco auctioneer of the American Tobacco Company, and pre- 
sumes that they are “entertainment services.” However, the author says the language 
is ambiguous and apparently does not clearly express the true intent of the Congress. 
The question still open is whether the slogan is registrable as a trade-mark rather 
than a service mark. 

Subsequently “A Truly Fine Pale Beer” was ruled not registrable on Supple- 
mental Register on the stated ground it is incapable of distinguishing applicant’s 
goods.®* This holding appears to be inconsistent with previous action by the Office 
in permitting applications to be amended to come under Supplemental Register.®* 

These cases, together with a case dealing with the registration of packages, 
call for further examination. 


In Ex Parte Minnesota Mining @ Mfg. Co.,5* Examiner-in-Chief Federico 


46. The Third Year of Administration of The Lanham Trade-Mark Act of 1946, 40 
T. M. Rep. 914 at 915 (1950). 

47. Official Gazette for February 19, 1952 at page 631. 

48. Ex Parte The B. F. Goodrich Company, 92 U. S. P. Q. 148 (1952). 

49. Ex Parte Radio Corporation of America, 92 U. S. P. Q. 247 (C. P. 1952); See 
Fawcett, Protecting The Trade-Marks Fostered by Radio, 29 T. M. Bull. 148 (1934). 

50. Allen, Service Marks for Services Connected With the Sale of Merchandise Bearing 
the Mark, 39 T. M. Rep. 973 (1949). 

51. ROBERT, THE NEW TRADE-MARK MANUAL, 41, 42, et seq. (1947); Hear- 
ings on H. R. 102, H. R. 5461 and S. 895, 75th Congress, Ist Session, p. 174, et seq. 

52. Ex Parte San Francisco Brewing Corporation, 92 U.S. P. Q. 286 (C. P. 1952). 

53. See note 37 supra CALLMANN, UNFAIR COMPETITION AND TRADE- 
MARKS 2140 (1951). 

54. 92 U.S. P. Q. 74 (1952); But see Miller Brewing Company v. Blatz Brewing Com- 
pany, 90 U. S. P. Q. 360 (Wisc. Cir. Ct. 1951) where the use of the Blatz Beer Bottle was 
enjoined on the ground that it was confusingly similar to the package used by Miller for 
its “High Life” Beer. The court held the Miller bottle to be distinctive and that it has 
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held that packages and configurations of goods cannot be registered on the Principal 
Register under the 1946 Act. His decision was based on two grounds: first that an 
article of this nature cannot, under the provisions of the statute, be registered as 
a trade-mark on the Principal Register but is confined to the Supplemental Register; 
and secondly, the article is the subject of a design patent and for this added reason 
cannot be registered as a trade-mark. The Examiner did not deal with the issue 
of distinctiveness basing his conclusion on the identical reasoning of the Patent 
Office in the American Enka case. His opinion is in part as follows: 


“The word ‘mark’ is defined in two places in the Act. The first place is in 
Section 23, relating to registration of ‘marks’ on the Supplemental Register, where 
the definition reads: 

“For the purposes of registration on the supplemental register, a 
mark may consist of any trade-mark, symbol, label, package, configuration 

of goods, etc.’ 


“This definition is by its terms limited to registration on the Supplemental 
Register and it is hence not proper to resort to this definition for the purposes of 
registration on the Principal Register. The second place in which the word ‘mark’ 
is defined is in Section 45, which Section contains a list of definitions of terms. 
There is nothing in this second definition relating to packages or configuration of 
goods, or which has the effect of eliminating the limitation in the first definition, 
it merely indicates that the word ‘mark’ is sometimes used in the Act in place of 
trade-mark, service mark, etc.55 


“Only in connection with service marks are slogans referred to in the Act as 
registrable, and no statements or reports in connection with the Congressional Hearings 
have been pointed out to me, which appear to bear out applicant’s contention that ‘The 
Congressional Hearings indicate that there was an intent to grant the right of registration 
to all trade slogans used in commerce,’ except with respect to Service Marks and 
Supplemental Register registrations which need not be considered here.” 


He elaborated on the definition of a trade-mark and found there is no fundamental 
difference between the definition in the 1946 Act and the definition in the 1905 Act. 
As one authority he cites The New Trade-Mark Manual by Robert.°® Had he 
pursued the text a little further he would have come on this passage: 
“Packages and configuration of goods which have become distinctive through 
use may be registrable on the principal register under Section 2(f). That section 
provides that nothing in the Act shall prevent the registration of ‘marks’ which have 
become distinctive. ‘Marks’ are defined as trade-marks, service marks, collective 


marks and certification marks entitled to registration, whether registered or not. 
Since packages and configuration of goods are entitled to registration under the Act, 





become a “famous package.” Finding of Fact No. 9 reads as follows: “Plaintiff’s package in 
which its beer is sold has acquired a secondary meaning, as indicating origin in the plain- 
tiff.” Cf. Lucien Lelong, Inc. v. Lenel, Inc., 181 F. 2d 3, 4 (C. C. A. 5, 1950) where the 
court held “there can be no trade-mark in a package, the shape of a bottle, or a letter of 
the alphabet.” Does the decision imply that “GE,” “B-1,” “3-M” and “RCA” are not valid 
trade-marks? See also Lucien Lelong, Inc. v. Lander Co., 164 F. 2d 395 (C. C. A. 2, 1947) 
which denied relief because the bottle had not acquired a secondary meaning and there was 
no confusion; cf. Lucien Lelong, Inc. v. George W. Button Corp., 50 F. Supp. 708 (D. C. 
S. D. N. Y. 1943) where same plaintiff enjoined defendant from selling cologne in similar 
bottles because confusion had resulted; Greenberg, The Grouped Letter Type of Trade-Mark, 
37 T. M. Rep. 515 (1947); Janssen, Can Bottles Be Trade-Marks? Glass Packer, March 
1948; Pemberton, op. cit. supra, note 6. 

55. Ibid at 75. cf. Daniel’s language in the American Enka case, op. cit. supra note 42, 
at page 479: 

56. Op. cit. supra, note 51 at pp. 4 and 5. 























































418 TRADE-MARK BULLETIN 42 T.M.R. 





it would seem to follow that if they have become distinctive they are registrable 

on the principal register. . . . Congress having made specific provision in the new 

Act for the registration of packages and configuration of goods which are capable 

of distinguishing, the matter of their appropriation as marks should be definitely 

settled for the future.”57 
Certainly Robert’s manual is not authority for the conclusion reached in the Scotch 
Tape case. Other commentators support Robert’s views.°* 

In a R. S. 4915 proceeding,®® District Judge Youngdahl ruled in terms that a 
package cannot be registered on the Principal Register. The plaintiff was seeking 
to register a design consisting of alternate dark and light stripes on batteries. The 
Court concluded that the issue was res judicata since the Court of Customs and 
Patent Appeals had twice before refused registration.®° The Court went on to say: 
“Registration of a particular package or dress of goods on the principal register 
does not seem to be contemplated. This conclusion is fortified when one considers 
that Section 23, relating to the Supplemental Register, contains a special definition 
of marks which includes ‘libel, package, configuration of goods, * * *’ The omission 
of reference to labels or dress of goods in connection with the principal register 
and the inclusion thereof on the supplemental register would seem to indicate an 
intention to confine such matters to the supplemental register. The text writers 
since the 1946 Act have confirmed this conclusion.”®! (Italics supplied). 

The commentators referred to are Nims, Amdur and Derenberg.®* Mr. Nims’ 
book does not deal with the Lanham Act. Amdur merely quotes the Act without 
comment. It is a case of Derenberg against Robert, Callmann and Ladas who were 
all overlooked by the court. The conclusion of the court is sweeping and its logic 
conflicts with his colleague’s opinion in the American Enka case. 

Daniels in the American Enka case, relied on the same reasoning Federico 
adopted in the M. & M. Scotch Tape case. He did advance the theory that the 
slogan did not distinguish or identify any particular thread. Federico did not 
comment on whether the Scotch Tape container was distinctive or not but con- 
cluded that a package, no matter if it is unique or distinctive, is not registrable on 
the Principal Register. Daniels agreed with him that slogans as such cannot be 

57. Ibid at 67. 

58. CALLMANN, op. cit. supra, note 2, at 2137: “The new Act expressly states that 
the configuration of goods is to be treated as a mark ‘for the purpose of registration on the 
Supplemental Register’ and it should also be entitled to registration on the Principal Register 
under section 2(f) of the Act, after the configuration has obtained a secondary meaning.” 
Ladas, The Lanham Act and International Trade, 14 Law & Cont. Prob. 269 at 278 (1949): 
“The Act provides for registration on the supplemental register of such marks as labels, 
packages, slogans, numerals and combinations thereof. Our common law theory is that these 
marks were protected under the law of unfair competition wherever it could be shown that 
they had acquired a secondary meaning, i.e., had come to identify the claimants’ goods. The 
intention of the legislature was to place these marks on the register in advance of their 
having achieved the status of secondary meaning marks and with the expectation that if 
their use is continued they may achieve such status. It follows from the above that, if this 
status has in fact been reached, such marks may be placed on the principal register Section 
2(f)”; contra: Derenberg, Second Year of Administration of The Lanham Act, 39 T. M. 
Rep. 657 (1948); cf. Ladas, Trade-Marks and Foreign Trade, 38 T. M. Rep. 278 at 286 
(1948). 

59. Burgess Battery Co. v. Marzall, 101 F. Supp. 812 (D. C. D. Col. 1952). 

60. In re Burgess Battery Co., 112 F. 2d 820 (C. C. P. A. 1940); Application 
of Burgess Battery Co., 142 F. 2d 466 (C. C. P. A. 1944). 

61. Op. cit. supra, note 59 at 814. 

62. NIMS, LAW OF UNFAIR COMPETITION, 4th Ed. 331 (1947); AMDUR 


TRADE-MARK LAW & PRACTICE, 40 (1948) and DERENBERG, Second Year of 
Administration of the Lanham Act, 39 T. M. R. 657, 658 (1949). 





»tch 


it a 
ing 
The 
ind 
ay : 
ter 
ers 
ion 
on 
ter 
an 


3 ee 


at 
ie 


” 


Gow ee 


Cad 


“ SB PA CD 





42 T.M.R. THE PROTECTION OF TRADE SLOGANS 419 





registered on the Principal Register. In discussing the definition of a trade-mark, he, 
too, refers to The New Trade-Mark Manual but sought to distinguish the author’s 
statement: “The Congressional Hearings indicate that there was an intent to 
grant the right of registration to all trade slogans used in commerce” by pointing 
out that the quotation is taken from a section dealing with Service Marks.®* But the 
Manual also contains this statement: “The legislative history indicates a desire on 
the part of Congress to give the right of registration and protection to marks, names, 
symbols, designations, slogans, character names and distinctive features of radio 
advertising.”®* The Assistant Commissioner did not cite Callmann or Ladas, both 
of whom are in disagreement with Derenberg.® 

Callmann® is of the opinion that a slogan should be admitted as a mark on 
the Principal Register if it is distinctive and is used in connection with the goods or 
services as prescribed by the Trade-Mark Act. The court decision in the American 
Enka case adopts this view. 

Section 2(f) of the present Act provides for the registration of “a mark used 
by applicant which has become distinctive of the applicant’s goods in commerce” 
unless “expressly excluded in paragraphs (a), (b), (c), and (d)” of the Section. 
This language is similar to that contained in the “ten-year proviso” of the Act of 
1905. That provision is a statutory adoption of the common law principle which 
extends to secondary meaning trade-marks if they were in exclusive use during the 
ten year period prior to February 20, 1905. The new Act provides for the registra- 
tion of secondary meaning marks,®? without the ten year limitation. 

Marks which are capable of distinguishing applicant’s goods and not registrable, 
under Section 2(e), may be registered on the Supplemental Register. When such 
a mark becomes distinctive it is registrable under Section 2(f). Section 27 provides 
that “registration of a mark on the Supplemental Register . . . shall not preclude 
registration on the Principal Register.” Five years after the mark has been registered 
on the Supplemental Register, assuming no cancellation proceedings are instituted, 
the mark may be registered on the Principal Register.®* If distinctiveness has already 
been achieved, why should the applicant be required to register on the Supplemental 
Register? If the mark has acquired a secondary meaning sufficient to warrant com- 
mon law protection against unfair competition it should certainly be entitled to be 
registered under Section 2(f) which is a legislative adoption of the common law 


63. Ex Parte American Enka Corp., 51 U.S. P. Q. 476 at 478 (C. P. 1949). 

64. ROBERT, op. cit. supra at 41, see also 67 (1947), and note 57 supra. 

65. Derenberg, The Lanham Trade-Mark Act of 1946, 38 T. M. Rep. 831 at 835 
(1948). He cites some decisions under the 1905 Act: Burmel Handkerchief Corp. v. Cluett, 
Peabody & Co., 127 F. 2d 318 (C. C. P. A. 1942) which denied registration to “Handker- 
chief of the Year”; and Ex Parte Van Raalte Co., Inc., 73 U. S. P. Q. 490 (C. P. 1947) 
which denied registration of “Because you love nice things” on the 1920 register; and 
Ex Parte Kram, 64 U. S. P. Q. 308 (C. P. 1945) which also rejected “For pure enjoyment” 
under the Act of 1920; also Coca-Cola Co. v. Snow Crest Beverages, Inc., 162 F. 2d 280 
(C. C. A. 1, 1947) to the effect that plaintiff could not complain of defendants’ use of 
“Delicious Refreshing”; cf. The Coca-Cola Company v. Niles, Opp. No. 20,525 (1941) where 
the owner of “The Pause That Refreshes” successfully opposed the registration of “Pause” 
for an orange drink. 

66. CALLMANN, op. cit. supra at 2140 (1951); see also Ladas, op. cit. supra, 
note 58 at p. 278. 

67. ROBERT, THE NEW TRADE-MARK MANUAL, 48, 53 (1947); Lunsford, 
Are Our Courts Protecting Secondary Meaning Trade-Marks? 39 T. M. Rep. 767 (1949); 
Merriam v. Saalfield, 198 Fed. 369 (C. C. A. 6, 1912); Davids v. Davids, 233 U. S. 461 at 
468, 471 (1913). 

68. Diggins, The Lanham Trade-Mark Act, 37 T. M. Rep. 419, at 447, 448 (1947). 
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doctrine.*® The history of the Act clearly indicates that one of its purposes was to 
make registrable all marks protectable at common law. 


V. Common Law 


There exists at the moment a situation in which a slogan may be registered on 
the Principal Register, while a package cannot. This conflict is pointed up by the 
fact that the identical provisions of the Act govern the registrability of both slogans 
and packages. This patent inconsistency should be resolved in favor of the regis- 
tration of packages which definitely perform the functions of trade-marks. Such a 
result is in keeping with elementary principles of Trade-Mark Law, and is believed 
to be in harmony with the Congressional intent as expressed in the 1946 Act. 

It is hoped that the Court of Customs and Patent Appeals will soon have an 
opportunity to resolve this conflict.” 


69. See note 58 supra. 

70. In Andrew K. McPartland, Inc. v. Montgomery Ward & Co., 164 F. 2d 603 
(C. C. P. A. 1947) the court, in view of the importance of the question of the applicability 
of the Lanham Act and the intent of Congress in its enactment to the members of the bar, 
requested briefs on the question from interested lawyers who did not represent the parties. 
Certainly well known slogans should receive adequate protection and if registration is sought 
the question should be determined after a comprehensive study and consideration. For a 
list of valuable slogans see ‘““Have You The Answers?” 35 T. M. Bull. 54 (1940); Trade-Mark 
Ownership as a Property Right, 29 T. M. Bull. 247 (1934) and Chapman, Marketing Ideas, 
29 T. M. Bull. 299 (1934). As in the case of slogans some packages were registered under 
the Act of 1905, some of which are Gulden’s Jar, Serial No. 105,787; and Benedictine bottle, 
Serial No. 60,241. See notes 32 and 54, supra. 


Qu Memoriam 


ERNEST F. KLINGE 


It is with profound regret that we here report the death of Ernest F. Klinge, Assist- 
ant Commissioner of Patents, on May 4, 1952. 


Mr. Klinge was in charge of hearing and deciding appeals in Patent Office trade- 
mark proceedings, and the pages of The Trade-Mark Reporter, beginning in 1950, 
contain many important decisions from his pen on various phases of trade-mark law. 
Even curing his relatively short period of service in the office of Assistant Commissioner, 
which has been so abruptly terminated by his death at the age of 62 years, Mr. Klinge 
has made an outstanding contribution to the progress of trade-mark law and particularly 
to the interpretation of the Trade-Mark Act of 1946. When he was appointed Assist- 
ant Commissioner early in 1951, he could already look back upon a distinguished 
career in the Patent Office of over 30 years. He had been an Examiner-in-Chief and 
Member of the Board of Appeals for some years, having been appointed to the Board 
by the late President Roosevelt in October 1942. 


Mr. Klinge was considered by those within and without the United States Patent 
Office as an outstanding example of a career public servant, who devoted himself to 
public welfare both in his professional and private life. Those who were privileged 
to work with him in the Office or to argue cases before him will miss his unfailing 
courtesy and cooperation, as well as his fair, clear and judicial approach toward any 
legal question upon which it had been his duty to pass judgment. 












BOOK REVIEW 


BOOK REVIEW 


“TrapE-Mark Desicn,” edited by Egbert Jacobson.* 

The complete title of this interesting new book is “Seven designers look at 
trade-mark design.” This is one of the most provocative studies of the nonlegal 
aspects of trade-marks which have been published in many years. The authors of 
the book are distinguished designers and experts in the field of advertising. It is 
refreshing for the legal expert to have his attention taken off the many legal techni- 
calities brought about by the enactment of the Trade-Mark Act of 1946 and drawn 
to some of the more important collateral factors which should be considered in 
selecting a new and effective trade-mark. 

The first and most comprehensive chapter is a profusely illustrated historical 
review of factory marks and trade-marks used in ancient days and throughout the 
Middle Ages. Mr. Bernard Rudofsky’s study of famous old pottery marks, cattle 
marks, printers’ marks, etc., is in itself a valuable contribution to the existing litera- 
ture on the history of trade-marks. 

The short article by Mr. Herbert Bayer has an interesting review of certain 
types of well-known trade-marks as we know and use them today. He distinguishes 
the following five categories: 1) names which have grown out of an advertising 
idea or which are psychologically associated with a slogan, such as “Rock of 
Gibraltar” and “His Master’s Voice”; 2) marks consisting of a symbol without any 
lettering; 3) composite marks consisting of both a picture and lettering, such as the 
Flying Horse (‘‘Mobilgas”) ; 4) those which prominently display a name or initials 
within a design, such as “G. E.,” “Chevrolet,’ etc., and, finally, 5) arbitrarily 
coined marks, such as “Kodak.” 

The following essay by Mr. Alvin Lustig, “Formal Values in Trade-mark 
Design,” emphasizes the importance of the ability of a trade-mark to “resist 
change” and also points out that it is a frequent misconception that a trade-mark 
must necessarily “tell a story.” 

Mr. Paul Rand, in an article on ““The Trade-mark as an Illustrative Device,” 
traces the use of certain well-known trade-marks through a series of advertisements 
and periodical literature. 

Perhaps the most interesting article from the lawyer’s point of view is that by 
Mr. Will Burtin on “Trade-marks and Trade Names.” It will be noted that the 
author does not use these words in their accepted legal meaning, but refers to pic- 
torial and design marks as “trade-marks,” while word marks, such as “Kelvinator” 
or “Kodak” are referred to as “trade names.” Mr. Burtin, too, emphasizes that in 
more recent years it has become recognized that a trade-mark should not neces- 
sarily “tell a story” but that the two most important qualities of an effective trade- 
mark today are its visual effect and its sound effect. He reproduces an interesting 
chart of a series of well-known trade-marks, which are given ratings for their 
effectiveness from these points of view. This is accompanied by a description of the 





* The publisher is Paul Theobald, Chicago (1952). The book is specially featured by 
Museum Books, Inc., 48 East 43rd Street, New York, through whose courtesy the attention 
of the Association was drawn to the book. 
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changes that have occurred over the years in a famous trade-mark such as “Upjohn,” 

which was first advertised in a story-telling surrounding but which, today, as the 
result of modern “trade-mark thinking,” is used and advertised as a simple word 
trade-mark without any additional descriptive or suggestive wording or pictorial 
matter. The author stresses that sound effect has, of course, become more and 
more important in view of modern radio advertising, although television now makes 
it advisable to devise a trade-mark which is equally attractive both from a visual 
and a sound point of view. 

Mr. H. Creston Doner’s article on “The Trade-mark in Product Identification” 
gives the varied history of a famous trade-mark, “L O F,” and the various phases 
through which the development of this trade-mark went before it was adopted in 
its present form. 

Finally, Mr. Jacobson’s article (Mr. Jacobson acted as editor of the entire 
book) is a profusely illustrated story of the various methods in which trade-marks 
are presently applied in various industries and trades. Mr. Jacobson also adds a 
fascinating chapter on “Some Principles of Visual Communication,” from which 
the reader will learn to his astonishment that there are many principles of optical 
illusion which should be considered in the designing of an effective trade-mark. 

It is the reviewer’s opinion that this is the type of book which may well bring 
about a closer understanding between lawyers and advertising experts; it furnishes 
a tool to the lawyer enabling him to test the value and effectiveness of his client’s 
newly adopted trade-mark in the light of accepted artistic and psychological 
standards in the field of design. 

If the advertising expert is equally willing to adapt a suggested new trade- 
mark to the technical requirements of the law, the trade-mark which is the result of 
such combined legal and artistic efforts should in most instances prove a powerful 
message of the owner’s good will. 

“Trade-mark Design” is recommended to the members of the Association and 
to trade-mark owners in general as a challenging study of the artistic and psycho- 
logical aspects of trade-marks and trade names, as interesting and enjoyable reading, 

and as a permanent contribution to existing literature in this field. 





1. Reviewed by Walter J. Derenberg. Mr. Derenberg is a member of the New York 


Bar and Chairman of the International Committee of The United States Trade-Mark 
Association. 


TRADE SLOGAN 
Standard Oil Company of California, a 


Delaware corporation, doing business as 
Signal Oil Company, San Francisco, Calif. 


Registered with The United States Trade-Mark Association 
April 14, 1952 
“Rocking Chair Ride . . . Signal Lubrication” 
In use since April, 1952. 















EUREKA WILLIAMS v. WILLOUGHBY 


PART II 


EUREKA WILLIAMS CORPORATION v. WILLOUGHBY MACHINE 
AND TOOL COMPANY 


No. 5835—C. C. P. A.—January 29, 1952 


OpposiITIONS—Basis OF RELIEF—GENERAL 
Because of differences of facts, prior adjudications as to registrability of other con- 
tested marks are not controlling except as to principles of trade-mark law enunciated 
therein. 
In an opposition proceeding, validity of opposer’s previously registered mark 
cannot be challenged. 


TraDE-Marxs—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
Prefix “Therm” or “Thermo,” as applied to thermostatically controlled heating 
equipment, can have no trade-mark significance because it is merely descriptive of the 
goods. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Thermomatic” held confusingly similar to “Oil-O-Matic,” used on similar goods, 
under 1905 Act. 
Appeal from Commissioner of Patents. 
Trade-mark opposition by Eureka Williams Corporation against Willoughby 
Machine and Tool Company. Opposer appeals from dismissal of notice of opposi- 
tion. Reversed. 


E. J. Balluff (Francis D. Thomas, of counsel) for Opposer-appellant. 
Michael Williams (Russel N. Low, of counsel) for Appellee. 


Before Garrett, Chief Judge, and Jackson, O’Connell, Johnson, and Worley, 
Associate Judges. 


O’ConnELL, J.: 


This opposition was instituted in the Patent Office on January 10, 1948, by 
appellant, owner of the trade-mark “Oil-O-Matic,” against appellee, owner of 


the mark “Thermomatic,” which appellee sought to register and apply in the sale 
of gas conversion burners having automatic and thermostatic controls. Appellant’s 
mark had been previously registered and used by it and its predecessor in interest 
since June 16, 1925, and applied throughout the nation and among other nations 
in the sale of goods of the same descriptive properties. Appellant relied on prior 
use of its mark since January 15, 1920, while appellee asserted use of its mark since 
January 17, 1946. 

The Examiner of Interferences sustained appellant’s opposition on the ground 
that appellee’s mark was confusingly similar to that of appellant. On appeal, the 
Assistant Commissioner of Patents, acting for the commissioner, reversed the 
decision and held that when the contested marks are considered in their entireties, 
there is no such resemblance between them as to indicate any likelihood of confusion 
as to the origin of the goods when concurrently applied to those of the respective 
parties. From that decision this appeal was taken. 
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The proceedings in the Patent Office and the appeal here have been conducted 
under the provisions of the Trade-Mark Act of 1905. Before the tribunals of the 
Patent Office the respective parties each cited a group of prior adjudications as to 
the registrability of other contested marks. The examiner adopted those cited by 
the opposer in sustaining its position while the commissioner adopted the applicant’s 
citations in reversing the examiner. 

This court has repeatedly held that because of the difference in facts in various 
cited cases, such cases are without controlling value here, except as to the principles 
of trade-mark law enunciated or exemplified therein. On the latter basis, however, 
this and other federal courts have always had, and will continue to have, recourse 
to such citations.1 

In an opposition proceeding under the act of 1905 the validity of an opposer’s 
previously registered mark cannot be challenged.* Moreover, confusing similarity 
is by no means the sole ground upon which the registration of an applicant’s mark 
may be rejected under section 5 of that act. 

The Examiner of Interferences held on the record presented that the term 
“omatic,” identical in both marks, was the predominant feature of the contested 
marks and the only one capable of indicating origin of the respective goods* which, 
concededly, are goods of the same descriptive properties: 

On the record here presented, the opposer’s mark “Oil-O-Matic” must be 
deemed to be an arbitrary technical trade-mark, and as applied to oil burners, the 
word “QOjil’ contained in the mark is obviously of little trade-mark significance, 
leaving the term “O’Matic” as the only arbitrary feature thereof with the capacity 
for indicating origin. In the applicant’s mark “Thermomatic,” as applied to heating 
devices, the prefix portion “Therm” thereof obviously is also descriptive and hence 
is incapable of indicating origin thereof, and moreover the term is just as applicable 
in connection with the opposer’s devices as it is with those of the applicant, 
and the remaining portion of the applicant’s mark is essentially identical with the 
corresponding portion of the mark of the opposer. 


Appellee in addressing its appeal to the Commissioner of Patents assigned the 
finding of the examiner hereinbefore set forth as one of the reasons of appeal upon 
which the applicant relied. That contention was thus disposed of in the decision 
of the commissioner: 


The initial portion of applicant’s mark is highly suggestive, if not actually 
descriptive as applied to heating equipment. I cannot, therefore, find that the 
differences in the prefixes necessarily indicate that the marks, considered in their 
entireties, are lacking in similarity. 


1. Beckwith v. Commissioner of Patents, 252 U.S. 538, 545, 546; Williams Oil-O-Matic 
Heating Corp. v. Edward P. Bliss, Jr., 19 C.C.P.A. (Patents) 821, 54 F. (2d) 430, 12 U. S. 
Pat. Q. 43; Kelvinator Corp. v. Norge Corp., 25 C. C. P. A. (Patents) 857, 94 F. (2d) 384, 
36 U. S. P. Q. 319; Syncromatic Air Conditioning Corp v. Williams Oil-O-Matic Heating 
Corp., 27 C. C. P. A. (Patents) 1010, 109 F. (2d) 784, 44 U. S. P. Q. 598; Langendorf 
United Bakeries, Inc. v. General Foods Corp., 29 C. C. P. A. (Patents) 831, 835, 125 F. 
(2d) 159, 52 U.S. P. Q. 323. 

2. E. Daltroff & Cie v. V. Vivaudou, Inc., 19 C. C. P. A. (Patents) 715, 53 F. (2d) 
536, 11 U. S. Pat Q. 54; Coty, Inc. v. Perfumes Habana, S. A., 38 C. C. P. A. (Patents) 1180, 
1185, 190 F. (2d) 91, 90 U. S. P. Q. 224. 

3. Frankfort Distilleries, Inc. v. Kasko Distillers Products Corporation, 27 C. C. P. A. 
(Patents) 1189, 111 F. (2d) 481, 45 U. S. P. Q. 438; American Brewing Company Inc. v. 
Delatour Brewing Corporation, etc., 26 C. C. P. A. (Patents) 778, 100 F. (2d) 253, 40 
U. S. P. Q. 173. 
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The following pertinent definitions are quoted from Webster’s New Interna- 


tional Dictionary, Second Edition, 1949: 


Therm. A combining form from Greek thereme, heat * * *. 

Thermo, therm. Comb. form, Greek thermo-, therm-, from therme, denoting 
heat, * * *. 

Thermostat, n. 1. An automatic device for regulating temperature by opening 

or closing the damper of a heating furnace, regulating supply of gas, or the 

hike; * * %, 

Thermostatic, adj. Of or pertaining to, or made or effected by, the thermostat. 

Appellant moved without success for reconsideration of the commissioner’s 
peculiar holding on the point in question. There is no escape from the conclusion, 
however, that the prefix of appellee’s mark is merely descriptive of the merchandise 
within the purview of the statute. 

In that connection appellant has cited and quoted here as pertinent and con- 
trolling the following excerpt from the opinion of the late Judge Hatfield in the 
case of The Bon Ami v. McKesson & Robbins, Inc., 25 C. C. P. A. (Patents) 826, 
829, 93 F. (2d) 915, 36 U. S. P. Q. 260: 


If all that a newcomer in the field need do in order to avoid the charge of 
confusing similarity is to select a word descriptive of his goods and combine it 
with a word which is the dominant feature of a registered trade-mark so that the 
borrowed word becomes the dominant feature of his mark, the registered trade-mark, 
made valuable and outstanding by extensive advertising and use, soon becomes of 
little value, and, of course, each of the subsequent imitating trade-marks (and there 
would be many) is of value only to the extent that its users are trading on the good 
will of the owner of the original registered trade-mark. 


Appellant’s mark is of great value and others using the suffix thereof are 
required to eliminate by an appropriate prefix or otherwise deceptive simulation of 
appellant’s mark as to a whole. Here the prefix “Therm” or “Thermo” as applied 
to thermostatically controlled heating equipment can have no trade-mark signifi- 
cance because it is merely descriptive of the merchandise and just as applicable 
to the opposer’s goods as it is to those of appellee.* 

Appellee by the intermeshing of two descriptive words, both of which are on 
everybody’s tongue in this highly automatic age, has come up with a mark or 
simulating device which describes two predominant attributes of the merchandise 
to which the marks of both of the parties are attached. 

By dropping the consonants “st” from the third syllable of the word “thermo- 
static” and replacing them with the letter “m” appropriated from the third syllable 
of appellant’s mark, appellee has immediately placed itself in the position to reap 
in no small measure the reward which appellant has developed over a generation 
not only by a vast expenditure for advertising but also by rendering an eminent 
service of the highest quality and dependability to the public everywhere. The 


4. In re Crucible Steel Co. of America, 38 C. C. P. A. (Patents) 764, 185 F. (2d) 
692, 88 U. S. P. Q. 104. 
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substitution of such letters for one another is not a variation of sufficient significance 
to avoid the mandate of the statute.® 
For the reasons stated, the decision of the Commissioner of Patents is reversed. 
Johnson and Worley, J.J., dissent. 


IN RE BLUE LAKE PRODUCERS COOPERATIVE ETC. 
No. 5847—C. C. P. A.—January 29, 1952 


Trape-Mark Act oF 1946—REGISTRABILITY—SECTION 23 
TRADE-MarKs—REGISTRABILITY—GENERAL 
1946 Act provides for continuation of 1920 Act Register by means of Supplemental 
Register. 
Trape-Mark Act or 1946—REGISTRABILITY—SECTION 23 
TrADE-MAarKs—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—GENERAL 
The word “Oregon” held geographically descriptive and the words ‘Fruit Products” 
are primarily descriptive. 
There can be no monopoly or exclusive use of geographical terms or descriptive 


words and such terms cannot perform essential trade-mark function except as provided 
by Supplemental Register. 


TraDE-MarKks—DomINANT FEATURE—GENERAL 
Descriptive terms cannot serve as dominant part of mark. 


Trape-Marxks—Marxks Not ConFusinGLy SimiLAar—ParTIcuLAR INSTANCES 
“Oregon’s Finest,” used on canned and frozen vegetables, held wholly different, 
in sound, meaning and appearance, from “Oregon Fruit Products,” used on canned 
fruits, preserves and jams, and registrable on Supplemental Register, under 1946 Act. 


Appeal from Commissioner of Patents. 


Application for registration of trade-mark by Blue Lake Producers Cooperative 
(name changed to Blue Lake Packers, Inc.) Applicant appeals from refusal of 
registration, on Supplemental Register, under 1946 Act. Reversed. 

Kimmel & Crowell (George P. Kimmel, and A. Harry Crowell, of counsel) of 

Washington, D. C., for Applicant-appellant. 

E. L. Reynolds (H. S. Miller of counsel) of Washington, D. C., for Commissioner 


of Patents. 


O’ConNELL, J.: 
This is an appeal taken pursuant to the provisions of the Act of July 5, 1946 
from the decision of the Examiner In Chief of the Board of Appeals of the United 


5. See Burmel Handerchief Corp. v. Cluett, Peabody & Co., Inc., 29 C. C. P. A. 
(Patents) 1024, 127 F. (2d) 318, 53 U. S. P. Q. 369; The Coshocton Glove Company v. 
Buckeye Glove Company, 24 C. C. P. A. (Patents) 1338, 1343, 90 F. (2d) 660, 664, 34 
U. S. P. Q. 64, 67. See also Celanese Corp. of America v. Vanity Fair Silk Mills, 18 
C. C. P. A. (Patents) 958, 47 F. (2d) 373, 8 U. S. Pat. QO. 232; Guggenheim v. Cantrell & 
Cochrane, 56 App. D. C. 100, 10 F. (2d) 895; Stahly, Inc. v. M. H. Jacobs Co., 7 Cir., 
183 F. (2d) 914, 917. 
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States Patent Office who, substituting for the Commissioner of Patents by the 
delegation of his duties respecting trade-mark appeals and the determination 
thereof,! affirmed the action of the Examiner of Trade-Marks refusing to register 
on the supplemental register the mark “Oregon’s Finest” for use in commerce with 
canned and frozen vegetables. The ground of the refusal was that the described 
mark which appellant sought to register is confusingly similar to the unabandoned 
mark “Oregon Fruit Products” previously registered, pursuant to the provisions 
of the Act of March 19, 1920, and used in commerce by another with canned fruits, 
preserves, and jams. 


The affirmance of the examiner’s decision was based on the conclusion ex- 


pressed in the following decision of the Examiner In Chief: 


The words “Fruit Products,’ which appear in the [prior] registration, are 
written in small letters and constitute merely a broad description of the goods, and 
hence the word “Oregon” is the dominant part of the registered mark. The appli- 
cant’s mark “Oregon’s Finest” applied to canned and frozen vegetables is considered 
to be confusingly similar to the mark of the prior registration applied to the closely 
related goods, canned fruits, fruit preserves and fruit jams, notwithstanding the 
presence of the words “Fruit Products.” 


The owner of a trade-mark used in commerce may register his mark on the 
principal register established by section 1 of the Act of 1946, or he may register 
his mark on the supplemental register, established by section 23 of the same act 
and kept by the commissioner in continuation of the register provided in section 1, 


paragraph (b), of the Act of March 19, 1920, 15 U.S. C. 121. 


Section 45 of the Act of 1946, fourth paragraph, officially defines the “principal 
register” as the register provided by sections 1 through 22 of the Act of 1946 and 
construes the “supplemental register” to be the register provided by sections 23 
through 28 thereof. The principal register established by the provisions of sections 
1 through 22 of the new act, just described, is, in general, a continuation of the 
register of marks under the Trade-Mark Act of February 20, 1905, 15 U. S. C. 
sections 81-120.? 


Our primary concern in the case at bar relates to the supplemental register and 
that portion of the first paragraph of section 23 which reads: 


* * * All marks capable of distinguishing applicant’s goods or services and not 
registrable on the principal register herein provided, except those declared to be 
unregistrable under paragraphs (a), (b), (c) and (d) of section 2 of this Act, which 
have been in lawful use in commerce by the proprietor thereof upon or in connection 
with any goods or services for the year preceding the filing of the application may be 
registered on the supplemental register upon the payment of the prescribed fee and 
compliance with the provisions of section 1 so far as they are applicable. 


1. During the vacancy then pending in the office of the Assistant Commissioner of Patents, 
the hearings and determination of appeals in the United States Patent Office in trade-mark 
ases were delegated to the Members of the Board of Appeals by an order of the Secretary 
of Commerce, published September 28, 1950, 15 Federal Register 6554, and October 17, 1950, 
639 O. G. 643, under the provisions of Reorganization Plan No. 5 of 1950, 15 Federal 
Register 3174. 

2. Robert, The New Trade-Mark Manual, 1947, pages 39, 53, and 63. 
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Those grounds which proscribe the registration of an applicant’s mark under 
paragraphs (a), (b) and (c) of section 2 of the Act are nowise here in issue. The 
sole question presented involves paragraph (d) of section 2 which, so far as pertinent, 
provides that no trade-mark by which the goods of the applicant may be distin- 
guished from the goods of others shall be refused registration unless it— 


(d) Consists of or comprises a mark which so resembles a mark registered in 
the Patent Office or a mark or trade name previously used in the United States by 
another and not abandoned, as to be likely, when applied to the goods of the 
applicant, to cause confusion or mistake or to deceive purchasers. * * *, 


The obvious purpose of the provisions of paragraph (b) of the Act of 1920 | 


was to widen the eligibility of marks for American and foreign users thereof by 
authorizing, among other things, the registration of wholly descriptive and merely 
geographical terms and enabling the marks to be registered at home and abroad. 
Armstrong Co. v. Nu-Enamel Corp., 305 U. S. 315, 323, 330. The Act of 1946 
provides for a continuation of that purpose and procedure and is said to correct 
many of the deficiencies of the Act of 1920.74 


The word “Oregon” is geographically descriptive. The additional words which 
constitute the remainder of the mark relied upon by the tribunals of the Patent 
Office in rejecting applicant’s mark, “Fruit Products,” are primarily descriptive 
of those products. There can be no monopoly or exclusive use of a geographically 
descriptive or misdescriptive word.* The geographical term in the competing marks 
denotes the place of origin of the goods, but that term and all of the other descrip- 
tive words or terms thereof cannot, except as provided by the supplemental register, 
perform the essential trade-mark function of denoting the “personal origin,” pro- 
ducer or trader with respect to the merchandise with which the marks are used.4 


A descriptive term cannot serve as the dominant part of a mark.> The tribunals 
of the Patent Office have concurrently held otherwise. The only obligation resting 
upon the applicant in the instant case was to identify its product lest it cause 
confusion in trade and be mistaken for the product of the owner of the cited mark.® 
The applicant has accomplished that result. 


Its mark when considered in its entirety, as it must be, is wholly different 
from the cited mark in sound, meaning, and appearance. 


The decision of the commissioner is accordingly reversed. 





2a. Robert, The New Trade-Mark Manual, 1947, pages 39, 53, and 63. 


3. Otard, Inc. v. Italian Swiss Colony, 31 C. C. P. A. (Patents) 955, 141 F. 2d 706, 
61 U.S. P. Q. 131; California Piece Dye Works v. California Hand Prints, Inc., 34 C. C. P. A. 
(Patents) 907, 159 F. 2d 871, 72 U. S. P. Q. 505; Kraft Cheese Co. v. Coe, 146 F. 2d 313. 

4. Baglin v. Cusenier Co., 221 U. S. 580; Canal Company v. Clark, 13 Wall. 311; 
Hall v. Pennzoil Co., etc., 29 C. C. P. A. (Patents), 933, 126 F. 2d 506, 53 U. S. P. Q. 61; 
California Apparel Creators v. Wieder of California, 2 Cir., 162 F. 2d 893, 74 U.S. P. Q. 221. 

5. Nestle’s Milk Products, Inc. v. Baker Importing Company, Inc., 37 C. C. P. A. 
(Patents) 1066, 182 F. 2d 193, 86 U. S. P. Q. 80; American Brewing Co. v. Delatour Beverage 
Corp., 26 C. C. P. A. (Patents) 778, 100 F. 2d 253, 40 U.S. P. Q. 173. 

6. Kellogg Co. v. Nat. Biscuit Co., 305 U. S. 111 [28 T. M. R. 569}. 
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THE FEDERAL GLASS COMPANY v. FEDERAL GLASS CO., INC. 
No. 1264—U. S. D. C. D. Del.—February 27, 1952 


TRADE-Marks AND TrADE Names—Ctass or Goops—ParTICULAR INSTANCES 
Plate glass, window glass and mirrors held goods of the same descriptive properties 
as glass products such as tumblers, dinner and kitchenware, jugs, etc. 


UnFair CompetiTion—Basis or REeL1iEF—-GENERAL 
The test in unfair competition case is likelihood of confusion and proof of actual 
confusion is not essential. 
Where names of plaintiff and defendant are similar both as to sight and sound 
defendant as new-comer in field must give way. 


TRADE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Federal Glass Co., Inc.” held an invasion of rights and good will of plaintiff in 
in its corporate name “The Federal Glass Company.” 


By The Federal Glass Company against Federal Glass Co., Inc. Judgment 
for plaintiff. 

David F. Anderson and Berl, Potter & Anderson, of Wilmington, Del,. and John J. 

Mahoney and Corbett, Mahoney & Miller, of Columbus, Ohio, for plaintiff. 
Robert B. Walls, Jr., of Wilmington, Del., and Philip Goldstein, of Washington, 

D. C., for defendant. 

Leany, C.].: 

This is an action for unfair competition to restrain defendant from using its 
corporate name. As there is no conflict on any material fact, both parties have 
moved for summary judgment. 

Plaintiff has been an Ohio corporation since March 29, 1904 under the name 
of “The Federal Glass Company.” It manufactures glass products such as tumblers, 
dinner and kitchen ware, jugs, etc. Its main place of business is in Columbus, 
Ohio; it sells its products throughout the United States, including the District of 
Columbia. For practically half a century plaintiff has sold its products under its 
corporate name, which is printed on its shipping containers, invoices, stationery, 
advertisements and delivery vehicles. The sale of its glass products is in the million 
dollar class. In the geographical area in dispute, plaintiff’s sales in the District of 
Columbia for the last several years amounted to $150,000; in Maryland $173,000; 
and in Virginia $190,000. Plaintiff had done business in this area many years 
before defendant was incorporated. The evidence shows the extent of plaintiff's 
advertising program, its listing in directories and national publications pertaining 
to the glass business. 

Defendant came to plaintiff’s attention in May 1949. Plaintiff notified defend- 
ant to cease to use plaintiff’s name. The notice was ignored. 

Defendant became a Delaware corporation on June 30, 1947 under the name 
“Federal Glass Co., Inc.”. It is engaged in the business of installing plate glass, 
window glass and mirrors in the metropolitan area in Washington, D. C. The area 
embraces parts of Virginia and Maryland. 

1. It is undisputed plaintiff has been in the glass field since 1904; and de- 
fendant did not begin to use its corporate name until 1947. I think plaintiff has 
had a long priority over defendant and defendant is a newcomer in the field. 
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2. Defendant contends that since plaintiff is engaged in the manufacture and 
sale of glass products such as tumblers, kitchen and dinner ware, etc., it is in a 
different field from defendant, who is engaged in the sale of plate glass, window 
glass and mirrors. I think the glass products of both parties are goods of the same 
descriptive properties. The conclusion is that there is a similarity of fields and goods. 

3. Defendant argues there is no clear showing of actual confusion. That 
matters not. The test in these cases is the likelihood of confusion and proof of 
actual confusion is not essential. Fox Fur Co. v. Fox Fur Co., D. C. Md., 59 F. 
Supp. 12, 15 [35 T. M. R. 52]; Fox Fur Co. v. Fox Fur Co., D. C. Del., 59 F. 
Supp. 701, 703; Great Atlantic & Pacific Tea Company v. A. & P. Radio Stores, 
Inc., D. C. E. D. Pa., 20 F. Supp. 703, 705 [27 T. M. R. 283]. 

4. In my former decision in Telechron, Inc. v. Telicon Corp., D. C. Del., 97 
F. Supp. 131 [41 T. M. R. 418], I stated where the names of plaintiff and defendant 
are similar both as to sight and sound defendant must give way. In this case the 
names are almost identical. Plaintiff is entitled to be protected against the invasion 
of its rights and good will. 

After argument, defendant by affidavit stated its willingness to change its name 
in any reasonable fashion in order to remove the challenge of plaintiff. Plaintiff 
rejected the suggested changes of name. I agree with its action. I would, however, 
in any degree to be entered approve of plaintiff's suggested change of name which 
defendant should adopt. 


ALBRO METAL PRODUCTS CORPORATION v. ALPER ET AL., ETC. 
N. Y. S. Ct., Bronx County—March 3, 1952 


Unrair ComMPETITION—Basis OF RELIEF—GENERAL 
On facts of record, defendants’ use of “Albro Steel Company” in connection with 
importing, jobbing and warchousing steel plates and structural steel, at Long Island 
City, held not to constitute unfair competition with plaintiff Albro Metal Products 
Corporation, having priority in fabricating products made from steel, stainless steel, 
aluminum, bronze, nickel and other metals, in the Bronx. 


Unfair competition suit by Albro Metal Products Corporation against George E. 
Alper, Seymour L. Alper, and Rose Alper, doing business as Albro Steel Company. 
Complaint dismissed. 

Brisacu, J.: 

Plaintiff brings this action against defendants and seeks a permanent injunc- 
tion restraining the defendants from advertising, displaying, holding out or other- 
wise using the name of “Albro Steel Company,” or any other name containing 
the word “Albro,” in connection with their business. Plaintiff was organized as 
a corporation in 1931 and maintains offices at No. 944 Longfellow Avenue, Bronx, 
New York, under the name of “Albro Metal Products Corporation,” and the de- 
fendants are co-partners doing business under the assumed name of “Albro Steel 
Company,” at No. 47-29 Van Dam street, Long Island City, New York. The 
evidence as adduced by plaintiff, and it is not controverted, is to the effect that 
plaintiff buys steel, stainless steel, aluminum, bronze, nickel and other metals and 
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fabricates products made from the above metals. The defendants, on the other 
hand, succeeded to their business upon the death of their father, Max Alper, in 
1945, so that the two brothers, George E. Alper and Seymour L. Alper, together 
with their mother, Rose Alper, filed a certificate of doing business in 1950, under 
the assumed name of “Albro Steel Company,” importing, jobbing and warehousing 
steel plates and structural steel at the Long Island City address. It was further 
shown that some letters and mail were delivered wrongfully, although the name 
and proper address were on the envelopes, and that this was evidently a mistake 
by the post office in misdirecting the mail. It must be assumed that the public will 
use reasonable intelligence and discrimination with reference to the names of cor- 
porations with which they are dealing or attempting to deal, the same as with 
individuals having the same or similar names. Eastern Const. Co. v. Eastern Eng. 
Co., 246 N. Y. 459; Buffalo Typewriter Exchange v. McGarl, 240 N. Y. 113; 
Corning Glass Works v. Corning Glass Co., 197 N. Y. 173; Younkers Savings Bank 
v. Younkers Savings & Loan Assn., 28 N. Y. S. 2d 368. The evidence is con- 
clusive that plaintiff had no pecuniary loss as a result of the alleged similarity in 
names, nor does the evidence show any interference or confusion through the alleged 
similarity complained of. Under the circumstances plaintiff failed to sustain the 
burden of establishing a cause of action and the complaint is dismissed without 
costs. Settle judgment accordingly. 


CHURCHILL’S TERMINAL RESTAURANT, INC. v. 
CHURCHILL CHEMISTS CORPORATION 


N.Y. S. Ct., N. Y. County—February 28, 1952 


Unrarr CompetiTion—Basis oF RELIEF—GENERAL 
On facts of record, defendant’s use of name “Churchill” in connection with 
pharmacy, tearoom and fountain service held not to constitute unfair competition with 
“Churchill’s Terminal Restaurant,” having priority and operating in the same city 
about 10 blocks away. 


Unfair competition suit by Churchill’s Terminal Restaurant, Inc. against 
Churchill Chemists Corporation. Complaint dimissed. 


Go.p, J.: 

This is a suit by Churchill’s Terminal Restaurant, Inc., against Churchill 
Chemists Corporation to enjoin the use of the name “Churchill” in connection with 
the pharmacy, tea room and fountain service operated by the defendant and for 
an accounting of profits and damages resulting from the use of said name. 

From 1942 to date plaintiff has been operating a restaurant on the southwest 
corner of Forty-second street and Park avenue, Borough of Manhattan. It is 
described as a “Popular Priced Restaurant” with a “Long Bar.” It does not serve 
breakfast. Its volume of business in the last five years has been “three and one-half 
million dollars or better.” It has spent $25,000 for advertising during said period. 
No deliveries of food are made for a greater distance than two blocks from its 


’ 


restaurant. 
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The defendant’s store is located at No. 492 Madison avenue between Fifty-first 
and Fifty-second streets and was established in July, 1950. It is thus more than 
ten blocks away from plaintiff’s restaurant. It has two large windows. An entrance 
door has been built into the window to the south. Running along the top of both 
windows are the words “Churchill’s Drugs,” the word “Churchill’s” being over one 
of the windows and “Drugs” over the other. Immediately above the entrance 
door, in large letters, is the word “Pharmacy.” To the left of that, the word “Drugs” 
is repeated and immediately under that is the word “Prescriptions.” To the left 
is the word “Perfumes.” The window to the right contains only the words “Tea 
Room and Fountain Service.” These are in smaller type than the word “Drugs,” 
which as above stated, is over the top of that window. As its name indicates, the 
defendant operates a drug store. It employs registered pharmacists and junior 
clerks. It has the usual drug store fixtures and a prescription department. It has 
a soda fountain stand where food is served and there are also facilities for table 
service. It may be observed that a drug store without these features would be con- 
sidered rather unique these days. There is no coat room or other checking facilities. 
It derives most of its trade from the “Look Building,” in which it is located, and from 
the “C. B. S. Building,” which is immediately across the street from it. Both are 
twenty-two story buildings. No deliveries of food are made for a greater distance 
than two blocks from the store. Defendant’s menus refer to itself as the “Famous 
Churchill’s Drug Store,” “Churchill “The Drug Store of Distinction’,’ “Churchill 
Chemists The Drug Store of Distinction” and “Churchill Chemists Corp.” In no 
instance is the name “Churchill” used without indicating that it is the name of 
a drug store. No simulation has been shown of the appearance of plaintiff's 
restaurant or similarity in script or design of the type in which the names appear. 
Like the plaintiff, defendant limits deliveries of outgoing orders to a two-block area. 

There is nothing in the record to show any confusion of customers or any 
evidence of any unfair or dishonest use by defendant of the name Churchill to 
palm off its food dispensing facilities as those of the plaintiff. The court concludes 
that the plaintiff has failed to establish facts sufficient to warrant the relief sought. 
The defendant is accordingly entitled to a judgment dismissing the complaint, 
with costs. 

Settle judgment. 





VESTAL LABORATORIES, INC. v. 
HILLYARD CHEMICAL COMPANY, ETC. 


Commissioner of Patents—February 25, 1952 


TraDE-MAarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Briten-Zit” held confusingly similar to “Briten-All”; and “Briten-All’” held con- 
fusingly similar to “Shine-All,” used on similar goods, under 1946 Act. 
Trapve-Mark Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TrADE-MARKS—REGISTRABILITY—GENERAL 
Concurent use of confusingly similar mark during 5 years preceding the filing 
of application rebuts allegation of distinctiveness based on substantially exclusive use 
during that period, under section 2(f) of 1946 Act. 
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TraDE-MarKs—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The words “shine” and “brighten” held obviously descriptive of cleaning and 
polishing compositions. 


CANCELLATIONS—DEFENSES—LACHES 
On facts of record, application of defense of laches held not justified where 1905 
Act registration had been republished under 1946 Act and 5 year period allowed for 
cancellation in section 14 had not expired. 


CANCELLATIONS—DEFENSES—GENERAL 
There is nothing opprobrious in bringing petition to cancel registration upon which an 
opposition is based when there are bona fide grounds for petition; and fact is that is 
only way Patent Office permits applicant to question validity of opposer’s registered mark. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Vestal Laboratories, Inc. against Hillyard Chemical 
Company; and trade-mark cancellation proceeding by Hillyard Chemical Company 
against Vestal Laboratories, Inc. 

Hillyard Chemical Company appeals from decision sustaining notice of opposi- 
tion and dismissing petition for cancellation. Affirmed in opposition; reversed 
cancellation proceeding. 

Alfred W. Petchaft, of St. Louis, Mo., for Vestal Laboratories, Inc. 
Fishburn & Mullendore, of Kansas City, Mo., for Hillyard Chemical Company. 
FepEerico, Examiner in Chief: 

These are appeals in an opposition and a cancellation proceeding, involving the 
same parties and related subject matter, which were considered on the same record. 
Hillyard Chmical Company is the appellant in both cases. 

About 1915 or earlier Hillyard Chemical Company of St. Joseph, Missouri, 
began the sale of a furniture cleaning and polishing compound using a mark 
consisting of the words “Shine-All” with a background of a radiating sun. The 
mark has been used continuously ever since and was registered under the Trade- 
Mark Act of 1905 on June 3, 1924 (since renewed), Registration No. 184,889, with 
a disclaimer of the words apart from the mark as shown. 

Vestal Laboratories, Inc., then Vestal Chemical Company, of St. Louis, Mis- 
souri, in 1924 began the sale of a cleansing and polishing compound for furniture, 
woodwork, etc., using a mark consisting of the words “Briten-All” set over the 
picture of a radiating barrel head. This mark was registered under the Trade-Mark 
Act of 1905 on June 7, 1927 (and renewed), Registration No. 228,523. 

In 1927, Hillyard Chemical Company began the sale of a cleaner for floors and 
woodwork using the mark “Briten-Zit,” which was registered on December 11, 1928, 
under the Trade-Mark Act of 1920, Registration No. 250,718. 

On the approach of the expiration of its Act of 1920 registration in 1948, Hill- 
yard applied for a new registration of “Briten-Zit” under the Trade-Mark Act of 
1946 (it should be noted that registrations under the Act of 1920 now expire in 
twenty years and are not renewable except under special circumstances). The 
application was made under Section 2(f) of the Act of 1946 which permits registra- 
tion on the Principal Register of descriptive marks which have become distinctive of 
the applicant’s goods. 

The Hillyard “Briten-Zit” application was published for opposition and Vestal 
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Laboratories, Inc., filed a notice of opposition based upon Vestal’s prior and contin- 
uous use of “Briten-All” and on its registration. 

Thereafter, Hillyard filed a petition to cancel the Vestal “Briten-All” registra- 
tion, based upon Hillyard’s prior and continuous use of “Shine-All” and on its 
registration. 

There is no question as to the similarity of the goods, nor as to the order in 
which the respective marks were adopted and used by the parties. The issue in the 
opposition is the similarity of “Briten-Zit” to the prior mark “Briten-All,” and 
the issue in the cancellation is the similarity of “Briten-All” to the prior mark 
“Shine-All.” 

In the opposition the Examiner of Interferences held that the two marks “Briten- 
Zit” and “Briten-All” are confusingly similar, stating that they not only have similar 
connotations but that they are also similar in sound. I am in agreement with the 
examiner’s conclusion on this matter and further believe that the two marks are much 
closer in meaning than indicated by the examiner. “Briten” in the phrase “Briten- 
All” is an obvious misspelling of “brighten” and the phrase used in connection with 
a cleaning and polishing compound has the obvious meaning that the compound 
brightens everything that it is used on, or that it is intended to brighten everything. 
“Briten-Zit” is just as obvious a misspelling of “brightens it” and has the equally 
obvious meaning that the compound brightens or is intended to brighten whatever 
it is used on. 


> 


Since the two marks are confusingly similar, the mark of the application cannot 
be registered as the opposer is prior in use of its mark and, furthermore, the appli- 
cation is based upon Section 2(f) of the Trade-Mark Act of 1946, asserting distinc- 
tiveness by reason of substantially exclusive use for the five years preceding the filing 
of the application, and the concurrent use of a confusingly similar mark during the 
same period rebuts this allegation. 

The examiner dismissed the cancellation proceeding on the ground of laches 
and on the ground of lack of confusing similarity between “Shine-All” and “Briten- 
All’; neither of these can be affirmed. 

The terms “Shine-All” and “Briten-All” when used with reference to cleaning 
and polishing compositions are practically identical in meaning. Shine and brighten 
are ordinary words found in the dictionary. “Shine” means to exhibit brightness or 
to be bright, and also to make bright with polish. “Brighten” means to make bright 
or brighter as to cause to shine, or to give a brighter hue or lustre to. These words, 
when used in connection with a cleaning and polishing composition, are obviously 
descriptive and have substantially the same meaning, and, the remaining parts of 
both marks being identical, the marks as a whole mean about the same thing. I am 
of the opinion that the marks are confusingly similar. 

The application of laches in the cancellation proceeding is not considered 
justified in view of the fact that the registration involved was republished under 
the provisions of Section 12(c) of the Trade-Mark Act of 1946 on May 25, 1948, 
prior to the institution of the cancellation proceedings. Section 14 of the Trade- 
Mark Act of 1946 gives any person having the proper interest a definite period of 
time within which to file a petition to cancel a registration obtained under the 
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provisions of the Act, or a registration which has been republished under Section 
12(c) of the Act. This period is five years from the date of registration in the 
first case and five years from the date of republication in the second case. After 
five years specified in the statute a petition for cancellation cannot be brought 
by anyone (except on certain special grounds such as abandonment, fraud, and 
others not relevant here). It is not believed that laches may ordinarily be raised 
when the statute specifies a definite time within which a purely statutory action 
may be brought, and the action has been brought within the specified time. 

Laches is not considered applicable for an additional reason. The examiner 
stated that the cancellation proceeding was apparently motivated by the opposer’s 
action in filing the notice of opposition to the registration by the applicant of the 
mark “Briten-Zit”; the same contention is made by Vestal in its brief, and I am 
also of the opinion that the cancellation was brought as a matter of defense by 
counter-attack. There is nothing opprobrious in bringing a petition to cancel a 
registration upon which an opposition is based when there are bona fide grounds 
on which the petition is based, in fact an applicant is required to do so. It has 
been held in numerous cases that an applicant in an opposition proceeding may not 
challenge the validity of a registered mark of the opposer relied on in the opposition 
as a direct defense to the opposition. The only way in which the applicant is 
permitted to question the validity of a registered mark forming the basis of opposi- 
tion is by a cancellation proceeding and I do not believe that an applicant for 
registration who has been attacked with a registered trade-mark should be deprived 


of a legitimate means of defense by permitting the attacker to cry “laches.” 
The decision of the Examiner of Interferences sustaining the opposition is 
affirmed and the decision dismissing the petition for cancellation is reversed. 


LOWELL NEEDLE CO., INC. ETC. v. H. & A. SELMER, INC. 
Commissioner of Patents—March 6, 1952 


APPEALS—PLEADING AND PracTiIcE—WITHDRAWAL 
Dismissal of appeal held not mandatory where applicant filed a brief, waived oral 
argument and 8 days after hearing, at which appellee filed brief and was present, 
appellant, with appellee’s approval, attempted to withdraw appeal. 


TrADE-MarKs—Goops OF THE SAME CLAsSs—ParTICULAR INSTANCES 
Reeds and mouthpieces for woodwind instruments held goods of the same descriptive 
properties as photograph needles, under 1946 Act. 


CANCELLATIONS—PLEADING AND PracTicE—GENERAL 
TrapE-Marks—Goops or THE SAME CLASS—GENERAL 
Any doubt as to relationship of goods should be resolved against respondent who 
prior to institution of present cancellation proceeding protested to petitioner on ground 
use of mark on phonograph needles infringed respondent’s claimed rights in same mark 
for reeds and mouthpieces. 


CANCELLATION—DEFENSES—LACHES 
On facts of record, defense of laches held not applicable to petition for can- 
cellation of registration republished under 1946 Act. 
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Respondent’s activities in charging infringement by use of mark on goods now 
claimed not to conflict should be sufficient to prevent respondent from asserting an 
equitable defense. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Lowell Needle Co. Inc. (Putnam Needle 
Co., successor) against H. & A. Selmer, Inc. Petitioner appeals from dismissal of 
petition for cancellation. Reversed. 

James R. Hodder, of Boston, Mass., for Petitioner. 
M.S. Meem, of Washington, D. C., for Respondent. 
Feperico, Examiner in Chief: 

This is an appeal by the petitioner, The Putnam Needle Co., successor to 
Lowell Needle Co., from a decision of the Examiner of Interferences dismissing a 
petition to cancel a registration. 

Appellant filed its brief on appeal and thereafter filed a letter waiving oral 
argument. Appellee filed a brief and was present at the oral hearing. Eight days 
after the date of the hearing the appellant filed a withdrawal of its appeal, which 
withdrawal was approved by the appellee, and the question of whether the appeal 
must be dismissed arises. The case was presented for decision by the appellant by 
its letter waiving oral argument and also by the permitting of the date of hearing to 
pass. Insofar as any general precedents found indicate, an appellant does not have 
a right to withdraw an appeal after the appeal has been heard or the case otherwise 
submitted for decision, but permitting or accepting a withdrawal rests with the 
appellate tribunal. No Patent Office ruling on the withdrawal of an appeal in a 
similar situation has been found. 

The practice of the Patent Office in connection with inter partes appeals where 
the appellant has defaulted has been to affirm the decision below pro forma, or to 
dismiss the appeal, if no manifest error is found on a brief review of the decision 
appealed from. Dismissal of the appeal is not believed to be mandatory and in the 
present case the appeal will not be dismissed. The case has been considered on the 
record and briefs and such oral presentation as was made by the appellee. 

The registration sought to be cancelled was issued August 11, 1942, under the 
Act of 1905, and was republished January 18, 1949, under Section 12(c) of the 
Trade-Mark Act of 1946. The registration discloses the mark “‘Goldentone” used 
for reeds and mouthpieces for woodwind instruments. The petitioner alleged and 
proved prior use of the same mark “Goldentone” on phonograph needles and no 
question has been presented as to the marks, which are identical, nor as to petitioner’s 
priority of use. 

The examiner held that the respective goods of the parties upon which the 
mark was used were goods of the same descriptive properties and were such that 
confusion or mistake as to source or origin would be likely to arise. The registrant 
contends that the goods are of different character, used for different purposes, are 
not of the same descriptive properties and that confusion or mistake would not be 
likely to arise. I agree with the examiner’s conclusion as to the relationship of the 
goods. If there were any doubt on the matter, the doubt would be resolved against 
the respondent. Prior to the institution of the cancellation proceeding, respondent 
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through its executive vice-president, wrote a letter to a distributor of petitioner’s 
product charging that the use of the name “Goldentone” on phonograph needle con- 
stituted infringement of its mark “Goldentone” used on reeds and mouthpieces. The 
letter also stated that the name “Goldentone” had been used on phonograph needles 
by some other company which had discontinued its use as a result of protests by the 
respondent. After successfully protesting against the use of the mark on phonograph 
needles by one party, and protesting against the use of the mark on phonograph 
needles by the petitioner, respondent’s present arguments that the use of the mark 
on phonograph needles would not be likely to cause confusion or mistake as to origin 
can hardly be given much weight (compare L. P. Larson, Jr., Co. v. Wm. Wrigley, 


| Jr. Co., 253 F. 914). 
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However, the examiner dismissed the petition for cancellation on the ground 
that petitioner’s failure to apply for cancellation earlier constituted such laches as 
to preclude petitioner from seeking cancellation, the examiner holding that the 
registration constituted constructive notice of use of the mark since the date of the 
registration, namely, August 11, 1942, although the question of laches had not been 
raised in the answer and had not even been mentioned prior to the decision. The 
registration involved was republished under the provisions of Section 12(c) of the 
Trade-Mark Act of 1946, prior to the filing of the petition for cancellation. With 
respect to such a registration the statute provides that any party having the appro- 
priate interest may apply to cancel the registration within 5 years from the date of 
the republication. Laches is ordinarily not deemed applicable when the statute 
gives a definite period within which to take action and action is taken within the 
period specified by the statute. Furthermore, respondent’s activities in charging 
various parties with infringement by the use of the mark on goods which it now 
argues are not in conflict, thereby asserting in effect that its charges were baseless, 
should be sufficient to prevent respondent from raising an equitable defense. In view 
of the above the examiner should not have considered laches, particularly as it had 
not been raised. 


The decision of the Examiner of Interferences is reversed. 





MOTOROLA, INC. v. JONES 
Commissioner of Patents—March 10, 1952 


Oppositions—Proor or Use—GENERAL 
Applicant who took no testimony held restricted to filing date of application as his 
earliest date of first use. 


Trape-Marks—Goops or THE SAME DescripTIVE PRoPERTIES—PARTICULAR INSTANCES 
Electric motors for winding phonograph spring motors held goods of the same 
descriptive properties as combination radio receiving and electric phonograph sets and 
record players, under 1905 Act. 


TRADE-Marks—Marks CoNnFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Motrola” held confusingly similar to “Motorola,” used on similar goods, under 


1905 Act. 
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Appeal from Examiner of Interferences. 

Trade-mark opposition by Motorola, Inc. against Joseph W. Jones. Applicant 
appeals from decision sustaining notice of opposition. Affirmed. 

Foorman L. Mueller, of Chicago, Ill., for Opposer. 
L. Stewart Gatter, of New York, N. Y., for Applicant. 
Feperico, Examiner in Chief: 

This is an appeal by the applicant from a decision of the Examiner of Inter- 
ferences sustaining an opposition to the registration of a mark. 

The application involved was filed August 2, 1945 under the Trade-Mark Act 
of 1905 and discloses the mark “Motorola,” for use upon “electric motors for wind- 
ing phonograph spring motors.” 

The opposition is based upon opposer’s use and registration of the mark “M« 
torola.” Opposer owns registration No. 275,837, issued September 3, 1930, in which 
the goods recited are radio receiving sets and parts thereof, and registrations No 
399.935 and 400,049, issued in 1943, in which the goods recited are radio receivin 
apparatus, combination radio receiving and electric phonograph sets, electronic 
record playing apparatus, and other products. A fourth registration, No. 520,977 
was applied for after applicant’s filing date and is not considered. 

Applicant took no testimony and is consequently restricted in this proceedin 
to a date not earlier than the filing date of his application as his earliest date of use 
Opposer’s testimony and registrations show use prior to this date. 

The examiner held that electric motors for winding phonograph spring moto! 
are goods of the same descriptive properties as products for which oppose! ha 
established prior use, notably phonograph combinations and record players, and 


that the marks of the parties are so nearly identical that their contemporaneous us 


would be likely to cause confusion or deception, and sustained the opposition, No 


error is found in this holding 

The opposer took testimony of witnesses to show that applicant did not deriv 
any rights from predecessors as is alleged, Since the applicant took no testimony 
and ix restricted to his filing date and opposer is prior to such filing date, this que 
tion need not be considered 

The record indicates that the mark has not been used for a lone time on th 
voods recited in the application, but abandonment was not raised as a ground of 
opposition, and it is not considered necessary to consider the question of abandon 
ment ex parte at this time, 

Applicant also seeks review of a denial by the Examiner of Interferences of a 
motion to reset his time for taking testimony. No abuse of discretion by the exam 
iner in denying this motion is found and, insofar as applicant's raising of this que: 
tion on appeal may be considered as a request to reopen and remand for the takin 
of testimony by the applicant, no basis whatsoever for such action has been shown 
Applicant’s conduct during the course of this proceeding indicates a wilful refusal 
to give any evidence, 


The decision of the Examiner of Interferences is affirmed. 
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Commissioner of Patents—March 10, 1952 


OpposITIONS—BAsIS OF RELIEF—GENERAL 
Controlling factor is whether any product as to which opposer has priority and 


goods of applicant have the same descriptive properties. 
[RADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Sealer held goods of different descriptive properties from plastic coating used on 
electroplating racks, under 1905 Act. 


[RADE-MARKS—ACQUISITION OF RIGHTS—-GENERAL 
On facts of record, opposer held not to have established trade-mark rights as to 


paint because only transitory, experimental and sporadic sales of no consequences were 

shown. 

Appeal from Examiner of Interferences. 

Trade-mark opposition by The B. F. Goodrich Company against Walter N. 
Boysen Co. Opposer appeals from dismissal of notice of opposition. Affirmed. 
Harold S. Meyer, of Akron, Ohio, for Opposer. 

Henry Gifford Hardy, of San Francisco, Cal., for Applicant. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Interferences dismissing 
an opposition. The application involved was filed May 20, 1947 under the ‘Trade- 
Mark Act of 1905, and this proceeding is under the Act of 1905 (section 47a of the 
l'rade-Mark Act of 1946), 

The application discloses the mark ‘“Koro-Seal,” with disclaimer of the descrip 

e word “Seal,” for use upon “sealer used alone or admixed with paint or oil and 
a vehicle for metal powders” in Class 16, Paints and painters’ materials 
Lhe Opposition is based upon opposer's previously adopted and used mark 
Koroseal,” Opposer 1s the owner of registration No, 357,286) (issued August 4, 
1946 on an application filed February 21, 1956, claiming use since about June | 
l954), and No, 556,849 (issued July 21, 1956 on an application filed February 21 
1956, claiming use since about May 10, 1954), for the notation “Koro-seal,” as 
ipplied respectively to plasticized vinyl chlorides” in Class 1, Raw or partly pre 
ied materials” and “sheet packing embodying plasticized polymerized vinyl 
chloride” in Class 35, “Belting, hose, machinery packing and nonmetallic tires.” 
Opposer has also alleged use of its mark generally upon “materials and products 
made from or containing plasticized polymerized vinyl chlorides,” inclusive of 
liquid coating materials and articles of metal, wood, cloth, paper and the like 
inpregnated or coated with the said liquid coatings.” 

The product on which the applicant uses the mark appears to be ordinary 
varnish consisting of an oleoresinous, clear, liquid solution, adapted for sale through 
ordinary outlets of the paint trade for use either alone or mixed with other paint 
products, for application as a sealer for plaster walls and for general painting o1 
varnishing purposes, It appears that the applicant has had continuous use of its 
mark upon this product since May, 1936, although what evidence there is relating 


to volume indicates that the product forms a relatively small proportion of applicant's 
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business, and the evidence positively shows that sales have been confined only to a 
certain number of western states. 

Opposer’s activities with respect to its mark Koroseal began in 1931 when this 
mark was selected for the plasticized polymerized vinyl chlorides which were being 
developed in its research laboratories. These products fall in the general class of 
synthetic resins of varying constitution and characteristics used for a variety of differ- 
ent purposes. Sales of Koroseal products, to industrial customers, began a few years 
later, and opposer’s new development received some degree of publicity. The busi- 
ness in connection with which Koroseal is used by opposer has since grown to exten- 
sive proportions through research, promotion, and the introduction of new products 
sold generally to the consuming public, as well as industrial users. The situation 
today is quite different from what it was during the early years of the business but 
the present reputation and use of opposer’s mark cannot be taken into consider- 
ation in this particular proceeding. The only question that can be determined is 
whether any of the products upon which opposer used the mark prior to May, 
1936, and acquired the right of exclusive use, and the varnish upon which applicant 
uses the mark, are “goods of the same descriptive properties.” 

Of the products sold by opposer prior to May, 1936, and which continued to be 
sold thereafter, the closest is a solution of Koroseal, with which the mark “Korolar” 
was also used. This product consisted of a jelly-like composition which had to be 
heated before use and was used for such industrial purposes as coating electroplating 
racks. It could not bz used on plane surfaces since it did not adhere to other ma- 
terials but held its position on articles by its shrinkage on cooling. The examiner 
held that this product and the applicant’s goods did not constitute merchandise of 
the same descriptive properties. 

Opposer’s research department worked on the production of a Koroseal paint 
for metal surfaces to prevent corrosion and during the year 1935 small quantities 
of such a paint were sold, to industrial concerns, mainly for experimental purposes. 
This paint was not successful and no sales were made after 1935. In 1939, after 
some further reasearch, a Koroseal anti-corrosive paint was offered for sale but 
was discontinued after the sale of only small quantities. Another effort at paint 
occurred in 1946 which was discontinued because of shortage of supplies. The exam- 
iner held that opposer could not rely upon any paint composition, that the sale of 
paint in 1935 was transitory, inconsiderable and experimental, and was abandoned, 
and that the later sporadic sales were of no consequence. 

I agree with the examiner’s conclusions and do not believe it necessary to repeat 
his extensive discussion which is adopted. 

As stated, the application involved is one filed under the Trade-Mark Act of 
1905. It has not been amended to convert it to an application under the Act of 
1946 and section 47(a) of the Act of 1946 requires that the prosecution of the appli- 
cation be continued and the registration be granted under the Act of 1905, even 
though that act has been repealed. Once the registration is granted, however, it is 
governed by the Trade-Mark Act of 1946, as stated in section 46(b). The present 
proceeding is under the Act of 1905 and is decided on the narrow basis of that Act. 
This is mentioned to indicate that the present decision is believed to be without 
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prejudice to any appropriate action brought under the Act of 1946 insofar as the 
more flexible provisions of the new act, and the greater powers of the Commissioner, 
are concerned. 

The decision of the Examiner of Interferences is affirmed. 


NORTHAM WARREN CORPORATION v. MILLERS FORGE MFG. CORP. 
Commissioner of Patents—March 13, 1952 


TrADE-MarKS—CONFUSING SIMILARITY—GENERAL 
While prior decisions in opposition proceedings between different parties may have 
little if any weight, prior court decision involving somewhat similar set of facts may not 
be ignored. 


TRADE-MarkKs—ConFUSING SIMILARITY—PARTICULAR INSTANCES 
“Cuti-Clip” held confusingly similar to “Cutex,” used on goods of the same descrip- 
tive properties, under 1946 Act. 


Trave-Mark Act or 1946—Derrenses—SectTIon 19 
OpposITIONS—DEFENSES—LACHES, ACQUIESCENCE AND ESTOPPEL 
On facts of record, opposer held not to have acquiesced in applicant’s use of its mark. 
Opposer could take no action against application to register except by opposition 
proceedings; and opposer held not to have acquiesced in applicant’s right to register, 
which is only question here involved. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Northam Warren Corporation against Millers 
Forge Mfg. Corp. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 

Mock & Blum, of New York, N. Y., for Opposer. 
Paul Struven and Bader & Bader, of New York N. Y., for Applicant. 
KuINnGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by Northam Warren Corporation opposing 
registration on the Principal Register under the Act of 1946 to the applicant, 
Millers Forge Mfg. Corp., of the notation “Cuti-Clip” as a trade-mark for 
“manicure implements, namely, cuticle nippers, cuticle scissors, cuticle pushers, 
nail files, nail clips, nail nippers, nail scissors, tweezers, blackhead removers, baby 
nail scissors and mustache scissors.” 

Both parties filed testimony and briefs but were not represented for oral 
argument. 

It is alleged by the opposer that the mark “Cuti-Clip” of the applicant is 
applied to goods of the same descriptive properties as those of the opposer and 
bears such near resemblance to the opposer’s mark “‘Cutex” as to be likely to cause 
confusion or mistake or to deceive purchasers as to the origin of applicant’s goods. 
The opposer’s goods, to which its mark “Cutex” is applied, includes a number of 
manicure implements including manicure clippers, manicure nippers, manicure 
tweezers, manicure metal pushers, manicure sticks and nail files. A comparison 
of the goods of the respective parties clearly indicates that such goods all relate 
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to manicuring implements and in many instances are identical in kind. There can 
be no question that all of the goods pertain to the same classification of merchandise 
and are goods of the same descriptive properties, as the examiner held. 

Opposer’s priority of use of its mark in connection with the goods above 
enumerated is not here in dispute and the only question for determination is 
whether the mark of the applicant bears such near resemblance to that of th 
opposer as to give rise to the likelihood of confusion, mistake or deception of 
purchasers as to the origin of the applicant’s goods. 

Opposer has referred to two prior opposition proceedings, one involving the 
mark ‘“Cutigroom” and the other the mark ‘“Cutiso,” both of which were held 
confusingly similar to its mark “Cutex.” Attention was also called to the decision 
in Northam Warren Corp. v. Universal Cosmetics Co., 18 F. 2d 774, wherein the 
court held the opposer’s mark “Cutex” confusingly similar to and infringed by 
the mark “Cuti-Clean.” The examiner considered the facts in the latter case 
sufficiently analogous to those involved herein to be persuasive of the conclusion 
that the applicant’s mark “Cuti-Clip” bears such near similarity to the opposer’s 
mark “Cutex” as to be likely to cause confusion or mistake or to deceive pur- 
chasers. While it is true, as the applicant contends, that prior decisions in other 
opposition proceedings between different parties may have little if any weight in the 
instant opposition proceedings, the prior court decision involving a somewhat 
similar set of facts may not be ignored. In the present case the goods are of 
identical nature and in view of the similarity between the marks it is my view 
that confusion or mistake or deception of purchasers as to the source of origin 
of the applicant’s goods would be highly likely. I see no greater distinction between 
the marks here under consideration applied to like goods, than there is between 
the marks considered by the court. 

Applicant contended before the Examiner of Interferences, and here con- 
tends, that the equitable defense of laches, estoppel and acquiescence should be 
applied against the opposer in this case in accordance with the provisions of section 
19 of the Trade-Mark Act of 1946, in view of an alleged consent by the opposer, 
subsequent to the filing of the present notice of opposition, to applicant’s use of 
its mark. This ground of defense is based upon a reply made by attorney for 
the opposer to the following statement in a letter from the applicant in which 
the following paragraph appears: 

“Your opposition to the name Cuti-Clip was legally on file in Washington. 


Until such opposition is legally removed, my client cannot use the name Cuti-Clip 
on their product.” 


Opposer’s attorney replied in part as follows: 


“I have repeatedly stated to you that the opposition to the registration of 
‘Cuti-Clip’ has nothing to do with the use of ‘Cuti-Clip’ so I do not know the basis 
of your statement— 

“Your opposition to the name Cuti-Clip was legally on file in Washington. Until 
such opposition is legally removed, my client cannot use the name Cuti-Ciip on 
their product.” 

“The opposition involves only the question of registration and not the ques- 
tion of use.” 
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The examiner found nothing therein to the effect that the opposer acquiesced 
in the use of the applicant’s mark, but that the opposer did object to the applicant’s 
registration of the mark, and manifestly the opposer could take no action against 
applicant’s registration thereof except in the present proceeding. R. C. Williams & 
Company, Inc. v. Gordon, 606 O. G. 537 [38 T. M. R. 241]; Mason, Au @ Magen- 
heimer Conf. Mfg. Co. v. Hawley & Hoops, 171 Ms. D. 908, 40 T. M. Rep. 856, 
86 U.S. P. Q. 272; The Edwin H. Fitler Company v. The Grady-Travers Company, 
Incorporated, 632 O. G. 978, 84 U. S. P. Q. 360; New Era Shirt Company v. 
Frank, 649 O. G. 936, 90 U.S. P. Q. 127. As the examiner observed, even if the 
opposer had acquiesced in the use by the applicant of its mark, as the applicant 
contends, the opposer clearly did not acquiesce in the applicant’s right to the 
registration thereof, which is the only question involved in this proceeding. I fully 
agree with the examiner’s views in this regard.. Van Camp Sea Food Co., Inc. v. 
Alexander B. Stewart Organizations, 18 C. C. P. A. 1415, 50 F. 2d 976 [21 T. M. R. 
414]; Willson v. Graphol Products Co., 38 C. C. P. A. 1030, 188 F. 2d 498, 89 
U. S. P. Q. 382; General Motors Corp. v. United States Air Conditioning Cor- 
poration, 92 U.S. P. Q. 257. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 





THE CROWN OVERALL MANUFACTURING COMPANY vy. 
COUNTESS MARA, INC. 


Commissioner of Patents—March 14, 1952 


TraDE-MarKs—Marxks Not ConFusiInGLy SIMILAR—PARTICULAR INSTANCES 
Composite mark comprising monogram in form of letters “CM,” associated with 
design composed of upper segment of circular figure formed by heavy curved line and 
having series of equidistant radiating lines and corresponding series of heavy dots, held 
not confusingly similar to the word “Crown” or to pictorial representation of a crown, 
used on similar goods, under 1946 Act. 
TrADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of likelihood of confusion, the marks should be considered 
as a whole. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Crown Overall Manufacturing Company against 
Countess Mara, Inc. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 

Zugelter @ Zugelter, of Cincinnati, Ohio, for Opposer. 
Curtis, Morris & Safford, of New York, N. Y., for Applicant. 
KLINGE, Assistant Commissioner. 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the motion by the applicant to dismiss the notice of opposition 
filed by the appellant, The Crown Overall Manufacturing Company. 

Both parties filed briefs and were represented at the hearing. 

The facts involved in this appeal are briefly as follows: 
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Opposer filed a notice of opposition on February 6, 1950, alleging continuous 
use of the trade-mark “Crown” by it and its predecessors, since about the year 1880, 
in the form of the word “Crown” and as pictorial representations of various crowns, 
alone or in combination, as a trade-mark for indicating that various garments or 
articles of apparel bearing such mark come from the opposer. Opposer alleged that 
the mark sought to be registered by the applicant is confusingly similar to the 
opposer’s said trade-marks and that confusion in trade is probable since use by the 
applicant of its mark will cause mistake and confusion and thereby deceive the 
public, and the purchaser in particular, as to the origin of the involved goods. 

The applicant filed a motion to dismiss the notice of opposition for failure to 
state facts upon which relief may be granted, alleging that confusion is impossible 
in view of the arbitrary and fanciful nature of the entire mark of the applicant, 
which is so different in appearance from the word and picture marks of the opposer. 
Applicant’s motion was granted. 

The applicant’s mark as disclosed in its application is described by the examiner 
as a composite one comprising a monogram associated with a design composed of 
the upper segment of a circular figure formed of a heavy curved line, a series of 
equidistant lines radiating therefrom, and a corresponding series of heavy dots in 
radial alignment therewith. It may be added that the monogram portion of the 
applicant’s composite mark appears in the form of the letters “CC M” somewhat 
fancifully written and apparently representing the initials of the applicant Countess 
Mara, Inc. The mark is applied to men’s clothing, namely, neckties, lounging robes, 
smoking jackets, mufflers, pajamas and handkerchiefs. 

Opposer’s notation “Crown” and the pictorial representations of crowns are 
used for a line of merchandise pertaining to the same classification of goods as those 
of the applicant. Opposer submits that there is such similarity between the design 
portion of the applicant’s mark and the generally accepted impression of a picture 
of a crown that the marks should be held to be confusingly similar, the applicant 
having obviously appropriated the entire mark of the opposer. 


The examiner was of the opinion that the similarity between the pictorial or 
design portion of the applicant’s mark and the word “Crown,” or the picture of a 
crown as used by the opposer, is quite inconsequential and that the respective marks 
in their essentials are so radically dissimilar as to obviate any likelihood of confusion 
in use. Accordingly, applicant’s motion to dismiss the notice of opposition was 
granted. 

Opposer, in its brief, presents as the issue in this appeal the simple question of 
whether the applicant’s mark so resembles the opposer’s mark, in the form of a pic- 
torial representation of a crown or the word “Crown” itself, as to give rise to the 
likelihood cf confusion as to the source of origin of the applicant’s goods. This 
matter will be considered in determining the propriety of the examiner’s decision 
on the motion. Considering first the pictorial portion of the applicant’s composite 
mark, any resemblance therebetween and the well recognized representation of a 
crown as shown in certain of the opposer’s pleaded registrations and on its labels filed 
as Exhibit 1 with the notice of opposition is, to my mind, more fancied than real. 
I find it difficult to say with any degree of certainty exactly what the fanciful design 













STARDUST INC. v. MALAMUT & CHANEN 445 





42 T.M.R. 





portion of the applicant’s mark would suggest to the casual observer. Whether the 
design portion of the applicant’s mark represents a crown, a tiara, a pot of flowers, 
a fan, a simple ornamental flourish, or a peacock’s tail is a matter that might be 
anyone’s guess. In any event, considering the applicant’s composite mark as a 
whole, as I think it should be considered, it is my opinion that there would be no 
likelihood of confusion as to the source of origin of the applicant’s goods with the 
mark here sought to be registered applied thereto. 

The decision of the Examiner of Interferences is affirmed. 
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Commissioner of Patents—March 14, 1952 









TraDE-MArRKS—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Hairnets, garters and hose supporters held closely related to hosiery, slips and other 
items of ladies’ wearing apparel. 







TrRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Starlet” held confusingly similar to “Stardust,” used on similar goods, under 


1946 Act. 








Appeal from Examiner of Interferences. 
Trade-mark opposition by Stardust, Incorporated against Malamut & Chanen. 
Opposer appeals from dismissal of notice of opposition. Reversed. 

Theodore W. Miller, of Chicago, Ill., for Opposer. 

James C. Wobensmith and Zachary T. Wobensmith, 2nd, of Philadelphia, Pa., for 

Applicant. 

KuINGE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-marks Inter- 
ferences dismissing the opposition filed by Stardust, Incorporated, under the Act 
of 1946 opposing registration to Malamut & Chanen of the word “Starlet,” used for 
hairnets, garters and hose supporters. 

Opposer relies upon prior use by it and its predecessors of the trade-mark “‘Star- 
dust” and ownership of prior certificates of registration for the trade-mark “Stardust” 
for hosiery, slips, and for many other items of ladies wearing apparel. 

The mark disclosed in the application here opposed consists of the single word 
“Starlet” and as stated above is used for hairnets, garters and hose supporters. 

Neither party filed testimony, but both parties have filed briefs and were repre- 
sented at the hearing. 

Priority of use by the opposer of its mark was not disputed before the examiner 
and stands admitted. The only question to be considered is the likelihood of con- 
fusion, mistake, or deception of purchasers from the contemporaneous use of the 
marks for the respective goods of the parties. Opposer contends that applicant’s 
hairnets, garters and hose supporters relate to the same class of goods as the articles 
of clothing to which its mark is applied, and are sold through the same clothing 
outlets, such as department stores, women’s dress shops and similar places. Applicant 
contends that the goods are not identical, even though they are all articles of clothing 
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and are so classified, applicant’s goods being in the category frequently referred to 
as notions, having no specific significance as to the size required by different pur- 
chasers of different height and weight, whereas all of the goods of the opposer require 
a marking of size for the particular user and, accordingly, a character of inspection 
which is different from that accorded to applicant’s goods. 


The examiner held, and the applicant here argues, that there is nothing in the 
record to indicate that the products of the respective parties to this proceeding are 
closely related and are sold through similar trade channels. That is true. But con- 
ceding that applicant’s goods may be sold at a notion counter, whereas opposer’s 
hosiery and other items of women’s apparel are sold in an entirely different part 
of the same store, and even considering that some stores selling the opposer’s goods 
do not have a notion counter, it takes but little if any realism to appreciate the 
close relationship between hose supporters and hose, and evidence to establish such 
relationship is unnecessary, in my opinion, especially where as here the same class 
of customers buy both types of goods. The fact that the goods are not identical 
is of no importance in this case; it is sufficient if they are closely related in use and 
a closer interdependence can hardly be imagined than that existing between women’s 
hose and hose supporters, or garters. 


Applicant argues that the marks do not have similar meanings; opposer con- 
tends that they do. The word “Stardust” is defined in Webster’s New International 
Dictionary as “a vast multitude of very small stars massed together and suggesting 
or likened to dust particles.” The word “Starlet,” on the other hand, is defined in the 


Addenda Section of the same work as “a young movie actress who is being coached 
and publicized for star roles.” The examiner in considering the connotation of the 
two words pointed out that both contained the word “star” in the initial portions 
thereof, but that the suffix portions “let” and “dus” are obviously entirely different 
and impart to the marks as a whole a totally different connotation. I find the 
meanings of the two marks, in so far as they have any significance in this case, 
of little assistance in determining the question of likelihood of confusion. It is seri- 
ously doubted that purchasers would pause to reflect upon distinctions in meaning 
between the two words when buying either hose or hose supporters. More important 
in this case are resemblances in sound and general appearance of the two words. Both 
have the same first syllable “Star” which is the more highly accented and principal 
part of each. The second syllables “dust” and “let” even though both end in “t” 
have a relatively insignificant effect. The word “Star” is thus the portion of each 
mark most likely to be remembered so that confusion or mistake as to the source 
of origin of the applicant’s goods would be more than likely with the two marks 
applied to such similar goods. It is therefore my conclusion that the opposition 
should have been sustained. 


Reversed. 
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KEYSTONE VARNISH COMPANY, ETC. v. 
B. & R. MANUFACTURING COMPANY, ETC. 


Commissioner of Patents—March 20, 1952 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Flex-O-Lite,” the word “Lite,” being disclaimed, held similar in sound and appear- 
ance to “Reflexalite,’ under 1946 Act. 
OpposITIONS—BURDEN OF PRooF—GENERAL 
Opposer held to have failed to discharge burden of establishing such similarity of 
goods as would lead to likelihood of confusion. 
TraDE-Marks—Goops OF DIFFERENT CLASSES—PaRTICULAR INSTANCES 
Reflective glass beads for use on municipal highway and airport center lines, 
safety zones, etc., held too widely different from indoor enamel paints to sustain finding 
of likelihood of confusion, though goods are sold under similar marks. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Keystone Varnish Company (name changed to 
Keystone Paint and Varnish Corporation) against B. & R. Manufacturing Com- 
pany (Flex-O-Lite Manufacturing Corporation, assignee, substituted). Applicant 
appeals from decision sustaining notice of opposition. Reversed. 
Alexander, Maltitz, Derenberg & Daniels, of New York, N. Y., for Opposer. 
Howard G. Cook and Kingsland, Rogers & Ezell, of St. Louis, Mo., for Applicant. 
KurncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the notice of opposition filed by Keystone Varnish Company (by 
change of name, Keystone Paint and Varnish Corporation), and adjudging that 
the applicant, B. & R. Manufacturing Company (Flex-O-Lite Manufacturing Cor- 
poration, Assignee, Substituted), is not entitled to the registration for which it has 
made application. 

Neither party has filed testimony; both parties filed briefs and were represented 
at the hearing. 

Opposer relies upon ownership of its renewed registration No. 115,626, of which 
an official copy is of record, for the trade-mark “Reflexalite” used on enamel paints. 

Applicant seeks registration of the notation “Flex-O-Lite” used for reflective 
glass beads for use on municipal highway and airport center lines, safety zones, run- 
way numerals, and boundary lines. “Lite” is disclaimed apart from the mark as 
shown. 

No controversy arises in regard to priority of use by the opposer. The only 
issue presented is that of the likelihood of confusion as to the source of origin of the 
applicant’s goods. The marks “Flex-O-Lite” and “Reflexalite” are unquestionably 
similar in sound and appearance, and it is not seriously contended that they are not. 

In order to determine the nature and manner of use of the applicant’s reflective 
glass beads, much consideration and discussion has been devoted to the labels filed 
as specimens in the application. These labels clearly indicate that for exterior use 
applicant’s crystal glass beads may be applied on any good exterior enamel, a suit- 
able color being white, yellow or any of the light shades. To apply the beads, they 
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are added to enameled surfaces after the enamel has become tacky. Other methods of 
application which are of no particular interest here are also referred to. A number 
of uses given on the labels for reflective glass beads include advertising signs, traffic 
signs, window displays, greeting cards, house numbers, warning signals, safety zones, 
traffic center lines, traffic crosswalks, calendars, car loads, decalcomanias, etc. Since 
exterior enamel paint and applicant’s glass beads may be used together, opposer 
argues that its goods, enamel paints, and the applicant’s beads are related goods in 
that they are adapted for simultaneous and related uses; wherefore, the sale thereof 
under the marks of the parties hereto would be likely to cause confusion. 


Applicant strenuously contends that enamel is only one of a number of adhesives 
that are suitable as a bonding material for its glass beads and that even outdoor 
enamel is not used for the highway and airport markers set forth in its application. 
It is further contended that opposer’s enamels, so far as this record shows, are indoor 
enamel paints which are wholly unsuited as adhesives for glass beads for highway 
and airport strips or markers. 


The examiner found that the applicant’s assertion that the opposer’s enamels 
are not outdoor enamels is not supported by any evidence of record. Furthermore, 
opposer’s registration does not restrict the uses for its goods, wherefore the opposer’s 
products must here be considered as comprehending exterior enamel paints. Accord- 
ing to applicant’s labels, exterior enamel is suitable for use in connection with appli- 
cant’s beads for producing light-reflecting surfaces. It was therefore the opinion of 
the examiner that the goods of the respective kinds here involved are so intimately 
associated in use that their sale under the same or closely similar marks would be 
reasonably likely to cause confusion or deception of purchasers as to the source of 
origin thereof. 

I find nothing in the record of this case to establish that opposer’s enamels are 
adapted to any use other than indoor. All except one of the opposer’s exhibits, 
Exhibit B, clearly point to that assumption. Exhibit B, like opposer’s registration, 
is of no assistance in determining whether the goods are for interior or exterior use. 
To state that the broad term “enamel paints” in the registration and ‘ 
enamel” in Exhibit B cover both indoor and outdoor enamels and then assume 
that opposer has used or is using its mark on outdoor enamels, especially 
those of a type suitable as an adhesive for glass beads on roadways, airstrips, 
etc., is, in my opinion, giving to the assumption the status of a fact. Such rea- 
soning is believed unwarranted in the absence of evidence to support that assump- 
tion. True, applicant’s labels mention the use of a “good exterior enamel” 
as being a suitable adhesive, but the quality or properties of opposer’s enamel for 
the specific purpose defined in the present application is a mere matter of conjec- 
ture on the record submitted. While it was stipulated by the parties that applicant’s 
labels correctly describe how applicant’s merchandise is used with any good exterior 
enamel, there is not a shred of evidence in this case to so much as indicate that 
opposer’s enamels are in fact “exterior” enamels or good adhesives for applicant’s 
merchandise in the specific environment mentioned in its application. There is also 
no evidence that the goods are sold through the same outlets or to the same general 
class of customers. Those who purchase applicant’s glass beads would be expected 


‘zinc 
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to either know, or inquire in regard to, a suitable adhesive or enamel for their appli- 
cation to a roadway or airstrip. It is hardly likely that an enamel for indoor use, 
which seems to be the type of enamel that opposer sells on the basis of the present 
record, would be sold by a reputable merchant to applicant’s customers as an 
adhesive for outdoor use or that applicant’s customers would buy opposer’s enamel 
as an adhesive for use with glass beads in the limited relation set out in the appli- 
cation. Opposer has failed to discharge the burden of establishing such similarity of 
the goods as would lead to likelihood of confusion as to the source of origin of the 
applicant’s goods. I find too wide a difference in the goods of the respective parties 
on the basis of the evidence presented to sustain the decision of the Examiner of 
Interferences. 
The decision of the Examiner of Interferences is reversed. 


EX PARTE STYLOFEDE CORPORATION 


Commissioner of Patents—March 6, 1952 


TraDE-Mark Act oF 1946—REGISTRABILITY—SECTION 2(e) 


TRADE-MARKS—REGISTRABILITY—GENERAL 
On facts of record, “Windsor” held geographic rather than primarily a surname. 


TRADE-MARKS—PLEADING AND PrAcTICE—REOPENING 
Upon reversal of Examiner’s decision, leave granted to reopen case to add further 


evidence if Examiner so desires. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Stylofede Corporation. Applicant 
appeals from refusal of registration, under 1946 Act. Reversed. 

Manfred M. Warren of San Francisco, Cal., for Applicant. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the word “Windsor” as a trade-mark for knitting needles on the Principal 
Register. Registration is refused on the basis of Section 2(e)3 of the Trade-Mark Act 
of 1946 which provides for the refusal of registration of a mark which “‘is primarily 
merely a surname.” The examiner had originally refused registration on the basis 
that the word was geographically descriptive, but this rejection was specifically with- 
drawn by the examiner and the sole issue is whether the word Windsor is primarily 
merely a surname. 

The examiner states that Windsor is a common surname and refers to the tele- 
phone directories of four large cities showing from 8 to 67 listings of the word as a 
surname. 

Applicant states that the word has a geographical meaning and various other 
meanings, referring to several encyclopaedias and dictionaries. The evidence sub- 
mitted by both the examiner and the applicant is not considered sufficiently complete 
to render a decision with any degree of certainty. On this evidence, supplemented 
by the United States Official Postal Guide, I am inclined to the belief that Windsor 
is primarily a geographical or place name rather than primarily a surname. The 
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castle in England is well known, and there is a Windsor in England and Canada, 
and, in the United States, in Connecticut, Vermont, and fifteen other states. I be- 
lieve, although, as stated, on evidence that may not be sufficient, that the surname 
use of the word is derived from the geographical or place names use and is not the 
primary significance. 

The decision of the examiner is reversed, with leave to reopen the case to add 
other evidence if the examiner so desires. 


EX PARTE QUAKER RUBBER CORPORATION 


Commissioner of Patents—March 10, 1952 


TrapeE-Mark Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TRADE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Ebonite” held name for hard rubber and not to have shown to function as trade- 
mark for articles made of flexible rubber composition. 


Trape-MarKs—PLEADING AND PRACTICE—RENEWALS 
Propriety of a registration is not re-examined on renewal. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Quaker Rubber Corporation. 
Applicant appeals from refusal of registration, under section 2(f) of 1946 Act. 
Affirmed. 

Joseph G. Denny, Jr., and Joseph G. Denny, III, of Philadelphia, Pa., for Applicant. 
Freperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the word “Ebonite” as a trade-mark for “belting, hose, sheet and rod 
packing made of rubber and fabric, and sheet rubber used for washers and gaskets,” 
under the provisions of Section 2(f) of the Trade-Mark Act of 1946. The basis for 
refusing registration is that the term “ebonite” is a generic term incapable of becom- 
ing distinctive of the products of a single manufacturer. 

The examiner cites various sources as showing that the term ‘“ebonite” has 
been and is the common name for hard rubber, or a variety of hard rubber, and 
showing various properties of this substance.! It is the examiner’s position that a 
synonym for hard rubber cannot designate origin of goods made of rubber, regardless 
of whether it correctly describes the goods. Applicant’s goods are not made of 
hard rubber but of rubber composition of flexible nature and applicant admits that 
the term would be misdescriptive of its goods. Applicant attempts to prove that 
the mark is distinctive of its goods by asserting substantially exclusive use for a 
long period and by supplying various affidavits and other material. The affidavits 
submitted are not considered of much value; they are in identical terms, in fact 
some of the sheets are carbon copies of others, with blanks to be filled in by the 


1. The meaning of the word “ebonite” may be further shown by the language in the 
decision of the Court of Customs and Patent Appeals in In re Egan et al., 34 C. C. P. A. 
843, 72 U.S. P. Q. 442, 443, 444, 1947 C. D. 177; “hard rubber which is known as ‘ebonite’ 
or ‘vulcanite’,” “hard rubber which is ebonite,” “hard rubber is known as ebonite or vulcanite.”’ 
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affiant. Nor are sales catalogues considered conclusive. It is difficult to see how 
the name for hard rubber could properly be a trade-mark for goods made of rubber 
and it is not considered that applicant has sustained the heavy burden of so showing. 

Applicant asserts that the Patent Office has considered applicant’s mark regis- 
trable on five different occasions, in connection with the issuing of three registra- 
tions and the renewing of two of them. Contrary to applicant’s assertion, the 
propriety of a registration is not reexamined on renewal; two of the registrations 
referred to are of composite marks (which comprise the phrase Daniel’s Ebonite 
and other matter) , and the other registration referred to is an expired one. 

The decision of the Examiner is affirmed. 





EX PARTE BOYLE-MIDWAY, INC. 


Commissioner of Patents—March 10, 1952 


Marks INCAPABLE OF ExcLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
Neither oil can’s transparent pouring spout nor red cap thereon can be considered 
a trade-mark. 


TRADE-MARKS 





TRADE-MARKS—PLEADING AND PracTICE—GENERAL 
Statement in application: “The trade-mark consists of a transparent pouring spout 
having a removable red cap thereon,” held improper. 
Applicant having failed to supply specimens or drawing of complete container as 
actually used, rejection of application is affirmed without prejudice to consideration of 
registrability of container on proper application. 


TRADE-MARKS—REGISTRABILITY—GENERAL 
While marks registrable on Supplemental Register under 1946 Act, as defined by 
Section 23, constitute wider category and need not be trade-marks as defined by 
Section 45, they must be capable of distinguishing applicants goods or services. 
Applicant’s complete container may be registrable on Supplemental Register, under 
1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Boyle-Midway Inc. Applicant 
appeals from refusal of registration on Supplemental Register, under 1946 Act. 
Affirmed. 

Dudley Browne, of New York, N. Y., for Applicant. 
FEpERIco, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
a registration on the Supplemental Register. 

The alleged mark is stated to be used for lubricating oils. The drawing is 
intended to show an oil can of generally rectangular shape with a tapered spout 
projecting from the upper surface and a cap set over the end of the spout. The 
statement contains the following sentence, “The trade-mark consists of a transparent 
pouring spout having a removable red cap thereon.” Neither the transparent spout 
nor the red cap, nor a combination of the two, can be considered a trade-mark, see 
In re Walker-Gordon Laboratory Co., 19 C. C. P. A. 749, 53 F. 2d 548, 11 U.S. P. Q. 
242; In re Security Engineering Co., Inc., 27 C. C. P. A. 1389, 113 F. 2d 494, 46 


’ 
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U.S. P. Q. 219; Ex parte Minnesota Mining and Manufacturing Co., 92 U.S. P. Q. 
74, and Ex parte Kotzin, 92 U.S. P. Q. 281. 

The sentence quoted appears to constitute a claim since it attempts to state 
what the trade-mark consists of. Such a statement is considered improper: if it is 
intended to be a description, it should be confined to describing the thing that is 
used and has been illustrated. 

Registration is sought on the Supplemental Register of the Act of 1946. Sec- 
tion 23, relating to the Supplemental Register, states that “all marks capable of dis- 
tinguishing applicant’s goods * * * and not registrable on the Principal Register 
herein provided, * * * may be registered on the Supplemental Register * * *.” This 
proviso uses the term “marks,” not “trade-marks,” which term is defined in the third 
paragraph of the same section as follows: “For the purposes of registration on the 
supplemental register, a mark may consist of any trade-mark, symbol, label, package, 
configuration of goods, name, word, slogan, phrase, surname, geographical name, 
numeral, or device or any combination of any of the foregoing, but such mark 
must be capable of distinguishing the applicants goods or services.” The mark to 
be registrable on the Supplemental Register does not need to be a trade-mark as 
trade-mark is defined in Section 45 for registration on the Principal Register but the 
subject matter capable of being registered on the Supplemental Register includes a 
wider category of “marks” than may be registered on the Principal Register. The 
list in the definition includes packages and configurations of goods. In this par- 
ticular case the thing sought to be registered appears to fall within the word 
“package” interpreted by the Patent Office as including containers, and containers 
such as bottles have been registered. 

Applicant’s container may therefore possibly be capable of being registered on 
the Supplemental Register. However, applicant has not supplied specimens of the 


complete container, nor does the drawing illustrate the container as actually used. 
The specimen left at the hearing does not have a blank can body (as shown on the 
drawing), but the body has a color design and other material lithographed thereon. 
If applicant wishes to register the container, and container is here used to include 
the spout and cap, the complete container as actually used must be shown. 

The decision of the examiner is affirmed but without prejudice to consideration 
of the registration of the container upon a proper application. 


EX PARTE J. HUNGERFORD SMITH CoO. 


Commissioner of Patents—March 12, 1952 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Juicy Orange” held confusingly similar to “U-See,’’ used on similar goods, under 
1946 Act. 


TrADE-MarKs—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Syrups used in making soft drinks held similar. 


TraADE-MAarKsS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Juicy Orange” held so highly descriptive of syrups for making orange flavored 
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soft drinks that it is not subject to exclusive appropriation since it is incapable of 
denoting origin. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by J. Hungerford Smith Co. Applli- 
cant appeals from refusal of registration, under section 2(f) of 1946 Act. Affirmed. 
Harold E. Stonebraker, of Rochester, N. Y., for Applicant. 
KurncE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration, under the provisions of section 2(f) of the Act of 1946, of the mark 
“Juicy Orange” for “syrup used in making orange-flavored non-alcoholic maltless 
soft drinks.” 

Registration of applicant’s mark was refused for two reasons, (1) in view of 
registration No. 239,494, issued March 6, 1928, and renewed, for the trade-mark 
“U-See” for nonalcoholic, maltless beverages and extracts or syrups for producing 
the same,” and (2) that the notation “Juicy Orange” is incapable of distinguishing 
applicant’s goods in trade. 

The examiner considered applicant’s notation so similar to the trade-mark 
“U-See” of the registrant that their simultaneous use on the same or closely related 
goods is likely to cause confusion in trade. In Baldwin v. Krim (Ju-C-Orange of 
America, Assignee, Substituted), 606 O. G. 537, 76 U.S. P. Q. 62, the mark “Ju-C- 
Orange” was held to be confusingly similar to the mark “U-See,” it being consid- 
ered in that case that “Ju-C” and “U-See” were so closely similar in sound that con- 
fusion in trade would be likely. 

Applicant argues here that the above decision is not controlling in the present 
case for two reasons, first, the similarity in sound between applicants mark “Juicy 
Orange” and “U-See” is not as close as the similarity between ‘“Ju-C” (“‘Orange” 
disclaimed) and “‘U-See” and secondly, the marks in the decided case were applied 
to identical goods, whereas here the applicant’s mark is not applied to goods identical 
to those of the ““U-See” registration. While the word “Orange” in applicant’s mark 
is not disclaimed, as it was in the decided case, I find little difference between the 
pronunciation of “Ju-C” and “Juicy,” and the presence or absence of a disclaimer 
is considered of no importance to purchasers who are not aware of a disclaimer in 
the Patent Office. The mark of the applicant is so similar in sound to that of the 
registration that when applied to similar goods likelihood of confusion is highly 
probable. 

Applicant denies that the goods to which its mark is applied are identical with 
those of the registrant because applicant’s syrup is used in making orange-flavored 
soft drinks, whereas the registration shows that “U-See” is applied to nonalcoholic 
maltless beverages and extracts or syrups for producing the same. I see little dis- 
tinction between a syrup used in making a soft drink, as used by the applicant, and 
a syrup for producing a nonalcoholic maltless beverage, as stated in the registration. 
Nor is it important that the registrant has not limited the use of its mark specifically 
to syrups for making orange-flavored drinks. Orange-flavored soft drinks are among 
the commonest known, and certainly the lack of any reference to orange flavor in the 
registration cannot be accepted to establish that the registrant has not used its mark 
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on orange-flavored syrup or that it lacks the right to do so. Applicant further argues 
that its syrup is sold to drug stores, confectionery stores and similar outlets whi 
the consumer or purchaser of the drink does not see the trade-mark or package in 
which its syrup is supplied, whereas the registered mark is applied to soft drink: 
packaged in bottles sold direct to the individual. This argument overlooks the fact 
that the registrant also applies its mark to syrups which are undoubtedly sold to the 
same outlets to which the applicant sells its syrup. It is my conclusion that the goods 
are similar, and they need not be identical, and that the marks are so confusing]; 
similar in sound that when applied to similar goods confusion in trade is likely. 


The second ground for refusal, that the notation “Juicy Orange” is incapab! 
of distinguishing applicant’s goods in trade, is based upon the examiner’s holding 
that the term is composed of the name of the principal flavoring ingredient of th: 
product to which the mark is applied, and is apparently intended to signify to the 
purchasing public a quality or characteristic of applicant’s flavoring syrup. In this 
connection the examiner refers to the decision of the Commissioner in Penrith-Ake) 
Manufacturing Co. v. Krim (Ju-C Orange of America), 606 O. G. 536, 76 U. S. 
P. Q. 60, 61, wherein it is stated: 


“It appears clear to me that the notation ‘Ju-C’ is merely a misspelling of the 
word ‘juicy,’ and that when used with the word ‘Orange’ and applied to an orange 
drink, it describes a desirable characteristic of oranges, which are used in making 
the beverage. As stated by the examiner, the term ‘juicy’ or ‘Ju-C’ as respondent 
has spelled it, is defined as ‘abounding in juice’ and is the generally accepted mean- 
ing of the word. There would appear nothing fanciful about the mark since the 
manner in which it would function would be to direct the mind of a purchaser to 
a quality or characteristic of the goods with which it is used and not to the origin 
thereof, and hence is devoid of trade-mark significance.” (Affirmed by the Court of 
Customs and Patent Appeals, 37 U. C. P. A. 1056, 182 F. 2d 211, 86 U. S. P. Q. 
75.) [Emphasis added.] 


It was the examiner’s view that the reasoning in the decided case is applicable 
to the present case. Applicant argues that the word “juicy” would be descriptive 
as applied to oranges, but would be meaningless in a syrup made from oranges. ‘The 
labels of record state that the syrup is prepared from “‘pure orange juice” and certain 
other of the usual ingredients of such syrups, which clearly implies that the syrup 


produces a drink having the characteristic of a juicy orange and to that extent it is 


clearly a laudatory or advertising phrase to indicate a character or quality of the 
applicant’s syrup. 

There is of record an affidavit of the president of the applicant corporation to 
the effect that many thousands of dollars have been spent by the applicant in adver- 
tising the trade-mark “Juicy Orange” and that the trade-mark has appeared in a 
number of trade publications. Exhibits are attached showing how the mark has 
been advertised. 


There are other affidavits of record, six in all, from competitors and customers, 
to the effect that the applicant’s trade-mark “Juicy Orange,” as applied to orange- 
drink syrup, indicates to the purchasing trade in the soda fountain and soft drink 
field an orange drink syrup originating with and sold by the applicant; that the 
trade-mark “Juicy Orange” has been in substantially exclusive and continuous 
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use by the applicant as a trade-mark in commerce for the five years next preceding 
the filing of the present application and has become distinctive as applied to the 
applicant’s goods in commerce. 

These affidavits and exhibits were considered by the examiner but found not 
persuasive. The examiner concluded that the applicant’s mark is so highly descrip- 
tive that it is not subject to exclusive appropriation since it is incapable of ascribing 
to the goods the source of origin thereof. I agree with the examiner’s conclusion 
in this regard. The affidavits and exhibits submitted in this case do not convince me 
of any error in the conclusion reached by the examiner. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE MILTON BRADLEY CoO. 


Commissioner of Patents—March 12, 1952 


[RADE-MARKS—CONFUSING SIMILARITY—GENERAL 
A known mark cannot be appropriated merely by addition of words, syllables or 
other features which leave the known mark recognizable as a prominent feature of the 
new mark. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Klingtex” held confusingly similar to “Klingtite’’ and to “Kling,” used on similar 


goods, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Milton Bradley Co. Applicant 
appeals from refusal of registration, under 1946 Act. Affirmed. 

Ross @ Ross, of Springfield, Mass., for Applicant. 
KuncE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration on the Principal Register under the provisions of the Act of July 5, 1946, 
the mark “Klingtex” applied to pastes and glues. 

It was held that the registration of the applicant’s mark is barred by the 
following: Ref. No. 350,151 for the mark “Klingtite” for adhesives, issued to Kling- 
tite Products Company, September 14, 1937; and Reg. No. 388,368 for the mark 
“Kling” applied to a liquid adhesive cement issued to William H. Palmer, doing 
business as W. H. Palmer Company, June 24, 1941. 

Applicant’s mark and those of the two prior registrations relied upon by the 
examiner are associated with the same classification of goods, namely, adhesives, 
and the goods are all considered similar and related products. The important ques- 
tion here presented for review is, therefore, whether or not the mark of the applicant 
is confusingly similar to those of the prior registrants. 

Applicant submits that its mark “Klingtex” is not like “Klingtite” or “Kling” 
in view of the different number of letters employed in the respective marks, and in 
view of the fact that whereas applicants mark and the registered mark ‘“‘Klingtite” 
each comprise two syllables, the mark “Kling” comprises but one. 

Applicant relies upon the decision of the Commissioner of Patents in the case 
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of United Drug Company (United-Rexall Drug Company) v. The Mercirex Com- 
pany, 611 O. G. 1021, 77 U. S. P. Q. 319 (Affirmed by the Court of Customs and 
Patent Appeals, 37 C. C. P. A. 1063, 182 F. 2d 222, 86 U.S. P. Q. 112), in support 
of its position that the marks are not confusingly similar. In the decided case th: 
trade-mark ‘“Mercirex” was held not confusingly similar to the marks “Rex” o: 
“Rexall” even though the goods of the respective parties possess the same descrip- 
tive properties within the meaning of the statute. I consider that case inapplicable 
here for the reason that the applicant’s mark there in question did not begin with 
the exact same highly accented syllable as the opposer’s marks, as is the case here. 
As the Commissioner there observed, “a known mark cannot be appropriated and 
rights cannot be acquired by mere addition of words, syllables, or other features 
which leave the known mark recognizable as a prominent feature of the new mark.” 
That statement precisely fits the facts of the present case where all the marks 
possess the same prominently accented first or single syllable. Another case relied 
upon by the applicant is Purex Corporation, Ltd. v. United Drug Co., 21 C. C. P. A. 
753, 67 F. 2d 918, 20 U. S. P. Q. 69. In that case the mark “Purex” for use in 
connection with the sale of a bleach and water softener was held registrable by the 
court over the marks “‘Pure-Test” for medicines and pharmacal preparations, “Rex” 
for dyspepsia cure, and “Rexall” for medicines and toilet and pharmaceutical prep- 
arations. There the opposer offered no evidence to show that any of its trade-marks 
had been used on goods commercially known as a bleach and water softener. In 
addition, the product of the applicant was one sold in grocery stores, whereas the 
products of the opposer were sold in its own drug stores and opposer never sold any 
such commercial product as that of the applicant. That is not the case here under 
consideration. Not only are the goods of the applicant considered to be similar to 
those of the registrations upon which the examiner relies, as above pointed out, but 
it is clear that the applicant has appropriated the entire mark of registration No. 
388,368 for the mark “Kling” as the prominent part of its own mark. It is con- 
sidered that registration of the applicant’s mark was properly refused. With regard 
to registration No. 350,151, for the mark “Klingtite” it is also considered that such 
mark and the mark here sought to be registered are too similar to justify the regis- 
tration of the applicant’s mark. 


The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE THE NATIONAL CASH REGISTER COMPANY 
Commissioner of Patents—March 12, 1952 


TraDE-Mark Act or 1946—REGISTRABILITY—SECTION 1 
Trape-Marxs—Proor or Use—GENERAL 
It is well settled that mark sought to be registered must be same as mark actually used 
On facts of record, applicant held to have failed to prove use of single word 
“Wales,” sought to be registered, apart from composite mark consisting of words “Allen” 
and “Wales” separated by a keystone design. 


Appeal from Examiner of Trade-Marks. 
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Application for registration of trade-mark by The National Cash Register 
Company. Applicant appeals from refusal of registration, under section 2(f) of 
1946 Act. Affirmed. 

Carl Beust and Henry Silbereis, of Dayton, Ohio, for Applicant. 
K.INGE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration of the word “Wales” for adding, listing and calculating machines 
under the provisions of section 2(f) of the Act of July 5, 1946. The specimens 
submitted with the application showing the mark as actually used on the goods 
disclose the two words “Allen” and “Wales,” each printed in the same type lettering 
and each equally prominently displayed, separated by a keystone design. 

The refusal to register the word “Wales” alone is predicated on the fact 
that such mark, as shown on the application drawing, is but a part of the complete 
composite mark shown on the specimens filed in this case to show the mark 
actually used on the goods, and therefore constitutes a mutilation of the mark 
actually used by the applicant. The question presented is, therefore, whether or not 
the applicant is entitled to register the mark “Wales” in the form disclosed on the 
drawing of this application. 

Applicant predicates its argument in support of registration of the single word 
“Wales” on the ground that said mark is a well-known trade-mark having been 
used by applicant and its predecessors for about forty-four years prior to the 
filing of the present application, such use having been started about January 20, 
1905 as evidenced by registration No. 139,105 to one of applicant’s predecessors 
in business. 

An affidavit of record by Robert E. Cowden, Jr., secretary of the applicant 
company reviews the history of the marks pertinent to this case and shows that 
applicant’s predecessor, Allen Corporation, used the trade-mark “Allen” alone on 
its products prior to the year 1926; that in 1926 Allen Corporation acquired the 
assets including the trade-mark “Wales” from the Wales Adding Machine Company 
and thereafter changed its corporate name to Allen-Wales Adding Machine Cor- 
poration. After such change in corporate name the Allen-Wales Adding Machine 
Corporation placed both trade-marks “Allen” and “Wales” on the products and 
in 1938 registered the mark “Allen Wales” with keystone interposed between the 
two names, as shown on the specimens filed in the present application. In 1943 
the present applicant acquired the assets including the last mentioned trade-mark 
from the Allen-Wales Adding Machine Corporation and continued to so use said 
trade-mark to identify its goods. Thus the trade-marks “Allen” and “Wales” 
were individually used on the goods by applicant’s predecessors and later the 
consolidated mark consisting of the two words with the keystone separating them 
was used by Allen-Wales and later used by the applicant. There is, however, nothing 
in the record of this case to show that the present applicant ever used the single 
trade-mark “Wales” or is now using that mark. 

It is argued by the applicant that the specimens submitted with this application 
are decalcomanias and as used at the present time the three marks namely, “Allen” 
the “keystone” and “Wales” are placed on their machines at the same time and in 
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one operation, each mark being a trade-mark and each being capable of dis- 
tinguishing applicant’s goods in commerce. It is further argued in applicant’s 
behalf that the keystone symbol which separates the two words “Allen” and “Wales” 
emphasizes the fact that the two marks are separate and distinct marks. 

While it may be true that the trade-mark “Wales” was actually used as a 
trade-mark by applicant’s predecessor in business some years before it was used in 
composite form with the trade-mark “Allen“ and the keystone symbol, the fact 
remains that the mark “Wales” here sought to be registered is not now actually 
used to distinguish applicant’s goods in commerce, so far as the present record shows. 

As I view the applicant’s mark disclosed on the specimens it is a composite 
mark of which the word “Allen” and keystone are equally essential features 
with the word “Wales” and is the actual mark used on the goods. The word 
“Wales” is not used by the applicant apart from other portions of the composite 
mark and, admittedly, it has not been so used by anyone for many years. It is 
well settled that the mark sought to be registered must be the same as the mark 
which is actually used. Ex parte Crowley, 1902, C. D. 121, 99 O. G. 228. The 
single word “Wales” cannot be accepted in this case as the mark actually used 
by the applicant, apart from the word “Allen” and the keystone, which form 
the remaining parts of the composite mark shown on the specimens. In the 
absence of a showing that the word “Wales,” as it is here sought to be registered, 
is actually in use in commerce by this applicant as a trade-mark registration 
must be refused. Section 1, Act of July 5, 1946. The decisions cited by the 
examiner, Sears, Roebuck and Co. v. The General Tire & Rubber Co., 463 O. G. 
702, 28 U.S. P. Q. 137; Ex parte Kingan & Co., Inc., 462 O. G. 681, 28 U.S. P. Q. 
32, are considered to be in point on this question. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE NUODEX PRODUCTS CoO. 
Commissioner of Patents—March 13, 1952 


TraDE-Marks—AcQuISITION OF RIGHTS—GENERAL 
It is well settled that color may be a part of a valid trade-mark when used in a 
particular design. 


TRADE-MarKs—Marks INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
Claimed mark described as blue band encircling a commercial drum, without limita- 
tion as to extent of band, held not registrable, under 1946 Act, because it may amount 
to mere coloring alone and thus fail to serve as a trade-mark. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Nuodex Products Co. Applicant 
appeals from refusal of registration, under 1946 Act. Affirmed. 
Cornelius Zabriskie, of New York, N. Y., for Applicant. 
K.uncE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration, as a trade-mark, of a blue band encircling a commercial drum used 
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as a container for driers for paints, varnishes, enamels and linoleum coating 
compositions. No claim is made to the representation of the drum apart from 
the mark as shown. The color of the band is thus limited to blue and no other 
symbol or sign of any kind appears in combination therewith. 

The basis for the rejection is that what the applicant presents is not in fact 
a trade-mark, but is merely color ornamentation of a substantial portion of the 
surface of the drum and does not constitute an application of color in such an 
arbitrary design or manner as to function to indicate origin in the applicant 
and distinguish the applicant’s products from similar products of others. The 
examiner noted that from the description, the mark “a blue band encircling a 
commercial drum” may be so applied as to cover substantially the whole of the drum. 

In response to a number of decisions cited by the applicant holding that a 
colored band in one form or another on various articles were held to constitute 
proper trade-marks, the examiner cited the decision in Ex parte Calumet Steel 
Co., 1925 C. D. 82, 339 O. G. 761, 151 Ms. D. 23, involving an application for 
a trade-mark consisting in arbitrarily coloring the lower or base portion of a fence 
post black and arbitrarily coloring the upper portion of the post green. In that 
case the Commissioner took judicial notice of the fact that it has been common for 
many years to paint lower portions of fence posts which go into the ground 
with a black asphaltum paint for the purpose of protecting the fence post. Judicial 
notice was also taken of the fact that it is not at all uncommon to have the 


portion of the fence post which appears above the ground painted green since 
green is one of the most usual colors used in paint for fences. In view of that 


statement of facts, registration was denied. 

In the case of Quaker State Oil Refining Co. v. Wolverine-Empire Refining 
Co., 23 C. C. P. A. 827, 81 F. 2d 245, 28 U.S. P. Q. 219, discussed by both applicant 
and the examiner, the question involved was whether or not the appellee’s mark 
distinguished from the mark of the appellant only by change of color of one 
of three colored bands used by each of the parties. The validity of the registered 
mark involved in that case was not in question and the only matter considered by 
the court was one of confusing similarity. That case has no bearing upon the 
question involved in this appeal. The examiner also relied upon the decision of 
the Circuit Court of Appeals for the Third Circuit in Campbell Soup Company 
et al. v. Armour and Company, 81 U. S. P. Q. 430 (Writ of Certiorari denied by 
order of Supreme Court Oct. 17, 1949 [39 T. M. R. 566]). That case was an action 
for trade-mark infringement and unfair competition and did not involve the 
registration of a single band involving a specific color at a particular position on 
a container, as does the present case. 

It is well settled that color may be part of a valid trade-mark when used 
in a particular design such as a circle, square, triangle, a cross, or a star. A. Leschen 
& Sons Rope Co. v. Broderick & Bascom Rope Co., 201 U.S. 166, 50 L. Ed. 710, 
(affirming 134 F. 571). See also the decision of the Court of Customs and Patent 
Appeals in In re Security Engineering Co., Inc., 27 C. C. P. A. 1389, 113 F. 2d 
494, 46 U. S. P. Q. 219. A large number of registrations based upon that principle 
have been granted, but where color alone, painted upon the surface of an article, 
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is relied upon as the distinguishing feature of the applicant’s goods, it may not serve 
as a trade-mark. In re Security Engineering Co., Inc., supra. 

The “Statement” forming part of this application is to the effect that applicant 
has adopted and “is using the trade-mark shown in the accompanying drawing.” 
Then follows a paragraph to the effect that “The trade-mark consists in a blue 
band encircling a commercial drum,” which amounts, in substance, to a claim 
without limitation in regard to the extent of the band which applicant may use 
and, in my opinion, is improper as being too broad in its scope. Applicants blue 
annular band is not described as encircling substantially the central third portion 
of the drum as shown on the drawing and in the specimens. While the band 
“shown” may be as much a particular design as is a circle, square, triangle or 
other conventional geometric figure, and cannot be said to constitute color alone, 
it is quite obvious that if the band were extended vertically to encompass sub- 
stantially entirely the surface of the drum, it might still be considered “a blue band 
encircling a commercial drum,” but would at once become to all appearances a 
mere painting of the drum and thus lose its distinctiveness as a blue band and no 
longer serve as a mark of distinction. 

Applicant has submitted the affidavit of its vice-president which states that 
the color band was adopted to distinguish applicant’s goods, and drums bearing 
applicant’s mark in the form of the blue colored band have been distributed 
throughout the trade since 1932. By virtue of such long usage it is said that the 
trade has come to know the mark and has come to identify drums so marked as 
containing the products of the applicant so that the mark is recognized as appli- 
cant’s hall-mark. Since the application is not limited to the mark shown on the 
drawing and in the specimens filed, the mark may amount to mere coloring alone. 
A trade mark registration must stand or fall in its entirety. It is my conclusion 
that the registration here sought should be denied on the basis of the application 
filed. A. Leschen & Sons Rope Co. v. Broderick @ Bascom Rope Co., supra. 

Affirmed. 


EX PARTE JACK DANIEL DISTILLERY, LEM MOTLOW, PROP., INC. 
Commissioner of Patents—March 13, 1952 


Trape-Mark Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TraDeE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
On facts of record, applicant held to have failed to sustain burden of showing that 
geographical term “Tennessee” is a trade-mark which has become distinctive of appli- 
cant’s goods in commerce. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Jack Daniel Distillery, Lem 
Motlow, Prop., Inc. Applicant appeals from refusal of registration, under section 
2(f) of 1946 Act. Affirmed. 

Chauncey P. Carter, of Washington, D. C., for Applicant. 
KiINGE, Assistant Commissioner: 
Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
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registration to the applicant on the Principal Register under section 2(f) of the 
Act of 1946, the mark “Tennessee” for whiskey. Registration was refused on the 
ground that the applicant has failed to sustain the burden of proving that the 
mark has become distinctive of the applicant’s goods in commerce. 


The specimens filed with the application disclose the name ‘“Tennessee,” 
below which is prominently displayed the words “Sour Mash Corn Whiskey.” 
At one side of the label appears the statement “Made in Tennessee.” In support 
of its right to registration under section 2(f) of the Act of 1946, applicant has 
filed as evidence of distinctiveness a number of substantially duplicate affidavits 
by dealers or distributors of the applicant’s goods to the effect that the affiants 
sell substantial quantities of corn whiskey labeled “Tennessee Corn Whiskey” 
produced by the applicant; that said “Tennessee Corn Whiskey” is well known to 
the trade and consumers as a product of the applicant’s distilleries; and that to the 
best of their knowledge and belief there is no other whiskey on the market labeled 
“Tennessee.” There is also of record a letter to the effect that “Tennessee” was 
credited as a trade-mark of the applicant in the 1947 and 1949 Editions of the “Red 
300k Directory” and that to the best of the knowledge of the writer no one else 
is using that term as a trade-mark for any wine or liquor. 

In considering this showing the examiner conceded that “Tennessee Corn 
Whiskey” may well be known as a product of the applicant. This fact, however, 
does not establish the term “Tennessee” as a trade-mark by which the goods of the 
applicant may be distinguished from the goods of others to the satisfaction of the 
examiner, but merely an indication of the regional origin of the goods. It was 
therefore the examiner’s opinion that the affidavits are lacking in sufficient probative 
force to establish distinctiveness as a trade-mark in the term “Tennessee,” Ex parte 
Boott Mills, 614 O. G. 821, 78 U. S. P. Q. 338, and Ex parte Chicago Rawhide 
Manufacturing Company, 647 O. G. 1022, 89 U. S. P. Q. 507. In the absence of 
acceptance and recognition of the name “Tennessee” by the public as an indica- 
tion of origin in the applicant, the letter of accreditation by the “Red Book Direc- 
tory” of the term “Tennessee” as a trade-mark of the applicant and the affidavits 
above referred to were considered not persuasive. 

Applicant in the brief has cited some thirty registrations published in recent 
issues of the Official Gazette of the Patent Office for marks denoting geographical 
areas to show that it is common practice to accept mere geographical names, 
including names of states, under section 2(f) of the Trade-Mark Act even in cases 
alleging substantially exclusive and continuous use during the five years next 
preceding the filing of such applications. I find these citations to have little bearing 
on the facts of the present case. 


The showing made by the applicant in this case in support of its claim 


” 


that the word “Tennessee” is a trade-mark which has become distinctive of 
this applicant’s goods in commerce has been carefully considered, but found 
unconvincing. It is my view that the notation here sought to be registered, as used 
by the applicant, would indicate to the average customer no more than an in- 


dication of the geographical origin of the goods in which the applicant deals, and 
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has not been shown to have acquired trade-mark status to indicate origin in the 
the applicant of sour mash corn whiskey which it sells. 
The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE THORNHILL-CRAVER COMPANY 


Commissioner of Patents—March 13, 1952 


TRADE-MarksS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Letter “X,” shaded along one side of each of the arms and having the end portions 
of each arm drawn in a wavy line to present a ragged edge, held confusingly similar 
to the letter “X” having at the bottom of one of the legs a line extending outwardly 
at an angle of 90°, used on closely related goods, under 1946 Act. 


TraDE-Marks—Goops OF THE SAME CLASS—ParRTICULAR INSTANCES 
Pipe fittings known as flow beans, held closely related to pipe couplings and nipples. 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Fact that applicant’s goods are sold to discriminating purchasers held not con- 
trolling where likelihood of confusion due to similarity of the marks is present. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Thornhill-Craver Company. 
Applicant appeals from refusal of registration under 1946 Act. Affirmed. 

]. Vincent Martin, of Houston, Tex., and Carl T. Mack, of Washington, D. C., for 

Applicant. 

KuincE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration, on the Principal Register of the Act of 1946, of the letter “X” in 
quotation marks, as a trade-mark applied to “pipe fittings known as flow beans.” 
The applicant’s mark is shaded along one side of each of the arms of the “X,” 
the end portions of each arm being drawn in a wavy line to present what appears 
to be a ragged-edge. 

Registration was refused in view of prior registration No. 216,918, issued 
August 24, 1926, and renewed, to Wheeling Machine Products Co. The registered 
mark discloses an ““X,” at the bottom of one of the legs of which is a line extending 
outwardly at an angle of 90°. The goods described in the registration are “pipe 
couplings and nipples.” 

The examiner reasoned that the goods of the respective parties are of the same 
general character since a flow bean is defined in the dictionary as a “flow nipple” 
and the registrant’s goods include nipples. It was held by the examiner that 
there is insufficient distinction between the applicant’s mark and that of the 
registrant to warrant registration in this case since the over-all similarities far out- 
weigh the specific differences therebetween. + 

Applicant urges that the marks are not identical because the mark here 
sought to be registered is simply an “X,” which the registered mark is not, and 
there is no shading or any other characteristic thereof such as distinguishes the 
applicant’s mark. It is further suggested by the applicant that the registered mark 
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might be said to resemble an “L” tilted backward at an angle of approximately 
45° and having a line drawn through the major axis of the “L” to resemble the 
combination of an “X” and an “L.” As to the goods, applicant states that flow 
beans are used in oil and gas fields and are not sold to the general purchasing 
public as are plumbers’ fittings, but are purchased by contractors, engineers and 
the like who might be termed “careful purchasers,” and under no circumstances 
may the goods of the applicant be considered of the same general character as 
those of the registrant. 

Comparing first the applicant’s mark with that of the cited registration, it is : 
my view that there is not sufficient distinction between their over-all appearance % 
to warrant registration of the applicant’s mark when applied to similar goods. 
Both marks are essentially an “X” with insufficient modification to render them 
distinctly different each from the other. As to the goods, purchasers of the appli- 
cant’s goods undoubtedly also buy pipe fittings, even though purchasers of ordinary 
plumbing supplies may not buy flow beans. The fact that the applicant’s goods ot 
are sold to discriminating purchasers and not to the general public is not controlling Tt 
if likelihood of confusion due to the similarity of the marks is present. Celanese 
Corporation of America v. E. I. du Pont de Nemours & Company, 33 C. C. P. A. 
857, 154 F. 2d 143, 69 U. S. P. Q. 69. 

A careful consideration of all the factors here presented convinces me that 
registration of the applicant’s mark was properly refused in this case. When it 
is considered that the marks are substantially alike and the goods to which they 
are applied are closely related, likelihood of confusion as to the source of origin of 
the applicant’s goods could hardly be avoided. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE TRU-AID PRODUCTS COMPANY 


Commissioner of Patents—March 18, 1952 






TRADE-MarKS—SuBJECT MATTER—GENERAL 
It is well established that mark is descriptive if it describes intended purpose, function 
or use of goods to which it is applied. 
Fact that mark is equally descriptive of many other articles does not make it any 
less descriptive of goods involved. 


TRADE-MAarKS—Worps INCAPABLE OF EXCLUSION APPROPRIATION—PARTICULAR INSTANCES 
“Tru-Aid” held descriptive of quality or function of denture cushions, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Tru-Aid Products Company. 
Applicant appeals from refusal of registratton on Principal Register, under 1946 
Act. Affirmed. 
Caesar & Rivise, of Philadelphia, Pa., for Applicant. 
KLINGE, Assistant Commissioner: 
Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration of the notation “Tru Aid” as a trade-mark on denture cushions. Reg- 


464 TRADE-MARK REPORTER 


istration is sought on the Principal Register under the Act of July 5, 1946. The 
notation as shown on the drawing is printed with the first syllable in heavy case 
letters while the second appears in script with the letters inclined to the right, the 


letter “A” being taller than the remaining letters. 


Refusal to register the notation is based on the ground that the mark is the 
phonetic equivalent of the term “true aid” and is therefore descriptive of the purpos 
al appli ant's gaadts, such goods being designed to attord support ot the dentur 
sa that when the denture cushion aids the denture in cantorming to the gums, it i 
abviausly that which truly aids ar assists. It being well established that a mark i 
Heaeriplive ttt deserthes the titended purpoee, Tanetion, ar wae al the gaads to 
whith (ht applied, He exaniiies panetided Hat (he applicants tiark be Hear ipey 
ih thay Maeiee ry ii the sense that a denture chahion toa tre ala ta Carry Gub ote 
MALLE Raid hay whtlel awell) danede are aale 

\yiylis shit ene Hat the ter tin Ald Lay added ah Thad etang Heak ehemea dba 
thay habe That \| BALAN Rhu HE OT UAEAE ED UELLS PAE Ub TILIA hiat Hal ii Time YEEY bhepeal 
TRI iLhMIMEL LLL ne yy bbeapaal PHO PUY TAI OE Ee etree tie 

Ah) AL a TTT Lit j TIMI LL TL MIR Wile ty wena thy TLL 
THs WN uhh TIMTITILC LM ATLL ELL) ec UM UNO) ee a weil 
AL , bebe WU hyip ih pital TUTILL MM LTILL MTT ec any Hiya Hela Fee 
Vt TE ET pata TITAMLL LAE LLL LL LLL VTA Dei ee thea 
VITHECME MRUTETICUID TIT MRULITTITTIC EO MmplCli Mma lia mele Web wbbb TITTULL LMLiciina 
| Time Litmaliimallilniiiia HVhe He in He Tee 

WH HE bee iy ft wu ; wa | 1) With, Mh dh md 
PO) bee ETH APE PP Pee Seve bee Pete PD beaded Viyi 
tH Pee! Pee HTH HD PE THERE HAT TET IE AE PI ee GPa PP tee 
Hrarhipthve Hf tHe BHA The EHH RE TH Fab bee db ae bbe ppl HHit 
APeiiiHeHt that the Hidth fe eqtiall) deertiptive af tatty atheb abtlelee bb tetelaedie 
ae ie here eotterided, but that facet did tit tiake the tath atiy the lee deeetiptle: 
nf the ernee Hathed itt the Applic ation | thithh that nheer ation Applie q Here Alen Th 
Pex parte Fem pire Grain & Elevator Co, 192 O. G. #44, 190R OC. 1D. 49. the notation 
“Neverfail” was refused registration, as a trade-mark, for stock and poultry food 
because it was considered descriptive of the character or quality of the woods to 
which it was applied. In that case it was considered that, as applied to the goods, 
the notation undoubtedly indicated that the food will never fail to have the desired 
effect and was therefore descriptive of the quality of the food. In the present case, 


it appears that applicant’s mark “Tru Aid” is simply descriptive of the quality or 


function of applicant’s denture cushions. 


Finally, the examiner stated that applicant’s notation is not so distinctively) 
written that it overcomes the dominant meaning of the words themselves. I am 
inclined to agree with the examiner’s conclusion in this regard since I find nothing 
incongruous about the total appearance of the mark. 


The decision of the Examiner of Trade-Marks is affirmed. 
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Commissioner of Patents—March 26, 1952 





[rapE-Mark Act or 1946—Reaistrapitity—Section 2(f) 


(rapeE-Marks—Worps INCAPABLE OF ExGLUsIVE APPROPRIATION—PARTIGULAR INSTANCES 
*Swivel-Head” held so generically descriptive of flashlights having a head which is 
swivelled as to be unregistrable under Section 2(f) of 1946 Act, an mere allegation 


ot substantially exclusive use for more than five years; and it is doubthul that such 


phrase could became distinctive af goods af any particular individual 


\ppeal fram Examiner at Prade-Marks 


pplication far regitvation at trademark by Uitted States Elecite Mig. Garp 


\pplioant appeals tram relwaal al remitivation, wader section Bch) ab tide Ags 
Vihined 

\! i AdticAiteru, at New Vork, N.Y Har Apple 

Preoeeine, Paapalnee ta Gitte 


thie ie an Apap tia the deehian ab the Paatalier ab Pia Mbaihee pedi 


sundae bea bith bat Aywivel Tlwad is oA tiaele iit tee eleebite Chaat 1h 
iT a lias heen }Ahy TILL PAVVry Galea) 1 Myth | ; ih isl 
haih Abt wb VHGA abel peibaliie ai atlematie al TTT \\ VHA GAUL aha HNN 


she pe HIP PH he Hie wb ALTA yey 
Hontatiatinn tae bee babel wi tie weeded Gab bn WW baiel Wud Dipl 
TTT ELLA ana hl RA 7 TH AL ‘tik wisi Wieden Wiinhy th H\} | 
bebe BEG | | TLL Tih Hash tah the Teaehtiihht wb whieh bh Tints \ \\ 1 | 


obi biebeed WEA thy Hye ) yyddyyl Tein thy thats Tih hi ieee TA PTE 


Hh Riaii! ) hab ty | 4 betel Pheekbbbby pitieel yiyel i thy piel 1) thi 4) | Hy sy} 


Tania veh Teaahtlihe ‘Hed tte bed Tee Pee teeed feb laebitindiie Tae bheat 


HWabdebeeteble, ae elie Be the fallaidhe prteyt telabihe ba thei hy piritent NH 

1) QAR, The 4) 1448 thy HPP PeabAes yh tate that the thoepntlan j 
Hieeted ta a Aeaehtioht ® * * Haveli a ewivel Head id Hittes 19 ated OB Bn paee 
| vefer te “a ewivel head Alashlioht” Patent Ne. 1ORB.2R1, January 1, 1935 
refere ta “the above deeeribed ewivel-head hatnidlamyp ‘on pawe 1, lin 6 and 97 
Pate rit No 1.893, 108, January ‘. 1933, contains several reference to wivel head” 
in connection with a battery hand lamp or flashlight. Patent No. 1,820,960, 
September 1, 1931, refers to “a flashlight having a swiveling head.” Patent No 
) 029.861, February 4, 1936, refers to a flashlight head which is attached to be 
swivelled. The term swivel-head is an apt, appropriate and convenient known ex- 
pression to designate flashlights of the type having a head which is swivelled and 
is so generically descriptive of such goods that it should not be registered as a 
trade-mark under Section 2(f) on a mere allegation of substantially exclusive and 
continuous use, nor does it seem that such a phrase could become distinctive of 
any particular individual’s goods, see Ex parte Hevi Duty Electric Company, 92 
U. S. P. Q. 279. 


The decision of the examiner is affirmed. 
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